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THE QUESTION PRESENTED. 

The question to be decided is whether the Commissioner 
of Patents properly refused to register the trade-mark 
“ Breast-0 ’-Chicken” for canned tuna fish under the 
Trade-Mark Act of 1946 (15 U.S.C., Sections 1051 to 1127), 
because of the prior registration of the trade-mark 
“Chicken op the Sea” for canned tuna fish, No. 97,192, 
and the decision of the United States Court of Customs 
and Patent Appeals in Van Camp Sea Food Co., Inc. v. 
Westgate Sea Products Co., (48 F.(2d) 950), in spite of the 
decisions of the Circuit Court of Appeals for the Ninth 
Circuit to the effect (a) that the marks are not confusingly 
similar, (b) that appellant has become entitled to use its 
mark as a result of its lawful use thereof in commerce, and 
(c) that appellant is entitled to use its mark in commerce 
(Van Camp Sea Food Co. Inc. v. Westgate Sea Products 
Inc., 28 F.(2d) 957 and Van Camp Sea Food Co., Inc. v. 
Cohn-Hopkins, et al., 56 F.(2d) 797). 
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Westgate-Sun Harbor Company, Appellant 

v. 

John A. Marzall, Commissioner of Patents, Appellee . 


BRIEF FOR APPELLANT AND JOINT APPENDIX. 


STATEMENT OF THE CASE. 

This is an action under the Trade-Mark Laws of the 
United States, U. S. C. Title 15, Sec. 1052 and Sec. 1071, 
and Sec. 4915 of the Revised Statutes, U. S. C. Title 35, 
Sec. 63, instituted for the purpose of securing registration 
of the trade-mark “ Beeast-0’-Chicken” for canned tuna 
fish. 

An action of this character is brought to examine, review 
and correct the ruling by an administrative agency, and 
Sec. 1071 of Title 15, U. S. C., which provides that any 
applicant for registration of a trade-mark, who is dissatis¬ 
fied with the decision of the Commissioner, may proceed 
under Sec. 63 of Title 35 by filing a suit in equity. 
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The appellant in this action, formerly Westgate Sea 
Products Co., filed an application (App. 100), Serial No. 
546,256 on January 5, 1948, seeking to register the trade¬ 
mark “Bkeast-0’-Chicken" for canned tuna fish under 
the broad provisions of the Act of 1946. (Exhibit X). 

The Examiner of Trade-Marks declined to register the 
mark in view of a registration of record, No. 97,192, for 
the mark “Chicken of the Sea.” for canned tuna fish, and 
in view of a decision of the United States Court of Customs 
and Patent Appeals in Van Camp Sea Food Co., Inc. v. 
Westgate Sea Products Co., 18 C.C.P.A. 1311, 48 F.(2d) 
950, decided on April 29, 1931. The applicant took the posi¬ 
tion that the mark should be deemed registrable, particu¬ 
larly in the light of Section 2(d) of the Act of 1946. 

From the ruling by the Examiner, an appeal was taken 
to the Commissioner of Patents and on February 28, 1950, 
the Assistant Commissioner, Joe E. Daniels, decided (App. 
S8) that, regardless of the broad terms of the 1946 Act, the 
application must be refused on the registration for the 
mark “Chicken of the Sea”, because the Customs and 
Patent Appeals Court had ruled in 1931 that there was a 
likelihood of confusion. Mr. Daniels stated that even 
though the decision in a proceeding under the terms of the 
Act of 1905 “may not technically be res judicata”, (App. 
97) he should be governed by the finding that the marks 
are confusingly similar and that the decision should be fol¬ 
lowed, unless some intervening change required an 
opposite conclusion. In view of the circumstances of the 
case, the applicant accepted the statements of Mr. Daniels 
as a suggestion that further action be taken to demonstrate 
clearly that the trade-mark “Breast-0’-Chicken” should 
be registered under the terms of the 1946 Act. This being 
so, the suit was filed under R. S. 4915 and the question of 
registrability of the trade-mark was placed before the 
District Court. However, the District Court, in a memo¬ 
randum opinion on October 16, 1951, simply agreed with 
the views announced by the Assistant Commissioner and 
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declined to review the problem on its merits or to inter¬ 
pret the broad provisions of the Act of 1946, under the 
terms of which it is clear that the trade-mark should now 
be registered. 

CHRONOLOGY OF RULINGS RELATING TO MARKS. 

It is the duty of the appellant, in order that justice may 
be done, to place before this Court all of the facts and a 
full discussion of legal and equitable principles deemed to 
be controlling. This is a case of first impression and in 
order that the Court may be fully informed of the rights 
of the appellant, it would seem proper to start from the 
beginning. 

An action was filed in the District Court of the United 
States in and for the Southern District of California by 
Van Camp Sea Food Co., Inc., in which it was charged that 
the trade-mark “ Breast-0 ’-Chicken” was an infringe¬ 
ment of the mark “Chicken of the Sea”. This charge was 
so far-fetched that on February 20, 1928, District Judge 
Henning dismissed the complaint on motion, taking the 
proper and reasonable view that no amount of evidence 
would change the fact that the marks are clearly dis¬ 
similar. 

An appeal was taken by Van Camp, and on November 5, 
1928 the United States Court of Appeals for the Ninth 
Circuit (Van Camp Sea Food Co., Inc. v. Westgaie Sea 
Products Co., 28 F.(2d) 957), speaking through Judge 
Dietrich, held that: 

“Where there is doubt, a bill for infringement should 
not be dismissed upon motion; but a like rule is appli¬ 
cable generally to bills in equity. Failey v. Talbee 
(C.C.) 55 F. 892; St Louis & S.F.R. Co. v. Allen (C.C.) 
181 F. 710, 723. When it is clear that under no state 
of the evidence can plaintiff make a case of infringe¬ 
ment, it would be idle to go further, and a motion to 
dismiss should be granted. Sprigg v. Fisher(D.C.) 
322 F. 964; Collins Chem. & Mfg. Co. v. Capitol City 
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Mfg. Co. (C.C.) 42 F. 64, and see, also, Mallinson v. 
Ryan (D.C.) 242 F. 951; M. C. Peters Milling Co. v. 
International Sugar Feed No. 2 Co. (C.C.A.) 262 F. 
336, 339; P. Lorillard Co. v. Peper (C.C.A.) 86 F. 956; 
American Tobacco Co. v. Globe Tobacco Co. (C.C.) 
193 F. 1015; S. R. Feil Co. v. J. E. Robbins Co. 
(C.C.A.) 220 F. 650; Richmond Remedies Co. v. Dr. 
Miles Medical Co. (C.C.A.) 16 F. (2d) 598; Liggett & 
M. T. Co. v. Finzer, 128 U.S. 182, 9 S. Ct. 60, 32 L. Ed. 
395; Hopkins on Trade-Marks (3d Ed.) p. 467. 

We are of the opinion that such a case is presented 
by the amended bill with its exhibits. Were the word 
‘chicken,’ common to the two trade-marks, a purely 
fanciful term, and made equally prominent in both, we 
might have a case of sufficient doubt to warrant a hear¬ 
ing of evidence. But, as registered, the two combina¬ 
tions are similar neither in appearance nor in sound, 
and if, as appellant contends, it be conceded that 
‘chicken’ is the dominant word in its combination, it 
cannot be said to have such prominence in that of the 
defendant.” 

Here we have the Circuit Court deciding definitely and 
clearly that the marks are not similar in appearance or in 
sound. Van Camp then sought certiorari, but the petition 
was denied on March 5, 1929, 49 S. Ct. 263, 279 U.S. 841, 
73 L. Ed. 987. 

In addition to the above, the party Westgate filed an 
application to register its made-mark “ Breast-0 
Chicken” under the Act of 1905 and the application was 
allowed by the Trade-Mark Examiner, but when the mark 
was published in the Official Gazette, the application was 
opposed by Van Camp on the theory that the marks were 
confusingly similar. In opposition proceeding No. 7945 we 
find that the Examiner of Interferences, J. Carnes, ruled 
on June 26, 1929, that the decision of the Ninth Circuit 
Court of Appeals should be deemed persuasive, if not con¬ 
trolling on the issue of confusing similarity, and he dis¬ 
missed the opposition to registration of the mark. 
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Van Camp took an appeal to the Commissioner and on 
November 21, 1929, the Assistant Commissioner, W. A. 
Kinnan, ruled properly that the decision of the Ninth Cir¬ 
cuit Court of Appeals was determinative of the issue in 
the opposition as to the lack of confusing similarity, and 
he affirmed the ruling of the Examiner of Interferences 
: and held that Westgate Sea Products Co. was entitled to 

k. register the trade-mark ‘ ‘ Breast-0 ’-Chicken 7 7 (Van Camp 

Sea Food Co., Inc. v. Westgate Sea Products Co., 3 Pat. 
Q. 205). 

It is to be noted at this point that in California a second 
r suit was instituted by Van Camp charging trade-mark 

infringement and unfair competition, and on December 27, 
1930, District Court Judge Wm. P. James held: 

‘‘That the Mark used by Defendant ‘ Breast- 0’- 
i Chicken 7 on Defendant’s Canned Fish, does not in¬ 

fringe the Mark ‘Chicken of the Sea 7 used by Plain- 
| tiff, and that Defendant has not committed acts of un- 

» fair competition against Plaintiff. 77 

It is significant that all of the foregoing decisions were 
rendered prior to the time that the appeal brought by Van 
Camp in Opposition No. 7945 was to be decided by the 
Court of Customs and Patent Appeals. It seems obvious 
that the two decisions by the District Court and the de¬ 
cision by the Ninth Circuit Court of Appeals would he 
regarded as conclusive on the principal issue that the 
trade-marks are not confusingly similar, but the Court of 
Customs and Patent Appeals, a new administrative court 
at that time, chose erroneously to disregard the decisions 
of the courts on the issue, and ruled that the term “Breast- 
0’-Chicken 7 7 was likely to be confused with the expression 
“Chicken of the Sea 77 , that res ad judicata did not apply 
on the issue, and reversed the Commissioner and sustained 
the opposition to the application for registration of the 
mark “Breast-O’-Chicken 77 (Van Camp Sea Food Co., 
Inc. v. Westgate Sea Products Co., 18 C.C.P.A. 1311, 48 
F.(2d) 950). 
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There being no appeal, under the 1905 Act, from a ruling 
by the Customs and Patent Appeals Court, the question 
of registrability could not be pursued further at that time. 

In California, we find that Van Camp appealed from the 
decision by Judge James, and on March 14,1932, the Ninth 
Circuit Court (Van Camp Sea Food Co., Inc. v. Colm- 
Hopkins, et al., 56 F.(2d) 797, 12 Pat. Q. 487), speaMng 
through Wilbur, C.J., held for the second time that the 
trade-mark “ Breast-0 ’-Chicken” does not infringe the 
mark “Chicken of the Sea”. Here again, Van Camp 
sought certiorari and the petition was denied on May 31, 
1932, 286 U.S. 561, 76 L. Ed. 1294. Certainly, it would be 
difficult to imagine a situation in which the same material 
issue was decided in the same way so many times, namely, 
that the two marks are not confusingly similar in sound, 
appearance or meaning. 

SUMMARY OF ARGUMENT. 

The owner and lawful user of the trade-mark “Bkeast- 
0 ’-Chicken”, whose rights and titles to said mark have 
been long recognized by the Federal Courts, is entitled to 
the registration under Section 2 of the Trade-Mark Act of 
1946, notwithstanding a decision in 1931, by the United 
States Court of Customs and Patent Appeals in an oppo¬ 
sition brought under the TradeMark Act of 1905. There¬ 
fore the doctrine of res adjudicata is not applicable herein 
on the facts presented. 

Manif est Error by Customs and Patent Appeals Court 
Should Now be Considered. 

It is vital to a fair determination in this case to recog¬ 
nize the fact that in connection with the disposal of the 
appeal in the opposition proceeding, the Court of Customs 
and Patent Appeals erred in 1931 by failing to follow the 
decisions of three constitutional courts on the major issue 
that the marks are not confusingly similar. It was ably 
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stated by Mr. Justice Campbell in Jeter v. Hewitt, 22 How. 
352 (1860) that justice requires that every cause should be 
once fairly tried, and public tranquillity demands that 
having been tried once, all litigation about the case should 
be concluded for ever between those parties. The main¬ 
tenance of public order, the repose of society, and the quiet 
of families, require that what has been definitely deter¬ 
mined by competent tribunals shall be accepted as irre¬ 
fragable legal truth. If it were not for the conclusive 
effect of all such determinations, there would be no end of 
litigation—and no security for any person; the rights of 
parties would be involved in endless confusion, and great 
injustice often done under cover of law; while the Courts, 
stripped of their most efficient powers, would become little 
more than advisory bodies; and thus the most important 
function of Government—that of ascertaining and enforc¬ 
ing rights—would go unfulfilled. 

The Customs and Patent Appeals Court ruled as it did 
in the opposition proceeding on the theory that it was con¬ 
cerned with the right to register a mark and not with the 
right to use a mark, but the question of confusing simi¬ 
larity was the same. In this connection it may be noted 
that in Birckhead v. Brown (5 Sandford 134, N.Y. 1851), 
the court stated that: 

“The position that in order to raise an estoppel by a 
prior judgment, the cause of action in the second suit 
must in all respects be the same as in the first, we feel 
no difficulty or doubt in rejecting. It is not indeed 
absolutely novel; but it is repugnant to the reasons of 
public policy embodied in the maxim, Interest 
reipublicae ut sit finis litium, upon which the doctrine 
of the conclusiveness of a judgment is founded; and 
so far from being sustained by authority it is contra¬ 
dicted by many decisions.” 

And in the above case, Judge Duer made the following 
cogent observation: 

“Under a system of jurisprudence which clothes those 
by whom the law is to be declared with so large a dis- 
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cretion as our own, it is only by their scrupulous ad¬ 
herence to the decisions of their predecessors that 
even a semblance of stability and certainty, in the 
administration of justice, can be attained or preserved 
and hence, it is only where the error in prior decisions 
is manifest and grave, the violation of principle plain 
and undeniable, that the obligation of stare decisis 
ceases to exist.” 

It is recognized as a general rule, that to give a decision 
on a matter in issue in a former suit the effect of res 
judicata, that matter must have been substantially and 
directly in issue in that suit. The necessity of a matter 
having been directly in issue has, no doubt, sometimes been 
denied; but the weight of authority has always been 
clearly in favour of the affirmative view. It may be now 
considered as generally agreed upon that the estoppel of a 
judgment extends only to the question directly involved in 
the issue, and not to any incidental or collateral matter, 
though it may have arisen and been passed upon, and that 
the principle upon which judgments are held conclusive 
upon the parties, requires that the rule should apply only 
to that which was directly in issue, and not to everything 
which was incidentally brought into controversy during the 
litigation. (Lewis and Nelson’s Appeal , 67 Pa. St. 153, 
1870). 

Eight to Register Trade-Mark Under Act of 1946. 

In view of the fact that the Trade-Mark Act of 1905 did 
not provide a means for correcting a situation of this kind, 
in spite of the obvious error by the Customs and Patent 
Appeals Court, it was not possible for the appellant to 
seek registration of its trade-mark in the years subsequent 
to the favorable decisions of the Ninth Circuit Court of 
Appeals, until the enactment of the 1946 Act. The express 
purpose of this law was to broaden the scope of registra¬ 
tion, to recognize rights previously denied, and to provide 
remedies based upon sound, equitable principles. A pri- 
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mary purpose of the Act is to reconcile the right to register 
a trade-mark with the right to use that mark, and it has 
been said that the new law offers unprecedented protection 
and that registration is a matter of practical necessity. 

An examination of the statute reveals the opening state¬ 
ment of Section 2, which reads : 

“No trade-mark by which the goods of the applicant 
may be distinguished from the goods of others shall 
be refused registration on the principal register on 
account of its nature—” 

and the appellant believes that the trade-mark “Beeast- 
0 ’-Chicken” must be regarded as registrably distinguish¬ 
able from the mark “Chicken of the Sea” and should be 
deemed registrable under the broad terms of Section 2. 
In addition, however, the attention of the Court is directed 
to the precise wording of Section 2(d) of the Act (Sec. 1052 
U.S.C.A. Title 15), which reads: 

‘ ‘ Consists of or comprises a mark which so resembles 
a mark registered in the Patent Office or a mark or 
trade name previously used in the United States by 
another and not abandoned, as to be likely, when 
applied to the goods of the applicant, to cause confu¬ 
sion or mistake or to deceive purchasers: Provided, 
That the Commissioner may register as concurrent 
registrations the same or similar marks to more than 
one registrant when they have become entitled to use 
such marks as a result of their concurrent lawful use 
thereof in commerce prior to any of the filing dates 
of the applications involved and the Commissioner or 
a court of appeal determines that confusion or mistake 
or deceit of purchasers is not likely to result from the 
continued use of said marks under conditions and limi¬ 
tations as to the mode or place of use or the goods in 
connection with which such registrations may be 
granted which conditions and limitations shall be pre¬ 
scribed in the grant of the concurrent registrations 
thereof; and concurrent registrations may be similarly 
granted by the Commissioner with such conditions and 
limitations when a court has finally determined that 
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more than one person is entitled to use the same or 
similar marks in commerce. The Commissioner shall 
give not less than thirty days’ written notice to all 
applicants, registrants, and users specified by any of 
the parties concerned of any application for con¬ 
current registration and of the time and place of hear¬ 
ings thereon. When the Commissioner decides to 
grant a concurrent registration the proposed registra¬ 
tion shall be published in the Official Gazette of the 
Patent Office and the application shall be subject to 
opposition as hereinafter provided for other appli¬ 
cations to register marks. Concurrent registrations 
may be ordered by a court in an action under the pro¬ 
visions of section 4915, Revised Statutes, under such 
conditions and limitations as the court considers 
proper in accordance herewith.” 

The appellant is primarily concerned with a proper in¬ 
terpretation of that independent provision in the Section 
which reads: 

“And Concurrent Registrations May Be Similarly 
Granted By the Commissioner With Such Condi¬ 
tions and Limitations When A Court Has Finally 
Determined That More Than One Person Is En¬ 
titled To Use the Same or Similar Marks In Com¬ 
merce.” 

and by the following independent provision in the Section 
which reads: 

“Concurrent Registrations May Be Ordered By A 
Court In An Action Under the Provisions op Sec¬ 
tion 4915, Revised Statutes, Under Such Conditions 
and Limitations As the Court Considers Proper In 
Accordance Herewith.” 

Frankly, the appellant believes that the word “concur¬ 
rent” is used in its broadest sense in the statute and that 
there can be no logical conclusion from a consideration of 
the statute in its entirety, but that it was intended for the 
express purpose of providing relief in a situation of this 
character. 
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The position of the Commissioner and the District Court 
is that the decision of the Customs and Patent Appeals 
Court prohibits this constitutional Court from taking inde¬ 
pendent action. It is inconceivable to the appellant that 
this Court should be required or expected to follow blindly 
an erroneous decision of an administrative court rendered 
in intrepreting a different statute in an action between 
different parties. 

The Commissioner has a Duty to Register Trade-Mark of 
Appellant Under Section 2 of the 1946 Act 

This Court is now called upon to determine the rights of 
the appellant under the terms of the 1946 Act, and particu¬ 
larly Section 2, with special reference to that provision of 
Section 2(d) that when a court has finally determined that 
more than one person is entitled to use the marks in com¬ 
merce, such marks should be registered. Since the pro¬ 
vision in the statute is preceded by a semi-colon and the 
word “and”, it is deemed proper at the moment to consider 
the technical aspects of interpretation. 

With reference to the use of the semi-colon, note sec. 199, 
p. 342, of Crawford on “Construction of Statutes” (1940) 
which reads: 

“When the intention of the statute and the punctua¬ 
tion are in conflict, the former must control, even where 
the punctuation is regarded as a part of the statute. 
A semi-colon may be placed where a comma appears, 
or a semi-colon substituted in lieu of the word ‘and’. 
But where a statute is ambiguous, its punctuation may 
and should be given weight, especially where the act 
is carefully punctuated. Hammock v. Loan & Trust 
Co., 105 U. S. 77, 26 L. Ed. 1111; Blass Co., Inc. v. U. S. 
(U.S.) 12 C.C.P.A. 481.” 

Attention is directed also to “Statutes and Statutory 
Construction” by Sutherland (3rd Ed. by Horack, 1943) 
Vol. 2, sec. 4939, p. 476, sec. 4940, p. 479, which read: 
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* ‘ The better rule is that punctuation is a part of the 
act and that it may be considered in the interpretation 
of the act but may not be used to create doubt or to 
distort or defeat the intention of the legislature. Punc¬ 
tuation is the most fallible standard by which to in¬ 
terpret a writing, it is more satisfactory to treat the 
rules of punctuation on a parity with other rules of 
interpretation.” 

“The period should be used as frequently as possi¬ 
ble. The semi-colon and comma infrequently or not 
at all. When a series is enumerated, however, commas 
should be placed between each member of the series. 
A comma should always sparate each number of a 
class.” 

Turning now to the use of the verb “may” in the sen¬ 
tence reading “concurrent registrations may be similarly 
granted by the Commissioner”, it is interesting to note 
section 262, p. 519 of Crawford on “Constructions of Stat¬ 
utes” (1940), which reads: 

“Ordinarily the words ‘ shall’ and ‘must’ are man¬ 
datory, and the word ‘may’ is directory, although they 
are often used interchangeably in legislation. This 
use without regard to their literal meaning generally 
makes it necessary for the courts to resort to construc¬ 
tions in order to discover the real intention of the leg¬ 
islature. In other words, if the language of the stat¬ 
ute, considered as a whole and with due regard to its 
nature and object, reveals that the legislature intended 
the words ‘shall’ and ‘must’ to be directory, they shall 
be given that meaning. Similarly, under the same cir¬ 
cumstances, the word ‘may’ should be given a manda¬ 
tory meaning and especially when the statute concerns 
the rights and interests of the public, or where third 
persons have a claim de jure that a power shall be 
exercised, or whenever something is directed to be 
done for the sake of justice or the public good, or is 
necessary to sustain the statute’s constitutionality.” 

See also: 

“When a statute directs the doing of a thing for the 
sake of justice or the public good, the word ‘may’ is 
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the same as the word ‘ shall 7 . Rex & Regina v. Barlow 
(Eng.) 2 Salk* 609; Rock Island Sup Vs. v. U. S. ex rel 
State Bank (U. S.) 4 Wall 435, 18 L. Ed. 419.” 

In the light of the above discussion, it is proper to urge 
that the provisions of Section 2 of the Act may be con¬ 
strued as mandatory, when a Court of competent jurisdic¬ 
tion has spoken. The appellant is not seeking to register 
the trade-mark “Beeast-0’-Chicken” on the basis of 
concurrent use in the narrow sense contemplated by the 
first portion of Section 2(d), but insists that the broad 
terms of Section 2 provide that when a Court has decided 
that two marks are in lawful concurrent use in commerce, 
such marks should be registered by the Commissioner, and 
in an action under R. S. 4915, this Court may take proper 
action to protect the party seeking relief. 

The Commissioner and District Court Erred in Failing to 
Recognize Appellant’s Right to Register the Trade- 
Mark “Breast-O’-Chicken”. 

The appellant contends that the Commissioner erred in 
failing to recognize that the mark “Bbeast-0’-Chicken” 
does not so nearly resemble the registered mark “Chicken 
of the Sea” as to be likely to cause confusion or mistake 
or deceive purchasers. 

The appellant contends that the Commissioner erred in 
assuming or holding that the test of similaritly or ruling 
of likelihood of confusion under Section 5 of the 1905 
Trade-Mark Act are the same as, or have the same effect, 
under the broader terms of Section 2 of the 1946 Trade- 
Mark Act. 

The appellant contends that the Commissioner erred in 
holding that the mark “Breast-O’-Chicken” so nearly 
resembles the mark “Chicken of the Sea” as to be 
likely to cause confusion or mistake and that the mark of 
the appellant should be refused registration on No. 97,192. 
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The appellant contends that the Commissioner erred in 
holding that the decision of the Court of Customs and Pat¬ 
ent Appeals in Van Camp Sea Food Co., Inc. v. Westgate 
Sea Products Co., 48 F. (2d) 950, is a determining factor 
under the doctrine of res adjudicata and determines the 
issue of confusing similarity of the marks in this pro¬ 
ceeding. 

The appellant contends that the Commissioner erred in 
failing to recognize that the marks are registrably dis¬ 
tinguishable within the meaning of Section 2 of the Act of 
1946, and that under the specific provisions of Section 2(d) 
of the Act of 1946 the mark “Breast-0’-Chicken” 
should be deemed registrable because a court of competent 
jurisdiction has finally determined that the appellant is en¬ 
titled to use this mark in commerce. 

The appellant contends that the District Court erred in 
failing to recognize the effect of two final determinations 
by the United States Court of Appeals for the Ninth Cir¬ 
cuit that the marks are not confusingly similar and that 
the appellant is entitled to use the trade-mark “ Breast-0’- 
Chicken” in commerce. 

The appellant contends that the District Court erred in 
failing to hold that under the express provisions of Sec¬ 
tion 2 of the Act of 1946 the trade-mark “Breast-O’- 
Chicken” should be be registered, and that under the ex¬ 
press terms of Section 37 of the Act of 1946 the court may 
rectify the register and authorize the Commissioner to 
issue a certificate of registration. 

Decision of Customs and Patent Court in 1931 is not Res 
Judicata Against Appellant. 

It is to be understood that as a matter of ordinary ad¬ 
ministrative policy, the rulings of the Customs and Patent 
Appeals Court are to be considered controlling over the 
Commissioner and the Examiner of Interferences, but the 
Assistant Commissioner in his decision of February 28, 
1950 expressed a doubt in these words: 
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“That decision having been made in a proceeding un¬ 
der the Act of 1905 may not technically be res judicata 
in the instant proceeding, but the reasons set out there¬ 
in for finding the marks to be confusingly similar ap¬ 
pear persuasive and it should be followed unless some 
intervening change requires an opposite conclusion.” 

Although we have, since the ruling by the Customs and 
Patent Appeals Court in 1931, a second favorable decision 
by the Ninth Circuit Court of Appeals in 1932 holding no 
infringement, the enactment of the 1946 statute with ex¬ 
press provisions to protect the position of the appellant, 
and also twenty years of extensive advertising and use of 
the brand “Breast-0’-Chicken”, the Assistant Com¬ 
missioner declined to interpret the new law as being favor¬ 
able to the appellant. Oddly enough, the Assistant Com¬ 
missioner, a few months later, took the opposite view in 
The Coca-Cola Company v. Santa Cola Company, 85 U.S. 
P.Q. 426, and recognized that changes in conditions should 
be considered as persuasive when registration was sought. 
In 1943, in Jacob Reis Bottling Works, Inc. v. The Coca-¬ 
Cola Co., 31 C.C.P.A. 706, 138 F. (2d) 56, the Customs, and 
Patent Appeals Court held that “Rock Spring Cola” 
and “Coca-Cola” are likely to be confused. The Com¬ 
missioner felt bound to honor the ruling and refused to 
register various combinations having as a part the words 
“Cola” or “Kola”. It seems quite significant that in the 
Santa Cola case, supra, the Assistant Commissioner Dan¬ 
iels reviewed the many court decisions deemed pertinent 
and then observed: 

“After considering the history of plaintiff’s (oppos- 
er’s) mark, and referring to numerous court decisions 
the court ruled against opposer’s contention therein 
and found that the word ‘Cola’ was descriptive and 
might be used, provided the entire mark involved was 
clearly distinguishable ...” 

There can be no substitute for sound reason, and it is 
obvious that the position taken by the Assistant Commis- 
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sioner in considering “Santa Cola” as being regis- 
trably distinguishable from “Coca-Cola” was emi¬ 
nently correct. It follows also that if a combination such 
as “Santa Cola” is deemed registrable over the nota¬ 
tion “Coca-Cola”, regardless of the decision by the 
Customs and Patent Appeals Court some years before that 
“Rock Spring Cola” is confusingly similar to “Coca- 
Cola”, then surely it should be clear to this Court, on the 
basis of the record, that the trade-mark “Breast-0’-Chick¬ 
en” should be registered under the terms of the 1946 Act, re¬ 
gardless of the registration for the expression “Chicken 
of the Sea” and the 1931 ruling by the Customs and Patent 
Appeals Court. 

It will be noted at this point that as to the ordinary 
meaning of the doctrine of res adjudicata, the Customs 
and Patent Appeals Court is an administrative agency, 
exercising an administrative function in the same manner 
as the Patent Office tribunals. Having limited jurisdiction, 
it cannot determine questions relating to the right to use 
a trade-mark, but only the right to register a mark under 
the controlling statute. It is well settled that decisions 
of the Customs and Patent Appeals Court, insofar as the 
use of a mark is concerned, are not res adjudicata. In 
Procter <& Gamble Compcmy v. J. L. Prescott Company , 
30 U.S.P.Q. 161 (D.C. N.J.), Judge Avis said: 

“All counsel agree that the proceeding in the Court of 
Customs and Patent Appeals is not binding on this 
Court: 

‘that the proceeding itself in respect to trade-mark 
registration can have absolutely no bearing at all 
other than what collateral effect it might have on 
the mind of the court in an equity proceeding for 
injunction, on the ground of trade-mark infringe¬ 
ment and unfair competition. They are two sepa¬ 
rate and distinct proceedings. It has no control. It 
may have an influence but does not control this 
court.’ 
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The Patent Appeals Court determines the correctness 
of the Commissioner’s ruling on registrability of the 
trade-mark, whereas the jurisdiction of the district and 
circuit courts involves the right to use.” 

In United Shoe Machinery Cory. v. Muther, 288 Fed. 283, 
285 (C.C.A. 1st, 1923), Judge Johnson, C.J., stated: 

‘‘It has been authoritatively settled that the decrees 
of the Court of Appeals are not final and conclusive; 
that they are rendered only upon the testimony which 
was taken in the Patent Office and are binding only on 
the Commissioner of Patents; that the court is only a 
part of the administrative machinery of the Patent 
Office and that it decides and hears administrative 
questions only. There are numerous decisions in sup¬ 
port of this, and the citation of Frasch v. Moore, 211 
U. S. 1, at page 9 (53 L. Ed. 65), 29 Sup. Ct. 6, 8, is 
sufficient. The court there says: 

‘In interference cases and in all others going up 
from the Commissioner to the Court of Appeals 
there is no final judgment in the cause, but one inter¬ 
locutory in its nature and binding only upon the 
Commissioner “to govern the further proceedings 
in the case.” ’ 

The decision of the Court of Appeals was not res ad- 
judicata and there was no error in denying the motion 
to dismiss.” 

See also Richard Heilman, Inc. v. Odkford & Fahnestock, 
54 Fed. (2d) 423; National Biscuit Co. v. Sheridan, 44 Fed. 
(2d) 987; B. F. Goodrich Co. v. Kenilworth Mfg. Co., Inc., 
40 Fed. (2d) 121,122; Loughran et al. v. Quaker City Choc¬ 
olate <& Confectionery Co., Inc., 296 Fed. 822; California 
Packing Corporation v. Tillman <fb Bendel, Inc., 5 Pat. Q. 
59, 40 F. (2d) 108; Kuhlke Mach. Co. v. Miller Rubber Co., 
8 Fed. (2d) 614, 616; Popular Mechanics Co. v. Fawcett 
Publications, Inc., 1 Fed. Supp. 292, 293; Emerson Electric 
Mfg. Co. v. Emerson Radio & Phonograph Corp., et al., 
24 F. S. 481, 39 Pat. Q. 253; and John Morrell <S> Co. v. 
Doyle, et al., 97 F. (2d) 232, 37 Pat. Q. 565. 
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Proceedings in the Patent Office are administrative only, 
and this is true with respect to the Customs and Patent 
Appeals Court, and it is settled that the decisions of that 
court are not res adjudicata in a court of general jurisdic¬ 
tion. This is particularly significant when the decision of the 
Customs and Patent Appeals Court, in this instance a 1931 
decision, is plainly erroneous. 

Authorities Relied Upon by Defendant are not Controlling. 

At the trial of this cause, counsel for the defendant relied 
solely on two decisions, namely Hemphill v. Coe, 74 App. 
D. C. 123 and Sinclair Refining Co. v. Coe, 79 U. S. App. 
D. C. 57. 

In Hemphill v. Coe, Mr. Justice Rutledge stated: 

“Under Section 4915, an appeal from a decision of 
the Patent Office (Board of Appeals) to the Court of 
Customs and Patent Appeals precludes later main¬ 
tenance of a bill in equity upon the same application. 
The remedies are alternative and mutually exclusive, 
though differing in that the equity suit affords an 
opportunity for introduction of new evidence which is 
lacking on the appeal The remedy elected is conclusive 
of the issues raised and of those which might have been 
raised. A party therefore by filing a second applica¬ 
tion cannot obtain a review of questions which were, 
or might have been, determined on a review relating 
to the first.” 

The decision in Sinclair Refining Co. v. Coe, relates to 
the same point. The District Court, plainly in error, 
accepted the view that these decisions are controlilng. 
Naturally, if an application for a patent is rejected on 
proper grounds, there is no merit to a second application 
covering the same subject matter, so the conclusion of the 
court in the above cases was correct, but the situation in 
the present case is distinctly different in every material 
aspect. Subsequent to the decision by the Customs and 
Patent Appeals Court in 1931, we have a decision by the 
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Ninth Circuit Court of Appeals of non-infringement, we 
have twenty years of uninterruped and extensive use of 
the trade-mark without the slightest question of any con¬ 
fusion in trade, and we have the new federal statute of 
1946 with express provisions that the mark may be reg¬ 
istered and that this Court may authorize registration of 
the mark. 

Record of Appellant Emphasizes Value of Trade-Mark 

Sought to be Registered. 

It is believed proper at this time to direct attention to 
the fact that at the trial of this cause evidence was offered 
for the purpose of indicating convincingly the value of the 
trade-mark of the appellant. 

A review of the record shows that the trade-mark 
“Breast-0’-Chicken” was adopted in 1926 by the West- 
gate Sea Products Co. and that the mark has been used 
continuously since that date. It was established that the 
trade-mark has been used extensively throughout the entire 
United States, and that canned fish having a value in excess 
of twenty-five million dollars has been sold under this trade¬ 
mark. 

It was established also that approximately two million 
dollars has been spent in advertising the trademark 
‘ ‘ Breast-0 ’-Chicken”, and that the brand has been na¬ 
tionally advertised in newspapers, magazines, outdoor 
advertising, recipe leaflets, transit advertising, by radio, 
motion pictures, and television, and various other advertis¬ 
ing media. 

The District Court questioned the materiality of evi¬ 
dence relating to use of the trade-mark, but since an action 
under R. S. 4915 is de novo, the appellant was clearly 
justified in submitting evidence showing the long and ex¬ 
tensive use of the trade-mark, not merely for the purpose 
of indicating to the Court the value of the mark, but also 
to stress the fact that this trade-mark has been used over 
such a long period of time without the slightest question of 
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any actual confusion in trade. It would seem almost redun¬ 
dant to point out that when there has been no actual con¬ 
fusion in the trade for more than a quarter of a century, 
then surely there is no likelihood of confusion present. 

In addition to the above, it is believed proper to direct 
attention also to the fact that exhibits Z-l and 2 were intro¬ 
duced to show the Court that on December 12, 1939 the 
Commissioner issued a certificate, No. 373,657, covering the 
trade-mark Chick-N-Like for canned tuna fish to Shield 
Foods, Inc., Buffalo, N. Y., and that on January 7,1947 the 
Commissioner issued a certificate, No. 426,636, covering the 
trade-mark “Spring Chicken” for codfish to Gorton-Pew 
Fisheries Company, Limited. The significance of this 
record, and it is decidedly important to the appellant, is 
that the Commissioner, of his own volition, failed to con¬ 
sistently follow the decision of the Customs and Patent 
Appeals Court in 1931, wherein the Court erroneously took 
the position that “ Breast-O’-Chicken” and “Chicken 
of the Sea” are likely to be confused. It is unthink¬ 
able that the Commissioner should now be heard in 
the same vein or permitted to rely on that ruling, when we 
have evidence before the Court that the Commissioner since 
that time concluded that both “Chicken-N-Like” and 
“Spring Chicken” are readily distinguishable from the 
term “Chicken of the Sea”. 

Appellant is Entitled to a Decree Authorizing Registration 
of the Trade-Mark “Breast-O’-Chicken”. 

On the basis of a consideration of the various points dis¬ 
cussed herein, it is undeniably clear that the position taken 
by the appellant is correct according to law. 

In the first place, we have decisions by District Judge 
Henning, by the Ninth Circuit Court of Appeals, and by Dis¬ 
trict Judge James that the trade-mark “Breast-O’- 
Chicken” is not confusingly similar to the notation, 
“Chicken of the Sea”. These decisions were prior to the 
ruling of the Customs and Patent Appeals Court in an 
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opposition proceeding that there is a likelihood of confu¬ 
sion between the marks, and this ruling was plainly 
erroneous. 

Subsequently, we have another decision by the Ninth Cir¬ 
cuit Court of Appeals that “ Breast-0 ’-Chicken” is not 
an infringement of “Chicken of the Sea”, which can 
mean only that the marks are not confusingly similar. 
Furthermore, we then have the Act of 1946, with Section 2 
providing that no trade-mark by which the goods of the 
applicant may be distinguished from the goods of others 
shall be refused registration, and providing further that 
when a court of competent jurisdiction has finally deter¬ 
mined that the marks are lawfully in use, registration 
should be granted. 

In connection with the question of registrability under 
the law, regardless of what action has been taken by the 
administrative agency in question, it seems entirely fitting 
to note the action of this court in Barron-Gray Packing 
Company v. Kingsland, 79 U.S.P.Q. 100, which was con¬ 
cluded by Hawaiian Pineapple Co., Ltd. v. Marzall, 85 
U.S.P.Q. 485. In that protracted proceeding the Commis¬ 
sioner decided in oppositions that the marks of the parties 
were likely to be confused, but the Court recognized, with¬ 
out difficulty, that the decisions by the Commissioner were 
completely unrealistic, and held that the Commissioner 
erroneously denied and refused to register the two marks 
of the plaintiff. The Court held further that the plaintiff 
was entitled, according to law, to a decree authorizing the 
Commissioner to issue certificates of registration. It is 
believed that the reasoning applied by the Court in that 
case to the question of registrability should be followed in 
this proceeding. 


CONCLUSION. 

The appellant submits that the judgment of the District 
Court was inadequate and erroneous and should be re¬ 
versed, and that the appellant is entitled, according to law, 
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to a decree authorizing the Commissioner of Patents to 
issue a certificate of registration covering the trade-mark 
“Breast-O’-Chicken” for canned tuna fish. 

Respectfully submitted, 

William G. MacKay, 

Fred Kunzel, 

Chas. R. Allen, 

Attorneys for Appellant. 

John F. Swain, 

Flehr & Swain, 

Of Counsel. 
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101 Filed Aug 16 1950 

William G. MacKay, Esq. 

Ill Sutter Street 

San Francisco 4, California 

Charles R. Allen, Esq. 

Washington Loan & Trust Bldg. 

Washington 4, D. C. 

Attorneys for Plaintiff 

UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Civil Action No. 3558-’50 

Westgate-Sun Harbor Company, San Diego, California, 

Plaintiff, 

vs. 

John A. Marzall, Commissioner of Patents, Defendant. 

Complaint 

Action under R. S. 4915 following refusal to register 
Plaintiff’s Trade-Mark. 

To the Honorable, the Judges of the District Court of the 
United States for the District of Columbia: 

The Plaintiff respectfully represents to this Honorable 
Court: 

1. This action arises under the Trade-Mark Laws of the 
United States, U. S. C. Title 15, Sec. 81 and following; and 
is brought under Section 4915 of the Revised Statutes, 
U. S. C. Title 35, Sec. 63. 

2. No appeal has been taken by, or is now pending on 
behalf of the Plaintiff in the United States Court of 
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Customs and Patent Appeals with respect to the question 
of registrability involved herein. 

102 3. That the Plaintiff, Westgate-Sun Harbor Com¬ 
pany, is a corporation organized under the laws of 

the State of California, and located and doing business in 
the City of San Diego, County of San Diego, and State of 
California. 

4. That the Defendant, John A. Marzall, is Commis¬ 
sioner of Patents of the United States, and officially 
located in the District of Columbia. 

5. That on January 5,1948, Plaintiff in due form of law, 
made application in the United States Patent Office for 
registration of its trade-mark Bkeast-0 ’-Chicken under 
the provisions of the Trade-Mark Act of July 5,1946, which 
application was designated by trade-mark Serial No. 
546,256. A specimen of Plaintiff’s trade-mark is hereto 
appended and marked for identification, Exhibit 1. 

6. That on June 29, 1949, the Primary Examiner finally 
and unjustly refused to grant the registration of Plaintiff’s 
trade-mark, application having been duly made, for the 
reasons more fully set forth in the record of Plaintiff’s 
trade-mark application in the United States Patent Office. 
A certified copy of the file of application Serial No. 546,256 
will be produced and filed herein. 

7. That on February 28, 1950, the Commissioner of 
Patents, acting through Jos. E. Daniels, Assistant Com¬ 
missioner, unjustly affirmed the final refusal of said regis¬ 
tration set forth in the preceding paragraph. 

8. That the Primary Examiner of Trade-Marks and the 
Commissioner of Patents refused to consider the effect of 
Section 2(d) of the Trade-Mark Act of 1946 (Sec. 1052 
U.S.C.A. Title 15), more particularly that the Commis¬ 
sioner may register trade-marks when a court has finally 
determined that such trade-marks are properly in use, and 
the Plaintiff relies upon the decisions of the United States 

Circuit Court of Appeals, Ninth Circuit, decided 

103 November 5, 1928, in Van Camp Sea Food Co., Inc. 


4 


v. Westgate Sea Products Co., 28 F. (2d) 957, and 
decided March 14, 1932, in Van Camp Sea Food Co., Inc. 
v. Cohn-Hopkins, Westgate Sea Products Company, 
Western Lithograph Company, Stewart Curtis Packers, 
Inc. (Alexander B. Stewart Organizations) and Halfhill 
Packing Corporation, 56 F. (2d) 797, 12 U.S.P.Q. 487, 
wherein the court held that the Plaintiff’s trade-mark 
Breast-0’-Chicken is not confusingly similar to the mark 
Chicken Of The Sea, which is covered in registration 
97,192, relied upon by the Commissioner of Patents and the 
Primary Examiner. 

9. That the Trade-Mark Act of July 5, 1946 expressly 
provides for the registration of trade-marks, which could 
not have been deemed registrable under the narrow terms 
of the Trade-Mark Act of February 20, 1905, as amended, 
and that this Plaintiff is entitled to the full benefit of Sec¬ 
tion 2(d) of the Act of July 5,1946, and to any and all other 
provisions of the Act, which this court may deem to be 
controlling. 

10. That the said trade-mark Breast-0’-Chicken and 
application Serial No. 546,256 were duly and properly 
assigned on January 4, 1950 from Westgate Sea Products 
Co., a corporation organized under the laws of the State 
of California, and located and doing business in the City 
of San Diego, County of San Diego, and State of Cali¬ 
fornia, to the Plaintiff, Westgate-Sun Harbor Company, 
which assignment was duly recorded on January 9, 1950 
in Liber Q 222, pages 623-624 of the assignment records 
in the United States Patent Office, and that the Plaintiff 
is the present owner and user of the trade-mark and is en¬ 
titled to register this trade-mark, as aforesaid. 

Wherefore, the Plaintiff prays that this Honorable 
Court adjudge that the Plaintiff is entitled to register its 
trademark Breast-0’-Chicken in the United States Patent 
Office, and that the court authorize the Defendant to 
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104 issue a certificate of registration to the Plaintiff, 
subject to publication of the trade-mark for the 
statutory period, as required by the Trade-Mark Act. 

William Gr. MacKay 
Charles R. Allen 
Attorneys for Plaintiff 
Washington Loan & Trust Bldg. 
Washington 4, D. C. 

Flehr & Swain 
John F. Swain 
Of Counsel 
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106 Filed Aug 26 1950 

Answer to the Complaint 

To the Honorable the Judges of the United States District 
Court for the District of Columbia. 

1, 2, 3, 4, 5. Defendant admits the allegations of para¬ 
graphs 1 to 5, inclusive, of the complaint. 

6, 7. He denies that the actions of the Primary 
Examiner and the Assistant Commissioner were unjust as 
alleged in paragraphs 6 and 7. He admits the remaining 
allegations of those paragraphs. 

8. He denies that the Primary Examiner or the Com¬ 
missioner refused to consider the effect of Section 2(d) of 
the Trade-Mark Act of 1946 as alleged in paragraph 8. He 
admits that the plaintiff relies upon the decisions cited 

in paragraph 8. He denies that such decisions or 

107 any of them are sufficient to entitle the plaintiff to 
the registration sought in this action. 

9. He admits that the Trade-Mark Act of July 5, 1946 
provides for the registration of certain marks not regis¬ 
trable under the Act of 1905. He admits that the plaintiff 
is entitled to the benefit of all sections of the Act of July 5, 
1946 which are pertinent to the situation here involved. 
He denies that any provision of the Act of 1946 entitles the 
plaintiff to the registration sought here. 

10. He admits that all rights, if any, of the Westgate Sea 
Products Company in the trade-mark here involved were 
assigned to the plaintiff, and that the assignment was 
recorded as alleged. He denies that the plaintiff is the 
owner of the trade-mark here involved or that he is en¬ 
titled to the registration thereof. 

Further Answering, the defendant states that the 
plaintiff is not entitled to the registration of the trade¬ 
mark here involved in view of the prior registration cited 
in the examiner’s statement in answer to plaintiff’s appeal, 
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and for the reasons given in the said statement and in the 
decision of the Assistant Commissioner. Profert of copies 
of the said registration, statement and decision is hereby- 
made. 

Respectfully submitted, 

E. L. Reynolds 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 

August 25, 1950 


110 Filed Apr 5 1951 

Notice of Motion to Amend 

Now comes the Plaintiff by its attorneys and hereby 
gives notice that it is filing a Motion to Amend its Com¬ 
plaint. 

Copy of the Motion to Amend, copy of the Amendment 
and copy of the unsigned Order is attached hereto. 

William G. MacKay 
Chas. R. Allen 


111 Filed Apr 5 1951 

Amendment to Complaint 

Pursuant to order of Court made herein, the Plaintiff 
hereby amends the complaint by striking out paragraph 9 
and substituting therefor the following: 

9. That the Trade-Mark Act of July 5, 1946 expressly 
provides for the registration of trade-marks, which could 
not have been deemed registrable under the narrow terms 
of the Trade-Mark Act of February 20, 1905, as amended, 
and that this Plaintiff is entitled to the full benefit of Sec¬ 
tion 2(d) and Section 2(f) of the Act of July 5,1946, and to 
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any and all other provisions of the Act, which this court 
may deem to be controlling. 

William G. MacKay 
Charles R. Allen 
Attorneys for Plaintiff 


112 Filed Apr 6 1951 

Order 

Upon consideration of the motion of the Plaintiff herein 
to amend its complaint in paragraph 9 thereof, it is hereby 
ordered that said motion be granted, and that said com¬ 
plaint may be thus amended without being rewritten in full. 

Dated: April 6,1951. 

Charles F. McLaughlin 

United States District Judge 


113 Filed Apr 10 1951 

Notice of Depositions 

Commissoner of Patents 
E. L. Reynolds, Solicitor 
United States Patent Office 
Washington 25, D.C. 

Please take notice that the complainant herein will take 
the testimony of Carl Edwards, San Diego, California and 
Norman Barnes, San Diego, California, before a Notary 
Public authorized to administer oaths and take depositions, 
at the office of Luce, Forward, Kunzel & Scripps, Suite 
1220, San Diego Trust & Savings Building, San Diego, 
California, at 10:30 a.m., on Monday, the 23rd day of April, 
1951, and will take the testimony of K. W. Camplin, 
Buffalo, New York, before a Notary Public authorized to 
administer oaths and take depositions, at the office of 
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Harter & Schork, Suite 444, Prudential Building, Buffalo, 
New York, at 2:00 p.m., on Thursday, May 3, 1951, 
114 and will take the testimony of John J. Burns, 
Gloucester, Massachusetts, and Eben C. Carroll, Jr., 
Gloucester, Massachusetts, at the offices of Gorton-Pew 
Fisheries Company, Ltd., 327 Main Street, Gloucester, 
Massachusetts, at 10:30 a.m., on Tuesday, May 8,1951, and 
thereafter from day to day as the taking of the depositions 
may be adjourned and such testimony will be so taken in 
accordance with the Rules of Civil Procedure for the Dis¬ 
trict Courts of the United States. 

William G. MacKay 
Chas. R. Allen 
Attorneys for Plaintiff 

Flehr & Swain 
John F. Swain 
Of Counsel 


152 Filed Jun 28 1951 

Informal Memorandum 

I am in complete agreement with the views announced by 
the Assistant Commissioner of Patents in his decision of 
February 28, 1950. 

Furthermore I am fully in accord with the Solicitor of 
the United States Patent Office in his contention that the 
decision of the Court of Customs and Patent Appeals in 
Van Camp Seafood Co., Inc. v. Westgate Sea Products Co., 
18 C.C.P.A. 1311, 48 Fed. (2d) 950 is res judicata as to the 
issue of confusing similarity of the marks in question, 
under the rule set forth by the United States Court of 
Appeals for the District of Columbia in Hemphill v. Coe, 
74 App. D.C. 123 and Sinclair Refining Co. v. Coe, 79 U.S. 
App. D.C. 57 and that, therefore, plaintiff is foreclosed as 
to the presentation of evidence on that issue. At the trial 
evidence on the issue of confusing similarity was admitted 
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by the court, subject to a motion to strike, in the event that 
the court should conclude that defendant’s contention of 
res judicata has support in law. The defendant now moves 
to strike such evidence from the record. That motion is 
sustained. 

The Solicitor for the Patent Office will submit for settle¬ 
ment findings of fact and conclusions of law consistent 
herewith and a judgment form dismissing the complaint. 

F. Dickinson Letts, 
Judge 


153 Filed Oct 16 1951 

Findings of Fact 

1. This is an action under the provisions of section 21 of 
the Trade-Mark Act of 1946 (U.S.C., title 15, section 1071) 
and section 4915 of the Revised Statutes (U.S.C., title 35, 
section 63) in which the plaintiff, Westgate-Sun Harbor 
Company, assignee of the Westgate Sea Products Com¬ 
pany, sought to have the Court authorize the grant of a 
certificate of registration for the trade-mark Breast-O- 
Chicken for canned tuna fish, under the terms of the Act of 
1946, and based upon application No. 546,256, filed January 
5, 1948. 

2. On May 19, 1914, trade-mark registration No. 97,192 
was granted to White Star Canning Company of Los 
Angeles, Calif, for the mark Chicken of the Sea, applied 
to tuna fish. This registration was renewed to Van Camp 
Sea Food Co. Inc. and is still in force. 

3. In a decision rendered April 29, 1931 and reported in 

48 F. 2d 950 and 18 CCPA 1311, in appeal from the 

154 Patent Office in an opposition proceeding involving 
the present plaintiff and the Van Camp Sea Food 

Co. Inc., the United States Court of Customs and Patent 
Appeals held the trade-mark Breast-0’-Chicken to fie con- 
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fusingly similar to the trade-mark “Chicken of the Sea”, 
which had been registered in 1914 for nse on tuna fish and 
which had been continuously used since that date by the 
Van Camp Sea Food Co. Inc. and its predecessor. That 
case involved the right to registration under the trade¬ 
mark act of 1905. 

4. The appeal in the case referred to in the preceding 
paragraph was filed by Van Camp Sea Food Co. Inc. but, 
in accordance with the provisions of R. S. 4911 (U.S.C., 
title 35, section 59a) the present plaintiff might, if it so 
desired, have elected to have all further proceedings con¬ 
ducted under R. S. 4915 (U.S.C., title 35, section 63), in¬ 
stead of in the Court of Customs and Patent Appeals. 

5. The Circuit Court of Appeals, 9th Circuit in Van 
Camp Sea Food Co. Inc. v. Westgate Sea Products Inc., 
28 F. 2d 957 and Van Camp Sea Food Co. Inc. v. Cohn- 
Hopkins et al, 56 F. 2d 797 held that the Van Camp Com¬ 
pany could not, on the basis of its ownership of the mark 
Chicken of the Sea, enjoin the use of the mark Breast-CP- 
Chicken. Those decisions, however, did not hold that the 

two marks were not confusingly similar. 

155 6. The mark Breast-0’-Chicken so nearly re¬ 

sembles the registered mark Chicken of the Sea as 
to be likely, when applied to the goods of the plaintiff, to 
cause confusion or mistake or to deceive purchasers. 

Conclusions of Law 

1. So far as the present case is concerned, the prohibi¬ 
tion of section 2(d) of the 1946 Trade-Mark Act against 
the registration of a mark which “so resembles a mark 
registered in the Patent Office or a mark or trade name 
previously used in the United States by another and not 
abandoned, as to be likely, when applied to the goods of the 
applicant, to cause confusion or mistake or to deceive 
purchasers” is identical in effect with the prohibition of 
section 5 of the 1905 Trade-Mark Act against registration 
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of marks which “so nearly resemble a registered or known 
trade-mark owned and in use by another and appropriated 
to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers”. 

2. If the similarity between the marks Breast-0’-Chicken 
and Chicken of the Sea was such as to render the former 
unregistrable in view of the latter under the 1905 Trade- 
Mark Act, then such similarity necessarily has the same 
effect under the 1946 Trade-Mark Act. 

3. In view of the decisions of the Court of Customs and 

Patent Appeals in Van Camp Sea Food Co. Inc. 48 
156 F. 2d 950 and of the Court of Appeals for the Dis¬ 
trict of Columbia in Hemphill v. Coe, 74 App. D. C. 
123, the issue of confusing similarity of the marks Breast- 
0 ’-Chicken and Chicken of the Sea is res judicata against 
the plaintiff, and cannot be relitigated in this action. 
Evidence on that issue is therefore inadmissible in this 
case. 

4. The plaintiff cannot be accorded a registration of 
Breast-0’-Chicken concurrent with that of Chicken of the 
Sea under section 2(d) of the 1946 Act since the two marks 
were not in concurrent use prior to the filing date of the. 
application for registration of the latter mark, and for the 
further reason that concurrent use of the two marks would 
be likely to result in confusion. 

5. Plaintiff is not entitled to registration of the trade¬ 
mark here involved. 

6. The complaint should be dismissed. 

F. Dickenson Letts 
Judge. 
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157 Filed Oct 16 1951 

Judgment 

This action came on to be heard at this term and there¬ 
upon upon consideration thereof, it is this 16th day of 
October, 1951. 

Adjudged that the complaint be and it is hereby dis¬ 
missed, with costs against the plaintiff. 

F. Dickinson Letts 
Judge. 


158 Filed Nov 15 1951 

Notice of Appeal 

Notice is hereby given this 15th day of November, 1951, 
that West-Gate Sun Harbor Company, Plaintiff hereby 
appeals to the United States Court of Appeals for the Dis¬ 
trict of Columbia from the judgment of this Court entered 
on the 16th day of October, 1951 in favor of Defendant, 
dismissing Complaint against said West-Gate Sun Harbor 
Company, Plaintiff. 

Fred Kunzel 
William G. MacKay 
Chas. R. Allen 
Attorney for 

West-Gate Sun Harbor Company 
Plaintiff 

624 W. L. & T. Bldg. 
Washington 4, D. C. 

Of Counsel: 

John F. Swain 
Flehr & Swain 

#•••••*••• 
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n. 

EXCERPTS FROM TESTIMONY AND PROCEEDINGS 

1 Filed Jun 14 1951 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Civil Action No. 3558-50. 

Westgate-Sun Harbor Company, Plaintiff, 


v. 

John A. Marzall, Commissioner of Patents, Defendant. 

Washington, D. C., 
Thursday, May 24,1951. 

The above-entitled cause came on for trial before Hon¬ 
orable F. Dickinson Letts, United States District Judge, at 
3 o’clock p. m. 


3 PROCEEDINGS 

The Deputy Clerk. Westgate-Sun Harbor Company 
versus John A. Marzall, Commissioner of Patents. 

Civil action No. 3558-50. 

The Court. Mr. Allen. 

Mr. Allen. If your Honor please, Mr. MacKay will con¬ 
duct the case. He is also a member of the Bar here. 

The Court. Oh, yes. Mr. MacKay, you may proceed. 

Mr. MacKay. I would like to introduce to you, your 
Honor, Mr. Fred Kunzel of San Diego, California and move 
his admission in this proceeding. He is a member of the 
Bar of the State of California and the Federal Courts in 
the Ninth District. 

The Court. Very well. Mr. Kunzel will be received for 
the purposes of this case. 

The Court. Mr. MacKay. 
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Opening Statement on Behalf of the Plaintiff 

Mr. MacKay. If the Court please, this is a proceedings 
under the revised statute 4915 instituted by the Westgate- 
Sun Harbor Company, a California corporation engaged in 
the business of canning tuna fish, and for the purpose of 
seeking registration under the present 1946 Trade-Mark 
Act of the mark Breast-0’-Chicken for canned tuna fish. It 
is a very interesting and unusual situation, and I would like 
to dwell for a few moments on the background in order that 
the Court may have a better idea as to just why we are 
here. 

4 In 1927 there was a suit filed in California in the 

District Court by the Van Camp Sea Food Company, 
a concern using “Chicken of the Sea” as a brand for tuna 
fish. 

District Court Judge Henning dismissed that case on a 
motion. It was appealed and the Ninth Circuit Court in 
1928 affirmed Judge Henning, and, incidentally, Judge Deit- 
rich said in that case that no amount of evidence would 
change his opinion that Breast-0’-Chicken was not an in¬ 
fringement of Chicken of the Sea. 

The Westgate Sea Products Company, the predecessor in 
interest of the plaintiff here, filed an application for regis¬ 
tration of the mark under the 1905 law. The trade-mark 
examiner in the Patent Office did not consider the Chicken 
of the Sea registration as being a reference and passed the 
application for Breast-0’-Chicken to publication in the 
usual way. 

When it was published, Van Camp Sea Food Company 
filed an opposition. 

The examiner of trade-mark interference in the Patent 
Office, having in mind among other things the decisions in 
the first suit in California which he considered persuasive, 
dismissed the opposition and decided in favor of Westgate 
that Breast-0’-Chicken was a registered mark. 

Van Camp appealed, and the Commissioner of Patents at 
that time, in 1930, acting through the Assistant Commis- 
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5 sioner Kinnan, affirmed the ruling by the Examiner 
of Trade-Mark interferences and he took the position 

that the decision in the Ninth Circuit was controlling on 
him; there was no question of a likelihood of confusion. He 
agreed that the mark was registrable. 

But the Van Camp Sea Food Company filed an appeal to 
the Court of Customs and Patent Appeals and that court 
entertained some doubts and reversed the Commissioner on 
the proposition that, regardless of what the Ninth Circuit 
had said, there was some likelihood of confusion within a 
proper interpretation of section 5 of the 1950 act, which 
speaks of likelihood of confusion. 

There was a second suit filed in California by Van Camp 
on the same proposition, that the marks might be con¬ 
fused. 

In the second case, the District Court Judge James had 
no difficulty whatever in following the course of the earlier 
decision of the Ninth Circuit. Judge James took the posi¬ 
tion that Chicken of the Sea was a descriptive term and 
there was no infringement whatever. 

Van Camp appealed again to the Ninth Circuit and, on 
March 14, 1932, almost two years after the ruling by the 
Customs and Patent Appeals Court, the Ninth Circuit held 
again, speaking through Judge Wilbur, that there was no 
infringement present, and naturally since that time the 
Westgate Sea Food Company has used the Breast- 

6 0’-Chicken brand very extensively; they have built 
up a very extensive good will, so that the mark has a 

very great value to them. 

When the new trade-mark law was enacted on July 5, 
1946, it contained a great many what we might call broad 
provisions; the idea being primarily to encourage the reg¬ 
istration of trade-marks. And one of the provisions in the 
new Act gives specifically to a court the right to determine 
whether or not the Commissioner should register a mark if 
there is any question in his mind. 
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In view of the importance of the brand, application was 
filed under the 1946 Act, for registration, I may say, on the 
principal register of that Act. The only reason for a re¬ 
fusal was that the trade-mark examiner himself felt that 
he was bound by the ruling of the Customs and Patent Ap¬ 
peals Court. 

An appeal was taken to the Commissioner and the Com¬ 
missioner of Patents, speaking through the Assistant Com¬ 
missioner Daniels, took the view that while there was no 
technical res adjudicata, because of the ruling by the Cus¬ 
toms and Patent Appeals Court, that he felt inclined to re¬ 
gard their 1931 ruling as being persuasive on him. In other 
words, he didn’t want to take the responsibility, I feel, of 
saying something different. But he did suggest that if the 
conditions had changed, there -were intervening conditions, 
the picture might be different. 

7 Well, ordinarily in these cases an applicant may go 

to the Customs and Patent Appeals Court, but if that 
is done there is no way of presenting any evidence in ex 
parte appeal of this kind to show that the conditions have 
changed, and that being so we are here today before your 
Honor. 

Aside from the fact that there is a provision in the 1946 
Act that we regard as important to us, and I refer to Sec¬ 
tion 2 -which speaks of the concurrent use of trade marks of 
one kind or another, we have a situation here in which since 
1932 when the Ninth Circuit Court decided in this plaintiff’s 
favor, we have a continuous use of that trade-mark, Breast- 
O’-Chicken, in fact an ever-increasing use, I may say, 
throughout the United States. The brand has been very 
well advertised. It is known in the trade throughout the 
country, and there has never been any question of con¬ 
fusion since that time, and we feel that on the basis of that 
set of facts, your Honor will be persuaded to assist this 
applicant. 

There has been no confusion since 1932, and, as we inter¬ 
pret the so-called Lanham Act—and I refer again to Section 
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2—which states particularly that if there has been a final 
judicial determination, a Court may permit or order or di¬ 
rect registration of a trade-mark. 

An d that is the situation we find ourselves in. We have 
the final determination by the Ninth Circuit Court of Ap¬ 
peals and that is the last judicial determination on 

8 the question of a proper use in commerce of this 
particular trade-mark. 

I may say in that case that certiorari was denied, so there 
could be no further action taken by Van Camp in connec¬ 
tion with that proceeding. 

So we have to present to this Court a situation in which 
the law states specifically that if there has been a final ju¬ 
dicial determination permitting the use of a trade-mark in 
commerce, in other words, a proper lawful use which is 
sometimes designated as concurrent—that word is used 
rather freely at the moment—we have following that almost 
twenty years of national use of this brand without the 
slightest question of any confusion, and we feel on the 
basis of these facts that this Court will want to help this 
particular plaintiff to register a brand of very great value 
to them. 

The Court. Thank you, Mr. MacKay. 

Mr. Schimmel. 

Opening Statement on Behalf of the Defendant 

Mr. Schimmel. In this case, your Honor, I believe the de¬ 
cision of the Commissioner, which is Item D in the folder 
before your Honor on your desk, sets forth very clearly and 
very nicely the issues that are presented by this case. 

As plaintiff’s counsel has indicated, they rely on the fact 
that the Circuit Court of Appeals for the Ninth Circuit has 
held that there is no infringement of the Chicken of the 
Sea trade-mark by Breast-0’-Chicken, and they ad- 

9 vanced that contention before the Commissioner that 
that decision was controlling on the question of 
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whether they had a right to register this mark under the 
Trade-Mark Act of 1946. 

Now, if your Honor will turn to page 3 of that decision, 
I would like to point out the position taken by the Office at 
the bottom of the page, the paragraph beginning “It is the 
applicant’s contention”— 

The Court. Wait. I don’t believe I have found it. 

Mr. Schimmel. Page 3, Item D, of the folder, the bottom 
of the page. 

“It is the applicant’s contention that there is conflict be¬ 
tween the decision of the Court of Customs and Patent Ap¬ 
peals and those of the Circuit Court of Appeals above re¬ 
ferred to and that the examiner should have followed the 
later decision of the Circuit Court of Appeals. If there 
were conflict between these decisions, it would in my opin¬ 
ion be necessary to follow that of the Court of Customs and 
Patent Appeals.” 

Now, plaintiff’s counsel intimated that the Commissioner 
felt that he couldn’t make up his mind which Court to fol¬ 
low. I think it clearly is here that he says he is bound by 
the decision of the Court of Customs and Patent Appeals. 

The Court. Why did he think that ? 

Mr. Schimmel. The Court of Customs and Patent Ap¬ 
peals, as an appellant tribunal from the Patent Office, 
10 is controlling. The statute says that the proceedings 
shall be in accordance with this opinion. 

Section 49— 

The Court. However, the Circuit Court of Appeals for 
the Ninth Circuit is a constitutional court. 

Mr. Schimmel. Yes, I agree. 

In the decision further the decision points out why the 
Commissioner said that, if your Honor will just follow me 
a little further. 

It says “that decision passed directly on the statutory 
question of the right of registration, and the likelihood of 
confusion between the marks here involved which were not 
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considered nor referred to by tbe Circuit Court of Ap¬ 
peals.” 

In other words, so far as an applicant’s right to regis¬ 
tration is concerned, he must comply with the statute. He 
must come within the terms of the statute. 

The decisions of the Circuit Court of Appeals are not 
concerned with that question at all. They were not con¬ 
cerned with the statutory right of registration; they were 
just concerned with the right of whether or not each of 
these parties could use the marks that they were using, and 
that is the basis of this decision. 

We have here an applicant who comes to the Patent Office 
and requests a registration based on the right presumably 
given him by the statute. 

11 There were certain limitations placed upon that 
right, quite within the terms of the statute, and he 
must come within the terms of that statute or be refused 
title to his registration. 

The Court. Then it is your position that the decisions of 
these two Courts were upon different issues. 

Mr. Schimmel. Different issues entirely. 

The Court. And related to different rights. 

Mr. Schimmel. Different rights. That is the position the 
Commissioner has taken in this case, and that is the position 
I am urging before your Honor, and that with respect to the 
decision of the Court of Customs and Patent Appeals, which 
was concerned with the right of registration of the mark 
Breast-0’-Chicken, that decision, I will contend, is res judi¬ 
cata in this case, because once having decided—that issue 
having been decided on identical marks, an applicant cannot 
in a second proceeding raise the same issue. 

It has been finally adjudicated both as far as the Patent 
Office is concerned, and I contend as far as this Court is 
concerned, under the authority of the Court of Appeals in 
Hemphill v. Coe, 74 Appeals D. C. 123, where we had what, 
to us, this identical situation in a patent case in which the 
first application was rejected by the Patent Office on the 
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ground that it was inoperable, and the decision of the 
Board of Appeals of the Patent Office was appealed 

12 to the Court of Customs and Patent Appeals, and 
the Court sustained that rejection. 

A second application was filed, and the issue of inopera¬ 
bility was argued in the second application. It was re¬ 
jected. The second application was rejected on res judicata, 
finally, by the Board of Appeals of the Patent Office, and 
then a proceeding under 4915 was filed in the District Court, 
and the Court of Appeals held that the first decision on the 
question of inoperability was res judicata as to the second 
case, and that the decision in the first case was final as to 
whether or not the device shown was operable or inoper¬ 
able. 

We contend here that the issue in the first case was as to 
whether or not there was confusing similarity between 
Chicken of the Sea on the one hand, and Breast-0 ’-Chicken 
on the other. That issue is the same issue that we have in 
this case, and since the Court of Customs and Patent Ap¬ 
peals has decided that issue adversely to the Breast-0’- 
Chicken mark, we contend that that is controlling in this 
case. It is res judicata as far as the question of confusing 
similarity is concerned. 

It is true that the first case was filed under the Trade- 
Mark Act of 1905. This case was filed under the Trade- 
Mark Act of 1946. But it is our contention that both trade¬ 
mark acts were concerned directly with the same is- 

13 sue and they denied registration to any mark which 
was likely to confuse the public and which would be 

confusingly similar to a prior registration. 

The language of the two statutes in connection with the 
confusing similarity prohibition is substantially identical, 
and we contend that the mere fact that this application was 
filed under the Trade-Mark Act of ’46 does not take it out 
of the rule of the Hemphill v. Coe case. 

Now, that is the issue that has been presented— 




The Court. Now, let me see. Mr. MacKay thinks the Act 
of 1946 opened the door of this Court. 

Now, what difference do you see between the two Acts? 

Mr. Schimmel. If your Honor will turn to the Commis¬ 
sioner’s decision, I think that is fairly well and very nicely 
considered on page 76 of that decision, beginning with the 
paragraph “In view of the foregoing”—that is the con¬ 
tention raised before the Commissioner also, that the 
Trade-Mark Act in 1946, in Section 2-D created rights 
which were not present in the Trade-Mark Act of 1905— 
the Commissioner says: “In view of the foregoing, I can 
find no basis for the applicant’s contention that the decision 
of the Circuit Court of Appeals overruled or in any way 
questioned the holding of the Court of Customs and Patent 
Appeals and to confusing similarity of the marks here in¬ 
volved. 

The question before the Court of Customs and 
14 Patent Appeals arose under the Trade-Mark Act of 
1905 while the present application is under the Act 
of 1946. The pertinent provisions of Section 5 of the Trade- 
Mark Act of 1905, and Section 2-D of the Trade-Mark Act 
of 1946 appear to be in effect the same so far as they apply 
to a case such as this where the goods of the parties are 
identical. Section D-2 requires refusal of the registration 
of a mark “which consists of or comprises a mark which 
so resembles a mark registered in the Patent Office as to be 
likely when applied to the goods of the applicant, to cause 
confusion or mistake or deceive purchasers.” 

“The corresponding section of the provisions of Section 
5 of the Trade-Mark Act of 1905 refers to “trade-marks 
which so nearly resemble a registered or known trade-mark 
appropriated to merchandise of the same descriptive prop¬ 
erties as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers.” 

“Accordingly, as applied to identical products, the 
Trade-Mark Act of 1946 requires refusal of registration of 
a mark confusingly similar to that of a prior registration, 



and the first decision of the Court of Customs and Patent 
Appeals above referred to, specifically found that to be the 
case as to the mark here involved.” 

The holding is that insofar as the statutory provision is 
concerned, the two are substantially or essentially 

15 identical on the question of confusing similarity, and 
in both Trade-Mark Acts these cast the duty on the 

Commissioner to refuse registration to any mark that was 
confusingly similar to a prior registration. 

Now, that is the contention we are making here. 

The Court. Mr. Schimmel, why didn’t you raise that issue 
by a motion to dismiss rather than by an answer on the 
merits? 

Mr. Schimmel. Unfortunately, I cannot answer that ques¬ 
tion, your Honor, because I came into this case rather late, 
and I do not know why it wasn’t raised. 

The question arose in my mind, too, when I saw the case, 
but it was not done, and I don’t know why. 

The Court. Yes. Gentlemen, I think that will be all for 
today. I have personal considerations. 

Mr. MacKay. Your Honor, we have an unusual situa¬ 
tion here. I would like your indulgence for just a few mo¬ 
ments. We have some businessmen here from Baltimore, 
and they are here as a matter of courtesy, as witnesses. 
One is a food broker and the other is a wholesale grocer 
and the third is a retailer and they have been sitting out in 
the hall very impatiently, I had better say, for the best part 
of the day and they are away from their business, and we 
were just wondering—we have a court reporter here, and if 
it was agreeable to counsel for the Commissioner and to 
this Court, if when you conclude, we could take their 

16 depositions so that they would not have to come back 
from their businesses. 

The Court. If that is agreeable to Mr. Schimmel. 

Mr. Schimmel. That is agreeable, subject to objections I 
may wish to raise as to competency, materiality, or irrele¬ 
vancy. 
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The Court. Then I may do that. 

Mr. MacKay. Give their names. 

Mr. Allen. Mr. Fine, Mr. Winter, Mr. Thomas, and Mr. 
Lane. Four of those witnesses. 

You may see them, so you will know these are the gentle¬ 
men. 

The Court. Very well. I imagine you can make a con¬ 
tract with the reporter here. 

Mr. Allen. Yes. 

The Court. Very well, then, gentlemen. I must announce 
that I have special work for 10:00 o ’clock tomorrow, which 
is a special assignment. I hope to be through with that 
wdthin an hour, so I will ask you to be back at 11:00 o’clock, 
please. 

Mr. Allen. Thank you. 

The Court. The Clerk tells me that that assignment is for 
11:30, so you may be back at 10 :00. 

Good night. 

(Whereupon at 3:20 o’clock p. m. an adjournment was 
taken until tomorrow, Friday, May 25,1951, at 10HX) o’clock 
a. m.) 


18 Mr. MacKay. May it please the Court we would 
like to file at this time a trial brief setting forth the 
plaintiff’s position, and together with a certified copy of the 
opinion, the findings and conclusions and the decrees in the 
second Westgate-Van Camp suit, because there is very full 
discussion in those papers, and they are not recorded. We 
think they will be helpful to the Court. 

Mr. Schimmel. I presume under the circumstances I will 
have an opportunity to reply to the brief. 

Of course, this is the first time I have heard of any brief. 

The Court. Yes. I will afford that opportunity. 

Mr. MacKay. I would like to offer in evidence at this 
time, your Honor, a certified copy of the file wrapper and 
contents in connection with the application serial number 
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456456, with which we are concerned here, and ask that this 
be marked as Plaintiff’s Exhibit X. 

The Court. Mr. Schimmel? 

Mr. Schimmel. No objection. 

The Court. It will be received. 

(Certified copy referred to was marked Plaintiff’s Ex¬ 
hibit X and received in evidence.) 

Mr. MacKay. Your Honor, in connection with this 

19 proceeding, depositions were taken on behalf of the 
plaintiff in San Diego, California. Those depositions 

relating to the use and advertising of the mark. And, in 
addition, depositions were taken in Buffalo and in Grloces- 
ter, Massachusetts, relating to the use of the mark “Chick- 
N-Like” and “Spring Chicken”. And yesterday we took 
the depositions here after the Court adjourned of these 
gentlemen from Baltimore. 

Would your Honor prefer to have the depositions read? 
The Court. Yes. 

Mr. MacKay. Well, we have two witnesses here from 
California and we would prefer to put them on the stand 
now and read the depositions later. 

The Court. I see no objection. 

Mr. Schimmel. I have no objection. 

The Court. You may proceed. 

Thereupon James B. Lane was called as a witness for 
and on behalf of the plaintiff and, having been duly sworn, 
was examined and testified as follows: 

Direct Examination 

By Mr. MacKay. 

Q. Will you state your name, please? A. James B. 
Lane. 

20 Q. Your address? A. 2329 San Juan Road, San 
Diego, California. 

Q. What is your occupation? A. I am Vice President in 
charge of sales of Westgate-Sun Harbor Company. 


29 


Q. How long have you held that position? A. Since 
January 1,1950. 

Q. Prior to that time what was your occupation? A. I 
was Vice President in charge of sales of the Westgate Sea 
Products Company. 

Q. How long did you hold that position? A. Since No¬ 
vember, 1946. 

Q. Were you employed by the company prior to that 
time? A. I was. 

Q. In what capacity? A. Sales manager. 

Q. How long were you sales manager? A. Since October 
19,1945. 

Q. During the time that you were sales manager and Vice 
President in charge of sales for Westgate, were you fa¬ 
miliar with the development and sale of canned fish under 
the Breast-0’-Chicken brand? A. I was. 

Q. Will you explain generally the method of sale? A. At 
that time we sold—well, and at the present time we sell 
Breast-0’-Chicken brand tuna through brokers. 
21 These sales are made in various cities throughout 
the United States, and the brokers handle the sales 
in the various cities. 

Q. Mr. Lane, referring to the tabulation that I have 
handed you, which has been offered as Exhibit Number 13 
in the deposition of Carl Edwards, which indicates that 
there has been expended somewhat over $96,000 in 1946, 
$114,000 in 1947, and $124,000 in 1948, and $227,000 in 1949. 
In addition to the amounts shown as expenditures for ad¬ 
vertising, were other monies spent for that purpose? A. 
Yes, there was. 

Q. Will you explain your answer? A. Well, in 1947, I 
believe, either late ’46 or early ’47, we made a movie show¬ 
ing Breast-0’-Chicken brand tuna, and we sent that 
throughout the United States at considerable expense. 
Then, in the middle of 1948 we started cooperative adver¬ 
tising throughout the United States. 




\ 


30 

Q. What is the meaning of “cooperative advertising”! 
A. "Well, cooperative advertising is usually on a per case 
basis, paying on a per case basis for advertising by whole¬ 
salers or retailers, and also you purchase ads in their larger 
food ads. 

Q. Will you tell the Court approximately how much 
money was spent by Westgate for cooperative advertising 
during the years from 1946 to 1949 inclusive! 

22 A. Well, 1949 and 1947 we didn’t spend any because 
there was a shortage of tuna at that time, but I think 

from about the middle of 1948 to the end of ’48 we spent, I 
would say, somewhere near $50,000, and in 1949 we prob¬ 
ably spent about $100,000. 

Do you want it through 1950 too! A. No, that is all 
right. 

Is my understanding correct that this type of advertis¬ 
ing is done by a wholesaler or a retailer! A. Yes. 

Q. In cooperation with you! A. Yes, it is. 

Q. Do you know of your own knowledge that the adver¬ 
tising allowances given to the various wholesalers and re¬ 
tailers throughout the United States has been used for ad¬ 
vertising purposes! A. Yes, because we do not pay on this 
cooperative advertising unless we get proof of advertising 
from a retailer or wholesaler. 

Q. What form of proof! A. They usually send in a tear 
sheet showing the ad that was run, and giving or rendering 
us an invoice for payment. 

Q. In addition to the amounts shown for advertising in 
the Exhibit which you have, and the amounts that 

23 you have mentioned in connection with the movie 
and cooperative advertising, were any other monies 

expended by Westgate for this purpose! A. Yes. We hhd 
outside salesmen whose primary purpose was to further 
the Breast-0’-Chicken brand. 

Q. During the years mentioned, how many salesmen have 
you had in the field! A. Well, off and on I would say five. 

Q. And can you state approximately the salaries paid to 
these salesmen! 
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The Court. Weren’t they out to sell? 

The Witness. Yes, sir. 

The Court. It is not to advertise. They were out to sell. 
So what is the purpose of it? 

Mr. MacKay. That is correct your Honor. 

By Mr. MacKay. 

Q. Can you state approximately the salary paid to your 
salesmen? A. Well, salaries and expenses or just salaries? 

Q. No, their salaries. A. Salaries? Well, they varied. 
I would say their salaries would average around $6,000 a 
year. 

Mr. MacKay. I may say, your Honor, that the salesmen 
have a primary duty to sell, but also to popularize the 
brands of the company, and I think that is what the 
24 witness has in mind. 

The Court. Also what? 

Mr. MacKay. To popularize. They never speak except 
one way about their products. 

The Court. Well, I can’t understand why you are inter¬ 
ested in the cost of selling. 

Mr. MacKay. No, I don’t think the witness had that in 
mind. I think he meant that the salesmen had a duty to 
popularize the brands of the company. 

The Court. Yes, but you asked the cost of keeping those 
salesmen out, and I can’t understand the purpose of it. 

Mr. MacKay. That is the only thought we had in mind, 
that that was an item of expense included in popularizing 
the brand. 

By Mr. MacKay. 

Q. During the years from 1946 through 1949, did you 
work with the advertising agency, Barnes-Chase Company, 
of San Diego, in connection with your advertising program ? 
A. Yes, I did. 

Q. Will you tell us generally the scope of the advertising 
during those years? A. You are speaking now of agency 
advertising? 
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Q. Yes. A. Well, during those years we used newspaper 
advertising, car cards, billboards, magazines, and some 
radio. 

25 Incidentally, you asked from ’46 to ’49? 

Q. That is right. A. During those years we had 
what we call spot advertising. We were only advertising in 
from ten to twenty cities throughout the United States but 
doing that very intensively. 

Q. From January 1, 1950, to January 1,1951, how much 
money was spent by the Westgate-Sun Harbor Company for 
advertising and promotion of the Breast-0’-Chicken brand, 
if you know? A. Well, the agency advertising amounted to 
about $465,000, but on top of that we spent an additional 
$400,000,1 would say roughly, for cooperative advertising. 

Q. What would you say as to the scope of your adver¬ 
tising during the years 1950 and 1951? A. You mean what 
are we doing in advertising now? 

Q. That is right. A. Well, starting from 1950 right after 
-we merged with the Sun Harbor Company, we decided to go 
on a national basis. At the present time we are advertis¬ 
ing in national magazines, such as Life and Good House¬ 
keeping, Woman’s Home Companion, and a number of 
others. As a matter of fact, one-fourth of our budget goes 
to this type of advertising. 

Q. And about how much would you say that was, ap¬ 
proximately? A. Approximately $250,000 for the 

26 year of 1951 is what we have set aside. 

Q. Has it been a part of your work to speak with 
wholesalers and retailers throughout the United States? 
A. Yes. I make about anywhere from twenty to thirty trips 
a year throughout the United States, checking on markets 
and sales and advertising and analysis of the markets. 

Q. Has it been the practice since you have been employed 
by Westgate-Sun Harbor and Westgate Sea Products Com¬ 
pany to channel any complaints relative to the Breast-0’- 
Chicken brand through your office? A. They all come 
through our office. 
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Q. In your discussions with wholesalers and retailers in 
your relationship to the trade, have you ever received any 
complaints regarding the use of the Breast-0’-Chicken 
brand for tuna fish? A. You mean complaints on quality? 

Q. Of any kind? A. We have received some complaints 
on quality from time to time. 

Q. But as to the brand itself ? A. No. 

Q. Referring again to the Exhibit which you hold, number 
13, would you say that the volume of sales from 1946 
to 1949 as shown is correct to your knowledge? A. I 
would. 

27 Q. Could you state for the Court the approximate 
number of cases and the dollar value of the Breast- 

0’-Chicken brand tuna sold during the years 1950 and 1951? 
A. 1950 and 1951 ? 

Q. Yes. A. Well, I can only approximate it. I would say 
a million three hundred thousand up to date. And the dol¬ 
lar value of that would be approximately twenty million 
dollars. 

Q. During the years that you have been associated with 
the Westgate organization, have you been acquainted with 
any of the officials of Van Camp Sea Food Company? A. 
Yes, I have. 

Q. Are you acquainted with William Grinnan? A. Yes, 
I am. 

Q. What is his official capacity with Van Camp? A. I 
believe he is Vice President in charge of sales of Van Camp 
Sea Food Company. 

Q. Do you know him well? A. Very well. In a business 
way. 

Q. Do you have various opportunities to meet with him? 
A. I do. 

Q. Where? A. I meet him at various conventions. We 
meet at the California Fish Canners’ Association about 
once a month, and I meet him quite often, I guess, in 

28 just my general business. 
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Q. Have you ever held any office in any of these 
organizations? A. Yes, I have. I am President of the 
California Fish Canners’ Association now. 

Q. And prior to that time? A. Well, I was Chairman of 
the Sales Managers’ Committee. 

Q. And was Mr. Grinnan active in that organization? A. 
Yes, he was very active. 

Q. During your acquaintance with Mr. Grinnan has he 
ever made any statement or voiced any complaint regarding 
the use of the mark Breast-0’-Chicken? 

Mr. Schimmel. Objection, your Honor. 

The Court. Sustained. 

By Mr. MacKay. 

Q. Has anyone connected with the Van Camp organiza¬ 
tion objected in any way? 

Mr. Schimmel. Same objection. 

The Court. Sustained. 

By Mr. MacKay. 

Q. Mr. Lane, since you have been employed by the West- 
gate Company, have any complaints of any kind ever been 
received relating to the use of Breast-0’-Chicken brand? 
A. No. 

29 Mr. MacKay. That is all. Your witness. 

Cross-Examination 
By Mr. Schimmel. 

Q. Did I understand you to say, Mr. Lane, that your 
advertising went on a national basis only after the com¬ 
bination of Westgate Products with Sun Harbor Company? 
A. Yes. Although we advertise in various cities, they do 
not consider advertising on a national basis unless you ad¬ 
vertise in national magazines. 

Q. When did that combination take place? A. January 
1,1950. 

Q. January 1, 1950? A. Yes. 
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Mr. Schimmel. That is all. 

The Court. What was your budget item for advertising 
for 1946? 

The Witness. 1946? About $97,000, your Honor. 

The Court. You have a precise item, don’t you? 

The Witness. Yes, sir. $96,763.26. 

The Court. What was it for ’47 ? 

The Witness. $114,196.60. 

The Court. Any other questions? 

Mr. Schimmel. I have no questions. 

Mr. MacKay. That is all. Thank you. 

The Court. Step down. 

30 (The witness left the stand.) 

Thereupon W. Wade Ambrose was called as a witness 
for and on behalf of the plaintiff and, having been first duly 
sworn, was examined and testified as follows: 

Direct Examination 
By Mr. MacKay. 

Q. Will you state your name, please? A. W. Wade Am¬ 
brose. 

Q. And your address? A. 4437 Alhambra Street, San 
Diego, California. 

Q. And what is your occupation? A. I am in the fish 
canning business and President of the Westgate-Sun Har¬ 
bor Company of San Diego, California. 

Q. Will you explain the relationship between the West¬ 
gate-Sun Harbor Company and Westgate Sea Products 
Company? A. Westgate Sea Products Company, a cor¬ 
poration in California who had been in business since 1921, 
merged with the Sun Harbor Packing Company of San 
Diego, California, an old-line tuna canning concern, on 
January 1,1950. 

Q. Were you formerly connected with Westgate Sea 
Products Company? A. I was. 



36 


Q. How long before January, 1950, were you con- 

31 nected ’with Westgate Sea Products Company? A. 
On a full-time basis since 1932. 

Q. From 1932 to January 1,1950, will you explain briefly 
your duties and your work? A. Well, after leaving college, 
I went to work for the Westgate Sea Products Company in 
the capacity of an accountant and held that position until 
1934. In 1934 I went on the road for the company as sales 
representative and spent the years from 1934 until 1937 
traveling around the country in the various markets in 
which the company sold its product as a sales-contact man. 

In 1937, due to the death of the sales manager of the com¬ 
pany, I was called to the Coast to take and fill his position, 
and that position I held for approximately a year. 

In 1938 I was appointed by the company as General Man¬ 
ager, and in 1939, at the death of my father who was Presi¬ 
dent of the Company, I was elected by the Board of Di¬ 
rectors as President and General Manager of Westgate Sea 
Products Company, which position I held until January 1, 
1950. 

Q. By whom was the Westgate Sea Products Company 
founded? A. Westgate Sea Products Company was 
founded by mv father and a group of his associates who 
pooled their investment monies to form a company in 1921. 

Q. Do you know of your own knowledge when the 

32 trade-mark Breast-0’-Chicken was first used for 
tuna? A. I do. 

Q. When was that? A. In 1926. 

Q. How does that trade-mark apply to the goods? A. I 
don’t quite understand your question. 

Q. How is the trade-mark actually applied to the goods? 
A. Well, it is printed on the labels and attached to the can, 
if that is what you mean. 

Q. That is right. A. It is also stenciled on the cases in 
which the cans are shipped. 

Mr. MacKay. Will the Clerk mark for identification this 
group of labels as Plaintiff’s Exhibit Y, please. 
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(Book of labels referred to was marked Plaintiff’s Ex¬ 
hibit Y for identification.) 

By Mr. MacKay. 

Q. I show you now a folder which has been marked as 
Exhibit Y, and ask you to examine this and state whether 
or not you can identify these various labels shown. A. I 
can. 

Q. Will you explain for the Court which of these labels 
are in use at the present time and how long the various 
labels have been used? 

33 Just briefly. A. Well, the labels in the last four 
pages of this folder are in use at the present time by 

the company on the various packs which they produce. 

The other labels which are shown in this folder are labels 
which through the years have been brought along by the 
company and, as certain changes have been made, those 
changes are shown in this folder. By changes I mean dif¬ 
ferences in design. 

Q. Has the brand always been shown in the same man¬ 
ner? A. It has always been shown in the same manner, 
yes, sir. 

Q. Was that book of labels prepared by you? A. It was. 

Q. I notice that there is included a two-page tabulation 
and I ask you to please explain the nature of this listing? 
A. This is a list of orders prepared by the Western Litho¬ 
graph Company, whom we bought many of our labels from, 
going back as far as 1928 when the first order was placed 
with that particular company, and showing the orders which 
have been placed with them for Breast-0’-Chicken labels 
since that time, giving the job number, the date, and the 
quantity of labels ordered. 

Q. Was that listing prepared at your request? A. It 
was. 

Mr. MacKay. Would you care to look at these 

34 labels, your Honor? 

The Court. I will look at them later. You go right 


ahead. 
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Do they all conform to this generally, to this Exhibit at¬ 
tached to the complaint! 

Mr. MacKay. Yes. 

The book of labels is offered in evidence now as Plain¬ 
tiff’s Exhibit Y. 

Mr. Schimmel. If your Honor please, I think a lot of 
these labels do not conform with the statement made in the 
application as to the labels as actually used at the time the 
application was filed, and they don’t conform to the Ex¬ 
hibit filed with the Bill of Complaint. 

There are some that do. As to those, I have no objection, 
but as to others I would object to. 

(The Exhibit was handed to the Court for observation.) 

The Court. What do you have to say as to that objec¬ 
tion, Mr. MacKay? 

Mr. MacKay, Your Honor, an application does not have 
to have attached to it all of the labels used by a firm. The 
only thing, it has to have sufficient labels for filing purposes. 
Generally speaking, these brands are used on all sorts of 
labels and I think we have every reason to submit to the 
Court a full set of labels to show the extensive use 
35 of the mark which is one of our purposes before the 
Court at the moment. 

The Court. In your complaint, what do you state by way 
of description of your mark? 

Mr. MacKay. The words “Breast-0’-Chicken.” That is 
all, your Honor. We are not concerned at all— 

The Court. With others. 

Mr. MacKay. That is right. 

The Court. Objection overruled. It may be received. 

(Plaintiff’s Exhibit Y for identification received in evi¬ 
dence.) 

By Mr. MacKay. 

Q. Mr. Ambrose, when you first became active with the 
company how widespread was the use of the Breast-0’- 
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Chicken brand? A. In 1932 when I first became active with 
the company, we were selling in approximately thirty-five 
to forty marketing areas. In all of those areas, we were 
not advertising but we had representation and were selling 
in normal trade channels. We were advertising at that 
time in approximately twelve to fourteen of those markets. 

Q. When you speak of those particular markets, exactly 
what do you mean, certain territories? A. Yes. A food 
broker is allocated a territory. He might, for in- 

36 stance, live in Washington and have the surrounding 
territory and the small surrounding towns. The ter¬ 
ritories vary in size with various food brokers, but gen¬ 
erally they cover the trading area in which they are lo¬ 
cated, which is far greater than the immediate city in which 
they happen to have business. 

Q. In approximately how many states did you happen to 
have representation of that character at that time? A. I 
would say that we had brokers appointed to cover thirty- 
five of the forty-eight states in 1932. 

Q. Will you examine this tabulation offered with the Ed¬ 
wards deposition as Plaintiff’s Exhibit Number 13? 

Do you have any knowledge of the volume of sales of tuna 
under the trade-mark Breast-0’-Chicken prior to 1934? A. 
Our records on a segregation basis do not go back prior to 
1934, but I do know the approximate sales from 1928 of the 
company, and with the total sales, dollar sales, you can ap¬ 
proximate approximately what your sales of Breast-0’- 
Chicken brand were. 

Q. Can you give such an approximation? A. Yes. In 
1928 our total sales were $645,344.12. In 1929 they were 
$923,804.27. In 1930 they were $1,015,211.25. In 1931 they 
were $833,770.10. In 1932 they were $649,271.66, and in 
1933 they were $863,143.70. 

At that time we were only packing one grade, the solid 
pack fancy tuna under the Breast-0’-Chicken label, 

37 and those sales approximated 40% of our total sales 
during those years. So if you took 40% of those dol- 
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lar sales you would have the approximate amount of Breast- 
0 ’-Chicken dollar sales that we had during those years. 

Q. The sales to which you refer were made, were they 
not, through the area you have described previously? A. 
That is correct. 

Q. During the time you were sales manager of Westgate 
Sea Products Company, what forms of advertising were 
used in connection with the Breast-0’-Chicken brand? A. 
At that time, in 1937, we were using newspapers, transit 
cards—that is the cards that go into the buses and street¬ 
cars that you have probably seen—we were using some 
radio, and in certain marketing areas, we were using ad¬ 
vertising in trade magazines. By that I mean magazines 
of a national nature that go to the wholesale and retail dis¬ 
tributors. We were using recipe folders to explain how to 
prepare the product, both in the stores and by request 
through our advertising. We had promotional salesmen 
whose job it was to demonstrate the product in the grocery 
stores to the housewives. We had promotional displays 
that went into grocery stores, placed there by our sales pro¬ 
motion men, of various types. 

I think that is about all. 

Q. Were you present at the taking of the deposi- 
38 tion of Mr. Norman Barnes in San Diego? A. I was. 

Q. And, during the period of your connection with 
Westgate Sea Products, have you worked with Mr. Barnes 
with respect to advertising programs and material? A. 
Yes, I have. 

Q. During your connection with Westgate Sea Products 
Company and Westgate-Sun Harbor Company, would you 
have an opportunity to receive or consider any complaints 
relating to the use of the brand? A. I would. 

Q. To your knowledge has any complaint ever been re¬ 
ceived by either company since 1932 with respect to the 
trade-mark Breast-0’-Chicken? A. Absolutely not. 

Mr. MacKay. Your witness, counsel. 

Mr. Schimmel. I have no questions, your Honor. 
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The Court. You may step down. 

(The witness left the stand.) 

Mr. MacKay. Your Honor, may these two witnesses be 
excused at this time. They are anxious to return to their 
work? 

The Court. Yes, you may be excused. 

(Thereupon, the two previous witnesses were excused 
from the courtroom.) 

39 Mr. MacKay. If the Court pleases, we will now 
read into the Record the depositions taken on behalf 

of the plaintiff. 

The Court. Very well. 

(Reading of depostiion:) 

“Norman Barnes called as a witness in behalf of the 
plaintiff, sworn, testified as follows: 

Direct Examiantion 

“By Mr. MacKay: 

“Q. Your name is Norman Barnes? A. That is correct. 
“Q. What is your home address? A. 4218 Middlesex 
Drive, San Diego. 

“Q. What is your occupation? A. I own an advertising 
agency. 

“Q. What is the name of the agency? A. The Barnes- 
Chase Company. 

* ‘ Q. How long have you been in the advertising business 
A. Well, a good many years; since about 1922 or ’3, but in 
this particular business since 1928. 

C ‘Q. Are you familiar with the advertising— Wliere is 
the business of Bames-Chase Company located? A. Well, 
the head office is at 530 Broadway, San Diego, and 

40 the branch in Los Angeles 1638 Wilshire Boulevard. 

“Q. How long has the Bames-Chase Company 
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been in business? A. It has been in business since Febru¬ 
ary, 1928. 

“Q. Mr. Barnes, will you state for the record your ex¬ 
perience in the advertising field? A. I would say my ad¬ 
vertising experience began with Hart, Schaffner and Marx 
in Chicago, where I was employed in the neighborhood of 
1918 to ’20, and following that Carson, Pirie, Scott and 
Company, Chicago, in the wholesale division where I was in 
charge of the merchants service department. On leaving 
there I came to San Diego in 1926 and vras employed for 
two years by the H. L. Benbough Company, having in mind 
that I w r ould eventually go into business for myself, and 
that opportuntiy came in February, 1928, wdien I estab¬ 
lished my own business. 

“Originally I was alone in the office, but in a short time 
it became necessary to employ a secretary. I used to do 
most of the client contacting in the daytime and would pre¬ 
pare the advertising and business records at night. How¬ 
ever, the business grew rapidly and within two or three 
years we had seven or eight employees in the San Diego 
office and in 1932 established the Los Angeles office 
41 with several employees there. The business, at the 
present time, employs twenty-one people in San 
Diego and five in Los Angeles. We are members of the 
American Association of Advertising Agencies. 

“Q. Then is my understanding correct, Mr. Barnes, that 
you have, yourself, handled all types of advertising work? 
A. Yes, I would say that is true, because our business has 
been very diversified. We have handled everything from 
airplanes and food products to hair nets, so it is very di¬ 
versified. We are familiar with and employ about every 
recognized medium of advertising. 

“Q. Mr. Barnes, when did you first become acquainted 
with Westgate Sea Products Company. A. It was during 
either late spring or early summer of 1928. 

“Q. And with whom did you deal? A. Paul Steele was 
the man with whom I dealt principally although I met Wiley 
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W. Ambrose, of course, since be was the head of the busi¬ 
ness. 

“Q. When did you first become acquainted with W. Wade 
Ambrose? A. It is difficult to establish a specific date. 
Wade was—my first recollection of Wade was 

42 when he was attending college at Oregon State and 
he occasionally used to visit the plant. 

“Q. And that was what year? A. It would be in the 
years of 1930-31. 

“Q. And about what year was it that you first started 
transacting business with W. Wade Ambrose? A. I would 
say approximately ’33 or ’34 when he became identified with 
his father’s business and we had certain contacts with him 
in the territory that he was serving. 

“Q. Since 1928, as I understand it, you have handled 
the advertising account of Westgate Sea Products Company 
in its entirety? A. That is correct. 

“Q. Does that include San Diego as well as other parts 
of the United States? A. Yes. It includes their entire ad¬ 
vertising program, wherever it was released. 

“Q. Then, Mr. Barnes, you are familiar with the ad¬ 
vertising of the Breast-0’-Chicken brand of tuna? A. Yes, 
I am. 

“Q. Will you state at this time how the Breast-0’- 
Chicken brand has been advertised, and I mean what forms 
of advertising have been used? A. Well, beginning 

43 in 1928 a basic policy was established which included 
the use of newspaper space and transit advertising, 

or car cards, plus the distribution of recipe leaflets. This 
was later supplemented by the use of trade paper adver¬ 
tising addressed to the grocery trade in its entirety on a 
national basis in approximately 1933 or ’4. 

“In 1936 and 7 advertisements were used in a group of 
movie magazines, Screen Book, Screen Play, Hollywood 
and Movie Classic. 

“Beginning in 1940 magazine advertising was used in 
Woman’s Day; in publications sponsored by the A. & P. 
Grocery Company. 
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“During the life of the advertising campaign practically 
every medium of advertising has been used, including radio, 
outdoor advertising, television and magazines of general 
national circulation such as Life, Ladies Home Journal, 
Woman’s Home Companion, Good Housekeeping, True 
Story, McCall’s and others of national prominence. 

“Q. Do you speak of your advertising now as being na¬ 
tional advertising? A. Yes. It is definitely considered a 
national advertising campaign. 

“Q. Exactly what does that mean in your busi- 

44 ness? A. Well, that means that the client has a suf¬ 
ficient pattern of distribution over the United States 

where it is economical for him to use an advertising me¬ 
dium that is widespread throughout the entire United 
States. 

“Q. For how many years has the advertising—strike 
that. For how many years, to your knowledge, has the ad¬ 
vertising of the Breast-0’-Chicken brand tuna been national 
in scope? A. That dates back to the use of—at least as far 
back as the use of the trade paper advertising which I be¬ 
lieve was 1933 or ’4. 

“Q. And prior to that date was the brand advertised in 
various parts of the United States? A. Yes. It was adver¬ 
tised in markets that were selected for particular reasons. 

“Q. Is it your custom to supervise the arrangement of all 
advertising material handled by your agency? A. Yes, it is. 

“Q. Do you keep records of the advertising material as 
well as costs? A. Yes. 

45 “Q. In connection with this proceeding did you 
make an investigation of your records to gather ad¬ 
vertising material relating to the Breast-0’-Chicken brand 
of tuna? A. Yes, I did. 

“Q. What types of material did you gather, Mr. Barnes? 
A. The material is composed of photostatic copies of ad¬ 
vertisements shown in newspapers and, where necessary af¬ 
fidavits confirming the date of appearance of the adver- 
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tisements. Included were a good many of the original ad¬ 
vertisements secured from our files. 

“Q. When the originals were not available you secured 
copies? A. Yes. 

“Q. How did you go about that, generally speaking? A. 
Well, we knew almost exactly when the advertisements ap¬ 
peared and where we did not have records in our files it 
was comparatively easy to look through newspaper files 
and get photostatic copies of those advertisements as we 
found them. 

“Q. In what manner have you arranged this material, 
Mr. Barnes? A. The material is grouped according 

46 to advertisements as they appeared in various cities 
throughout the United States, each folder including 

the material from a given city. 

“Q. Mr. Barnes, at this time I hand you a folder and 
contents marked for identification as Plaintiff’s Exhibit 
1, and ask you to examine that folder and contents and 
state exactly what it covers. A. Well, this folder contains 
photostatic copies, with affidavits, of certain newspaper ad¬ 
vertisements on Breast-0’-Chicken brand tuna, beginning 
in September, 1928, and including advertisements from 
1929, ’30, ’31, ’2, ’4 and ’5. These advertisements appeared 
in San Diego. 

“Q. Mr. Barnes, on what do you base the statement that 
these advertisements were published in San Diego? A. 
Well, the photostatic copies from the files of the San Diego 
Union and San Diego Tribune, plus the affidavits from the 
newspapers so stating, and from my own knowledge. 

“Q. Did you personally handle these particular ads, the 
advertisements? A. Yes, I did. I prepared them my¬ 
self. 

47 “Q. Does this represent all of the advertising in 
the San Diego area. A. No. There were many other 

newspaper ads which appeared during this period from 
1928 to 1935. 




46 


“Q. You merely picked these advertisements at random 
to show the types of advertising done ? A. Yes. They are 
representative of the general advertising used during that 
time. 

“Mr. Barnes. The folder of San Diego advertising is of¬ 
fered in evidence as Plaintiff’s Exhibit No. 1, and the re¬ 
porter is asked to mark the same accordingly.” 

Mr. Schimmel. No objection, your Honor. 

The Court. The Exhibit will be received. 

(Plaintiff’s Exhibit 1 referred to marked and received in 
evidence.) 

“(Folder and contents marked Plaintiff’s Exhibit No. 1 
in Evidence to this deposition.) 

By Mr. Mackay: 

“Q. Mr. Barnes, I show you one other folder and con¬ 
tents which has been marked for identification as Plain¬ 
tiff’s Exhibit No. 2, and ask you if you can identify this, 
and, if so, will you explain what that folder covers? 
48 A. Well, this folder contains advertisements which 
were run in the Buffalo News, Buffalo, New York, 
from the period of August 15, 1929 through the years con¬ 
secutively to March, 1945. 

“Q. Will you explain the character of that advertising 
material? A. The advertisements are photostatic copies 
plus the affidavit of publications attached to each copy. 

“Q. Does that represent advertising material prepared 
by you? A. Yes, it does. I prepared these advertisements 
myself. 

“Q. Does this represent all or some of the Breast-0’- 
Chicken brand advertised in Buffalo? A. These are adver¬ 
tisements selected at random. Actually they are only a 
very few of the advertisements which were run during that 
period of time. 

“Q. Mr. Barnes, why did you gather in this folder ad¬ 
vertising material relating to the Buffalo area? A. Well, 
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this was the initial market in which Westgate Sea Products 
Company had expanded advertising after proving its ef¬ 
ficiency in San Diego. 

“Q. Asa matter of information to the Court have 

49 you continued with your advertising of Breast-0’- 
Chicken brand in Buffalo? A. Yes. The advertising 

has been continuous. In fact, I believe it has appeared in 
one form or another every month of every year since the 
beginning of the campaign in the fall of 1929. 

“Q. What types of advertising do you do in Buffalo other 
than newspaper and magazine advertising? A. Well, we 
have used transit advertising continuously since 1929, and 
likewise have used outdoor advertising, radio, television, 
and have distributed recipe leaflets and literature in that 
territory. 

“Q. When you use the word ‘transit’ you are referring 
to car cards? A. Yes, I am. 

“Q. And when you use the word ‘outdoor’ you are re¬ 
ferring to billboards? A. That is the term that was used 
a good many years ago in the industry. 

“Mr. Barnes. The folder and contents identified by the 
witness is offered in evidence as Plaintiff’s Exhibit No. 2, 
and the reporter will mark the same accordingly. ” 

Mr. Schimmel. No objection. 

The Court. The exhibit will be received. 

50 (Folder and contents referred to marked Plain¬ 
tiff’s Exhibit 2 and received in evidence.) 

“(Folder and contents marked Plaintiff’s Exhibit No. 2 
in Evidence to this deposition.) 

By Mr. MacKay: 

“Q. I show you at this time a folder which the reporter 
will mark for identification as Exhibit 3, and ask you if you 
will identify this. A. Yes. These are photostatic copies 
with affidavits of proof of publication showing advertise¬ 
ments used in the Baltimore, Maryland, Sun on Breast-0’- 
Chicken brand during the time between 1931 and 1935. 
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These, of course, are only a few of the advertisements used 
over that period of years. 

“Q. Does the Baltimore advertising have any particular 
significance? A. Well, it represents a market where a 
major share of the population is in the habit of consuming 
fish and fish products and is the type of market that the 
tuna packer would naturally select for the promotion of his 
individual brand. 

“Q. Will you examine the advertisements in that folder 
and state whether or not you prepared those person- 

51 ally? A. Yes. I prepared these advertisements per¬ 
sonally. 

“Q. When you speak of preparing the advertisements, 
Mr. Barnes, exactly what do you mean? A. Well, I actually 
laid out the advertisements which have been submitted so 
far, and wrote the advertising copy for them. The me¬ 
chanical production of the advertisements was accomplished 
by others in the Barnes-Chase organization. 

“Mr. MacKay. The folder and contents is offered in evi¬ 
dence as Plaintiff’s Exhibit No. 3.” 

Mr. Schimmel. No objection. 

The Court. It will be received. 

(Folder and contents referred to marked Plaintiff’s Ex¬ 
hibit 3 and received in evidence.) 

“(Folder and contents received in evidence and marked 
Plaintiff’s Exhibit No. 3 in Evidence, to this deposition.) 

By Mr. MacKay: 

“Q. I show you another folder that has been marked for 
identification as Exhibit 4, and ask you to examine this 
and state what it covers. A. These are photostatic copies 
and affidavits of publication covering advertisements on 
Breast-0’-Chicken brand tuna used in the Detroit, Michi¬ 
gan, News during the time between July 13,1934, and 

52 April 3, 1941. Again, these are only a few of the 
advertisements used during that general period of 

time. 
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“Q. In this instance is it true, also, that you prepared 
this advertising material yourself? A. Yes. These adver¬ 
tisements were prepared and supervised by me. 

“Q. Are you continuing to advertise in the Detroit area? 
A. Yes, we are. 

“Mr. MacKay. The folder and contents identified by the 
witness is offered as Exhibit 4.” 

Mr. Schimmel. No objection. 

The Court. Number 4 will be received. 

(Folder and contents referred to marked Plaintiff’s Ex¬ 
hibit 4 and received in evidence.) 

“(Folder and contents marked Plaintiff’s Exhibit 4 in 
Evidence, to this deposition.) 

By Mr. MacKay: 

“Q. I show you another folder that has been marked for 
identification as Exhibit 5, and ask you to explain what that 
covers. A. These are photostatic copies of Breast-0’- 
Chicken brand tuna advertising and, where necessary, sup¬ 
ported by affidavits of publication. These advertise¬ 
ments appeared in the New Orleans Times-Picayune 
53 during the period between March, 1930, and Febru¬ 
ary, 1939. They are random selections from the files 
of the newspaper. 

“Q. Mr. Barnes, were these advertisements also pre¬ 
pared by you or under your supervision? A. Yes, they 
were. 

“Mr. MacKay. The folder and contents identified by the 
witness are offered in evidence as Plaintiff’s Exhibit No. 5.” 

Mr. Schimmel. The period mentioned in this particular 
portion of the deposition is March 1930 to February 1939. I 
see no affidavits in here going back of ’37. The earliest is 
February 20,1937. 

(Mr. Schimmel observes the exhibits briefly.) 
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No objection. 

The Court. Plaintiff’s 5 will be received. 

(Folder and contents referred to marked Plaintiff’s Ex¬ 
hibit 5 and received in evidence.) 

“(Folder and contents marked Plaintiff’s Exhibit No. 5 
in Evidence, to this deposition.) 

By Mr. MacKay: 

“Q. I show you another folder marked for identification 
as Exhibit 6, and ask you if you can identify this ma¬ 
terial. A. This folder contains photostatic full-page 

54 copies of Screen Book, Screen Play, Hollywood, and 
Movie Classic which appeared during certain months 

of 1936 and ’37, and contain fractional page advertisements 
of Breast-0’-Chicken brand tuna. 

“Q. Did you prepare these advertisements personally? 
A. Yes. These w’ere likewise prepared and supervised by 
me. 

“Q. Has the Breast-0’-Chicken brand been advertised 
in these magazines since the date of these ads? A. No, it 
has not in those particular magazines. 

“Mr. MacKav. The folder and contents identified by the 
witness will be offered as Exhibit 6.” 

Mr. Schimmel. Just a moment on that. You are men¬ 
tioning Screen Book, Screen Play, Hollywood, and Movie 
Classic for certain months of 1936 and ’37. I only see a no¬ 
tation of Motion Picture in here. 

Mr. MacKay. The magazines he mentioned are Screen 
Book, Screen Play, Hollywood, and Movie Classic. 

Mr. Schimmel. But nothing in this Exhibit refers to any 
of those magazines. 

Mr. MacKay. Your Honor, vrhat the witness meant here 
—he has a notation that he prepared in connection 

55 with this matter, and he has there representative ad¬ 
vertisements ; he has photostats of those that were 

available to him that were in one of these magazines at that 
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time called Motion Picture, which he says also appeared in 
Screen Book, Screen Play, Hollywood, and Movie Classic, 
and that is what he was testifying about. 

This man was testifying from his own knowledge, so there 
is no question about that, but these are offered in that sense. 

Mr. Schimmel. It seems to me I would have to enter an 
objection to those, your Honor. The witness specified cer¬ 
tain magazines and we don’t have the exhibits correspond¬ 
ing to the specification whatever notation may be on the 
outside of the folder. 

The Court. The Court thinks the objection is good. The 
exhibit will be received subject to that objection. 

Mr. MacKay. Thank you, your Honor. 

(Folder and contents referred to marked Plaintiff’s Ex¬ 
hibit 6 and received in evidence.) 

“(Folder and contents marked Plaintiff’s Exhibit 6 in 
Evidence, to this deposition.) 

By Mr. MacKay: 

“Q. I show you another folder marked for identification 
as Exhibit 7, and ask you if you can identify this ma¬ 
terial? A. Yes. This folder contains advertisements 
56 on Breast-0 ’-Chicken brand tuna which appeared in 
Woman’s Day during the year of 1940 and ’41. These 
advertisements were the means of distributing many thou¬ 
sands of recipe leaflets throughout the country. 

“Q. Is this a magazine of general distribution? A. Yes, 
it is, since it is distributed through all of the A & P Stores 
throughout the United States. That entails, at the present 
time, over three million copies of each issue. 

“Q. Do you pay for the advertising in Woman’s Day? 
A. Yes. This is a paid publication and it is not given away 
in the stories, either. It is purchased by the customer in 
the store just as she would purchase any other product in 
the store. 
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“Mr. MacKay. The folder and contents identified by 
the witness is offered in evidence as Exhibit 7. ’ ’ 

Mr. Schimmel. No objection, your Honor. 

The Court. The exhibit will be received. 

(Folder and contents referred to marked Plaintiff’s Ex¬ 
hibit 7 and received in evidence.) 

“(Folder and contents received in evidence and marked 
Plaintiff’s Exhibit 7, to this deposition.) 

57 By Mr. MacKay: 

“Q. I now show you another folder that has been 
marked for identification as Exhibit 8, and ask you if you 
can identify this material. A. Yes, I can identify it as ad¬ 
vertisements prepared by my company for Westgate Sea 
Products Company and later Westgate-Sun Harbor Com¬ 
pany during the years 1945 through 1950. 

“Q. Will you explain for the record, Mr. Barnes, the 
significance of these tabulations? A. The list clipped to 
each series of advertisements shows the number of news¬ 
papers throughout the United States in which the adver¬ 
tisements appeared during the time showm on the list. 

“Q. Does that represent coverage over a period of 
years? A. Altogether they represent the years 1945 
through 1950. 

“Q. Were these tabulations prepared under your super¬ 
vision? A. Yes, they were. 

“Q. From your office records? A. From our office 
records, yes. 

“Q. I see that you have attached to each tabulation a 
set of copies of advertisements and ask you to 

58 examine those and state whether these advertise¬ 
ments were also prepared by you or prepared under 

your supervision? A. Yes. These advertisements were 
all prepared by me and produced under by supervision. 

“Mr. MacKay: The folder and contents identified by the 
witness are offered as Plaintiff’s Exhibit No. 8.” 
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Mr. Schimmel. I note insofar as most of these alleged 
advertisements are concerned there was nothing on them 
which ties them up with any particular newspaper. No. 
indication that they were in the newspaper, is there? 

Mr. MacKay. I may say in connection with many adver¬ 
tisements, your Honor, as the Court knows, these advertis¬ 
ing firms prepare them in their business and they are run 
off in many newspapers and magazines. 

Mr. Schimmel. I merely called attention to the fact that 
at least in other advertisements, at least we had the 
affidavits of the newspapers tying them up. 

Mr. MacKay. You have the testimony of this witness 
as to the various newspapers in which they published the 
ads, insofar as there particular advertisements are con¬ 
cerned. 

Mr. Schimmel. I am just calling that to the Courts 
attention and I would like to enter an objection to 
59 them on that basis. They are not corroborated in 
any way that they are advertisements that appeared 
in any newspaper at all. They might have been prepared 
in the advertising agency and just taken from the file. 

Mr. MacKay. If your Honor please— 

The Court. The objection will be overruled, but they 
will be weighed in the light of the objection. 

(Folder and contents referred to marked Plaintiff’s Ex¬ 
hibit 8 and received in evidence.) 

“(Folder and contents marked Plaintiff’s Exhibit No. 
8 in Evidence, to this deposition.) 

By Mr. MacKay: 

“Q. Mr. Barnes, will you also examine the advertise¬ 
ment attached to the tabulation and state whether or not 
these represent advertisements in the newspapers listed? 
A. The statements dated 1945 and ’46 include a list of 
newspapers, but the advertisements attached ran in 
national trade magazines publications. The statement 
dated 1947 includes advertisements which ran in the list 
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of newspapers attached and also national trade advertise¬ 
ments for that year. The same is true of the statement 
dated 1948. That dated 1949 has Woman’s Day Magazine 
advertisements added to the newspaper and trade 

60 paper advertisements. The one dated 1950 includes 
only newpaper advertisements with a list of papers 

in which the ads appeared. 

“Q. Do you refer to Woman’s Day as a trade publica¬ 
tion! A. No. The Woman’s Day is a woman’s service 
publication. 

“Q. Can you name some of the trade publications in 
which you carried Breast-0’-Chicken brand advertising? 
A. Yes; Progressive Grocer, Chain Store Age, Super 
Market Merchandising, Food Topics, Voluntary & Co¬ 
operative Groups Magazine, National Grocers Bulletin are 
the principal ones. 

“Q. Are they distributed nationally or in particular 
areas? A. No, they are all national in circulation. 

“Q. Generally speaking, to whom do these trade papers 
go that you have mentioned? A. They are distributed 
among grocers and grocery stores organizations, including 
both chain and independent stores and the wholesale 
groups. They represent a complete coverage of every 
person in the retail and wholesale side of these 
industries. 

61 “Q. And to your knowledge the representative 
ads that are enclosed in the exhibit were published 

and distributed? A. Yes, that is true. 

“Q. Mr. Barnes, I now hand you a set of folders marked 
for identification as Exhibit 9-A to G, and ask you if you 
can identify this material and if you will discuss the 
folders in the order in which they are fastened? A. Yes. 
I identify all of these as recipe booklets and leaflets pre¬ 
pared in our office for distribution by Westgate Sea 
Products Company and later Westgate-Sun Harbor Com¬ 
pany. The leaflets were produced in very large quantities 
for general distribution, each one of them running into the 


55 


millions. The booklets were prepared in a smaller 
quantity and, for the most part, were distributed only on 
request. 

“Q. May I ask if these notations are in your hand¬ 
writing? A. Yes, the notations as to dates are in my own 
handwriting. 

“Q. Did you gather these booklets from your own files? 
A. These were taken from our own files, yes. 

62 “Q. Will you please, from the record, identify 
each folder from top to bottom, by the title and the 

year? A. 1937, the booklet was titled Hollywood Recipes on 
Parade. 1938, the leaflet entitled Star Recipes from 
Hollywood. 

“In the same year we published a leaflet entitled Good 
Any Way You Serve It. 

“1939, a new leaflet was entitled New Flavor for Hot 
Meals. 

“The booklet published in 1947 was titled Breast-0’- 
Chicken Brand Tuna Fish Recipes, by Frank Decatur 
White. 

“In 1949 the leaflet was entitled Original Tuna Recipes 
by Frank Decatur White; and the booklet Breast-0 
Chicken Tuna Recipes by Frank Decatur White. 

“Q. Is my understanding correct that you stated that 
these were representative of numerous other recipes book¬ 
lets and folders? A. Yes. These are the ones that we 
could locate in our files. There were several others pro¬ 
duced beginning approximately 1930, as shown by the 
offers made in the newspaper advertisements to furnish 
free recipe leaflets. 

63 “Q. Mr. Barnes, have all of these folders and 
booklets been used in connection with your news¬ 
paper and magazine advertising? A. Yes, they have, and 
there was additional distribution beyond that in broker 
territories where no advertising was running, so their 
distribution was virtually national in scope. 

“Mr. MacKay: The folders and booklets identified by 
the witness are offered in evidence as Plaintiff’s Exhibit 
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9-A to G, in evidence, to this deposition, in the order men¬ 
tioned.’ J 

Mr. Schimmel. I don’t find anything here for 1939. 

Mr. MacKay. We find that one of these little folders is 
missing, your Honor—the 1939 folder. So I would like the 
record to show that the balance are offered at this time. 

Mr. Schimmel. I have no objection to them going in. 

The Court. Very well, the offer as amended will be re¬ 
ceived. 

(Folders and booklets referred to marked 9A, 9B, 9C, 
9D, 9E, 9F, and 9G, and received in evidence.) 

“(Folders and booklets marked Plaintiff’s Exhibit 9-A 
to G, in Evidence, to this deposition.) 

By Mr. MacKay: 

“Q. I now show you three cards marked for identifica¬ 
tion as Plaintiff’s Exhibit 10-A, B and C, and ask 
64 if you can identify this material? A. Yes. I identify 
these as transit cards which were used in buses and 
streetcars to advertise Breast-0’-Chicken brand tuna 
during 1950. 

“Q. Where? A. I can give you most of them. The 
principal cities where these cards were shown were San 
Diego, California, Phoenix, Arizona; Grand Rapids, 
Michigan; Flint, Michigan; Detroit, Michigan, and Mil¬ 
waukee, Wisconsin. Then there are Pittsburgh, Pennsyl¬ 
vania; Buffalo and Rochester, New York; Boston, Massa¬ 
chusetts; Baltimore, Maryland, Washington, D. C.; New 
Orleans, Louisiana; Houston, Texas; and Los Angeles, 
California. They were also used in many smaller cities 
throughout the country in the general area of the larger 
cities mentioned. 

“Q. And is my understanding correct that your transit 
advertising has been continuous since 1928? A. Yes, that 
is true. In fact, I believe Westgate Sea Products Company 
is one of the few concerns in the United States with such 
a long continuous record of having used transit advertis- 
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ing. The same applies to their use of newspapers con¬ 
tinuously over a long period of time. 

65 “Q. Has this transit advertising been prepared 
under your personal supervision? A. Yes, it has. 

As a matter of interest card 10-B showed the highest 
reader interest of any card in the vehicles in the city of 
Buffalo when surveyed by the Continuing Study of Transit 
Advertising in one of the routine surveys of the Advertis¬ 
ing Research Foundation. 

“Mr. Mackay: The transit cards identified by the wit¬ 
ness are offered in evidence as Plaintiff’s Exhibits 10-A, 

B, and C, inclusive.” 

Mr. Schimmel. No objection. 

The Court. It will be received. 

(Transit cards referred to marked Plaintiff’s Exhibit 

10- A, 10-B, and 10-C and received in evidence.) 

“ (Transit cards marked Plaintiff’s Exhibit 10-A, B, and 

C, in evidence, to this deposition.) 

By Mr. MacKay: 

“Q. I show you now what appears to be four proofs of 
advertising material marked for identification as 11-A, B, 
C, and D, and ask you if you can identify this material. 
A. Yes, I can identify these advertisements. 

“Q. What do these proofs represent? A. They 

66 represent advertisements used in a group of national 
magazines in January, 1950. 

“Q. And, referring specifically to the first proof marked 

11- A, will you explain for the record what that covers? A. 
This advertisement is the first full-page tuna advertisement 
ever to appear in Life magazine. In fact, I believe it is the 
first advertisement on tuna fish ever to appear in this pub¬ 
lication. 

“Q. Does this proof indicate the date of the first pub¬ 
lication? A. The proof does not indicate the date, but this 
advertisement appeared in the January 23, 1950, issue of 
Life Magazine. 
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“Q. Will you explain for the record what 11-B repre¬ 
sents? A. 11-B is a proof of a full-page two-color bleed 
advertisement which appeared in Life Magazine in June, 

1950, just prior to the heavy tuna consuming period of the 
year. Reproductions of this advertisement were used by 
grocery stores for purposes of display. 

“Q. Will you now explain the significance of the proof 
identified as 11-C? A. This advertisement was use in Life 
Magazine, Good Housekeeping, Ladies Home 

67 Journal, and in the Pictorial Review Sunday news¬ 
paper supplement appearing in late January and 

consisting mostly of February issues. 

“Q. What year? A. In 1951? 

“Q. Is there any date indicated, any date of publication 
indicated on the proof? A. There is no date of publication 
indicated on the proof except a copyright, but I know that 
this advertisement appeared as stated. 

“Q. What would you say with respect to the proof en¬ 
titled 11-D? A. This advertisement was published in May, 

1951, issues of Ladies Home Journal and Good Housekeep¬ 
ing on the newsstands April 20 and 21, 1951. These full- 
page color advertisements, magazines, advertisements are 
supplemented by half and two-thirds page black and white 
advertisements in such publications as Woman’s Home 
Companion, McCall’s, True Story, Woman’s Day, and in 
smaller size in other publications of national circulation. 
Some of these magazines are Every Woman’s, Western 

Family Magazine, Family Circle, American Family 

68 and others of this general type which are distributed 
primarily through certain units of grocery stores. 

“Mr. MacKay. The advertising proofs identified by the 
witness are offered as Plaintiff’s Exhibit 11-A, B, C, and 
D.” 

Mr. Schimmel. Your Honor, I think in connection with 
these I would like to enter an objection. These magazines 
are of such recent date that it seems to me the best evi¬ 
dence rule would require their production to show that they 
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were published in those magazines, rather than producing 
the advertising agency’s proof of what might have been 
published there. 

The Court. Objection overruled. 

The exhibits will be received. 

'(Advertising proofs referred to marked Plaintiff’s Ex¬ 
hibit 11-A, 11-B, 11-C, and 11-D, and received in evidence.) 

“(Advertising proofs received in evidence as Plaintiff’s 
Exhibits 11 A, B, C, and D, to this deposition.) 

“By Mr. MacKay: 

“Q. In connection with this proceeding were you re¬ 
quested to examine your records in connection with the ex¬ 
penditures of advertising the Breast-0 ’-Chicken brand tuna 
over a period of years? A. Yes, I was. 

69 “Q. Do you keep a detailed record of expenses in 
connection with the work of Barnes-Chase Company? 

A. Yes. We keep a detailed audited monthly record. 

“Q. What type of record do you keep? A. Well, the 
record covers the advertising expenditures by each client, 
showing the kind and type of advertising and the total cost 
by the month. These records are kept in our books and 
under my supervision and from these records I have made 
this tabulation. 

“ Q. I now hand you a tabulation which has been marked 
for identification as Plaintiff’s Exhibit 12 and ask you if 
you can identify this. A. Yes. These figures are taken 
from the records of our business as shown and the years, 
from 1928 to 1933 are estimated. This estimate is based 
on my actual knowledge of the advertising plans and ex¬ 
penditures of this client during that period of time, since I 
was personally responsible for them. 

“Q. Is my understanding correct that the figures shown 
on the tabulation from 1934 to 1950 were taken directly 
from your office records? A. That is correct. 

70 “Q. And this tabulation was made up under your 
instructions? A. Yes, it was. 
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“Q. And with respect to the figrures from 1928 to 1933, 
this tabulation was made up on the basis of your knowl¬ 
edge of the actual facts? A. That is true. 

“Q. Does this tabulation of advertising expense refer 
solely to the Breast-0’-Chicken brand advertising? A. Al¬ 
most in its entirety; reference to any other brand is neg¬ 
ligible. I should say that over 99% of the advertising in¬ 
vestment listed was spent for Breast-0’-Chicken brand pro¬ 
motion. 

“Mr. MacKay. The tabulation identified by the witness 
is offered as Plaintiff’s Exhibit No. 12.” 

Mr. Schimmel. I have no objection. 

The Court. The exhibit will be received. 

(Tabulations referred to marked Plaintiff’s Exhibit 12 
and received in evidence.) 

“(Tabulation marked Plaintiff’s Exhibit No. 12 in Evi¬ 
dence to this deposition.) 

“Mr. MacKay. That is all.” 

Mr. MacKay. Now, the deposition of Carl Edwards: 

(Reading of deposition:) 

71 “Carl Edwards, called as a witness on behalf, of 
the plaintiff, sworn, testified as follows: 

Direct Examination 

“By Mr. MacKay: 

“Q. Your name is Carl Edwards? A. Carl or Charles A. 
Edwards. 

“Q. Will you state your home address? A. 1052 Cypress 
Avenue, San Diego, California. 

“Q. What is your business or occupation? A. I am Sec¬ 
retary-Treasurer for the Ambrose Company. 

“Q. What is the business of the Ambrose Company? A. 
Primarily operating tuna boats. 

“Q. Prior to January 1, 1950, what was the name of the 
Ambrose Company? A. Westgate Sea Products Company. 
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“Q. And when was the name changed to the Ambrose 
Company? A. January 18, 1950. 

“Q. And that company, meaning the Ambrose Company, 
has all of the records, books and accounts kept by Westgate 
Sea Products Company prior to January 1, 1950? 

72 A. Yes. 

“Q. What is your position with the Ambrose Com¬ 
pany? A. Secretary-Treasurer. 

“Q. And what was your position with Westgate Sea 
Products Company? A. Secretary-Treasurer. 

“Q. How long have you been Secretary-Treasurer of the 
Westgate Sea Products Company? A. I don’t believe I 
know that exactly; about ’46 or ’7—1946. 

“Q. When did you first go to work for Westgate Sea 
Products Company? A. On October 1,1943. 

“Q. And in what capactiy? A. Accountant and office 
manager. 

“Q. How long had you been in the accounting business? 
A. Oh, approximately 25 years. 

“Q. Are the books and records, accounts and so forth of 
the Ambrose Company, formerly known as Westgate Sea 
Products Company, under your supervision? A. Yes, sir. 

“Q. How long have those books and records and 

73 so forth been under your supervision? A. Oh, since 
1945. 

“Q. I will have this marked for identification as Exhibit 
13. Mr. Edwards, referring to Exhibit 13 for Identification, 
would you tell me what Exhibit 13, which consists of five 
pages, would you tell me what the figures represent? A. 
The first four pages represent the sales under the trade- 
name Breast-0’-Chicken for each year from 1934 through 
1949, itemized by sales territories and all other markets 
showing for each territory the number of cases sold and the 
sales value thereof, as well as the annual advertising ex¬ 
penditures for each year excepting 1934, as no figures were 
available at that time for that year. 
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“The fifth page represents a recapitulation of the first 
pages showing for the entire sixteen years the total number 
of cases and the total sales value thereof for each sales terri¬ 
tory and other markets together with the total advertising 
expenditures for the years 1935 through 1949. 

“Q. Was Exhibit 13 for Identification prepared under 
your supervision? A. Yes. 

74 “Q. Now, will you tell us what books and records 
of the Westgate Sea Products Company were used in 

the preparation of Exhibit 13 for Identification? A. The 
case sales were obtained from Cardex cards. The sales 
values "were arrived at by using the average sale prices of 
the merchandise for each year, and the advertising expendi¬ 
tures were taken directly from the expense ledger, which 
is a part of the general ledger, in our case. 

“Q. Mr. Edwards, can you tell us why you -were unable 
to make a compilation of the sales under Breast-0’-Chicken 
label from 1928 to 1934—through 1933? A. In the early 
years of the business all sales were treated similarly, and 
no breakdown was maintained as to brands. 

“ Q. Referring to the term used in Exhibit 13, ‘ Total Adv. 
Markets’, what do you mean, or what do you mean by the 
use of that term? A. The abbreviation ‘Adv.’ means ad¬ 
vertised and the segregation of our sales into advertised 
markets and total other markets represents the volume sold 
through our regular brokers and in which territories con¬ 
siderable advertising was done to promote the sale 

75 of goods and distinguished from the term ‘Total 
Other Markets’ where sales were made without the 

heavy concentration of advertising and promotional ac¬ 
tivity. 

“Mr. MacKay. The tabulation of the sales and adver¬ 
tising identified by the witness is offered in evidence as 
Plaintiff’s Exhibit No. 13.” 

Mr. Schimmel. No objection. 

The Court. The exhibit will be received. 
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(Tabulations referred to marked Plaintiff’s Exhibit 13 
and received in evidence.) 

“(Tabulation marked Plaintiff’s Exhibit No. 13, in Evi¬ 
dence to this deposition.)” 

The Court. We will take a short recess. 

(Thereupon, there was a brief informal recess, at the 
conclusion of which the proceedings were resumed as fol¬ 
lows:) 

Mr. MacKay. This is the deposition of Kenneth W. 
Camplin. 

(Reading the deposition:) 

“Kenneth W. Camplin a witness called on behalf of the 
plaintiff, being first duly cautioned and sworn by the Notary 
Public to tell the truth, the whole truth, and nothing but the 
truth testified as follows: 

“Direct Examination 
76 “ By Mr. MacKay: 

‘ ‘ Q. Will you please state your name and home address ? 
A. Kenneth W. Camplin, 115 Mill Street, Williamsville 21, 
New York. 

“Q. What is your occupation, Mr. Camplin? A. Treas¬ 
urer of Orchard Park Foods, Inc. 

“Q. Is that a corporation? A. Yes, a corporation of 
New York State. 

“Q. What is the business of Orchard Park Foods, Inc.? 
A. Purchasing and market of food. 

“Q. Does that include canned fish? A. Yes. 

“Q. Are you familiar with the use of the Chick-N-Like 
brand for tuna fish? A. Yes. 

“Q. Is this brand in use at the present time? A. Yes. 

“Q. How does the Chick-N-Like brand apply to the 
goods? A. Its label. 

“Q. Do you have available here labels showing actual 
use of the Chick-N-Like brand? A. Yes. 
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77 “Mr. MacKay. Will the Notary please mark this 
Chick-N-Like brand tuna label for identification as 

‘Plaintiff’s Exhibit #14?’ 

“(Chick-N-Like brand tnna label marked as ‘Plaintiff’s 
Exhibit #14’). 

“Q. Mr. Camplin, can you identify this label? A. Yes. 
“Q. Did you take that from your stock of labels here? 
A. Yes. 

“Q. Is this label in use at the present time? A. Yes. 
“Q. I notice that this label shows the name Orchard 
Parks Food, Inc., and ask you how long this particular label 
has been in use ? A. Since 1944. Prior to this, it was used 
under the name of Shield Foods, Inc. 

“Q. Was that a different corporation? A. It was merely 
a change of corporate name. 

“Q. Can you produce a label showing use of the Chick-N- 
Like brand under the name of Shield Foods, Inc. ? A. Yes. 
“Mr. MacKay: Will the Notary please mark this Chick- 
N-Like brand tuna label bearing the name Shield 

78 Foods, Inc. for identification as ‘Plaintiff’s Exhibit 
#15.’ 

“ (Chick-N-Like brand tuna label bearing the name Shield 
Foods, Inc. marked as ‘Plaintiff’s Exhibit #15.’) 

“Q. Do you know Mr. Camplin how long Shield Foods, 
Inc. used the Chick-N-Like brand for tuna? A. From 1938 
until the corporate name was changed to Orchard Park 
Foods, Inc. and it has been used by Orchard Park Foods, 
Inc. ever since. 

“Q. Has the brand been used continually since 1938? 
A. Yes. 

“Q. In what territory has the Chick-N-Like brand tuna 
been distributed and sold? A. In New York State and 
Northwestern Pennsylvania. 

“Q. Would you say that the volume of tuna fish sold 
under the Chick-N-Like brand has been substantial during 
that period? A. Yes. 

“Q. Is the Chick-N-Like brand of tuna advertised? A. 
Yes. 
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“Q. What forms of advertising have been used? A. Pri¬ 
marily newspaper, with possibly some radio an- 

79 nouncements. 

“Q. Does the advertising of the brand cover the 
state of New York and the portion of Pennsylvania men¬ 
tioned by you? A. Yes. 

“Q. Can you give the name of the newspaper in which 
the Chick-N-Like brand of tuna has been advertised? A. 
Buffalo Evening News. Rochester Chronicle. Syracuse 
Post Standard. Erie Dispatch Herald. 

“Q. Can you produce a representative specimen of this 
advertising? A. Yes. 

“Mr. MacKay: Will the Notary please mark the pages 
from the Post Standard for March 23, 1951 for identifica¬ 
tion as ‘Plaintiff’s Exhibit #16.’ 

“(Pages from the Post Standard for March 23, 1951 
marked as ‘Plaintiff’s Exhibit #16.’) 

“Q. I show you these pages from the newspaper and ask 
you if you can recognize the advertisement appearing 
therein? A. Yes. 

“Mr. MacKay: Will you encircle with red pencil the 
advertising of Chick-N-Like brand. 

“ (Mr. Camplin does as requested.) 

80 “Q. Mr. Camplin, do these pages indicate the name 
of the newspaper and the date of publication? A. 

Yes. From the Post Standard dated March 23, 1951. 

“Q. Where is the Post Standard published? A. Syra¬ 
cuse, New York. 

“Mr. MacKay. The labels and the newspaper advertise¬ 
ment are offered in evidence as ‘Plaintiff’s Exhibits Num¬ 
bers 14-15 and 16’ in the order identified by the witness.” 

Mr. Schimmel. I have an objection to all this testimony. 
I think it is wholly inadmissible in this proceeding on the 
grounds of irrelevance and immateriality. 

We are concerned here with the question of whether or 
not Chicken of the Sea and Breast-0’-Chicken are confus¬ 
ingly similar. We have no issues in connection with Chick* 
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N-Like. I see no relevancy or materiality to this testimony 
or these exhibits. 

The Court. What is the purpose of this ? 

Mr. MacKay. If the Court please, the purpose of this 
testimony is to help this Court in considering the question 
of registrability of the trade-mark Breast-0’-Chicken. 

WLen we investigated the record, the official record, we 
found that since 1932, which is the important day to 

81 us since that was the date of the last favorable deci¬ 
sion of the Ninth Circuit Court, the Patent Office 

has issued two registrations for trade-marks having as a 
part of the word “Chicken”. This registration in 1939 cov¬ 
ers the mark “Chick-N-Like”. No objection has been 
made since that date to the registration itself and no objec¬ 
tion has been made to the use of Chick-N-Like since 1939, 
as will be shown by this testimony. 

The second registration issued in 1947 covers the ex¬ 
pression “Spring Chicken” for codfish. This mark also 
was allowed by the Commissioner over the registration for 
the mark “Chicken of the Sea”; obviously because the 
Commissioner realized full well that Chick-N-Like and 
Spring Chicken were not confusingly similar to the mark 
“Chicken of the Sea”, and I submit, your Honor, this goes 
to the heart of the question here, a comparison of these 
marks. 

The Court. Aren’t you going a long way around to prove 
that fact? I think Mr. Schimmel would admit the issuance 
of the marks. 

Mr. Schimmel. Yes, I would admit the issuance of the 
marks; unquestionably. They could have just introduced 
the marks themselves as far as that is concerned, but they 
show they had been registered under the conditions under 
which they were registered. 

Mr. MacKay. We plan to do that, your Honor. We have 
the certifications here, but we wanted to go a step 

82 further because we think it is important that the 
Court be apprised of the fact that these two marks 
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have been in use over a long period of years without objec¬ 
tion, and we would like very much to have the record show 
that fact since we do regard it as important. 

The Court. As I see it, that is wholly irrelevant. I 
don’t see why you do regard it as important. 

Mr. MacKay. We regard it as important, your Honor, 
because it indicates the policy of the Commissioner during 
the period of time with which we are concerned, that is, 
between 1932 and the present date. 

Mr. Schimmel. I object to that intimation strongly. 

The Court. The Court thinks the objection is good, and 
the evidence so far read will go out. 

Mr. MacKay. Your Honor will accept the certifications 
of the registrations for the purpose of reference since 
counsel has agreed that— 

The Court. He has indicated that he will accept your 
statement that they were issued. 

Mr. Schimmel. Yes, I will, except under one condition, 
your Honor. They were issued under certain conditions 
which haven’t been brought forth here yet. 

If Plaintiff wishes to introduce copies of the registra¬ 
tions which will show on their face under what Act they 
were issued, I think that will be unobjectionable as far as 
I am concerned, but I might add for the record, this 
83 Chick-N-Like brand was issued under the Act of 
1920, and under the Act of 1905, and the other brand 
referred to shows on the fact that it has a prior use date 
prior to Chicken of the Sea. 

So, if he wishes to introduce those in evidence, I have 
no objection to those. 

The Court. I think I will have to limit the proof to the 
introduction of the marks. 

Mr. MacKay. As a matter of fact, counsel, we under¬ 
stand the significance of the prior use of Spring Chicken by 
Gorton-Pew Fisheries. That was one of the reasons why 
we wanted to introduce this testimony. It is really vital to 
our position in this matter as far as our own thiaking has 
been concerned. 
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Mr. Schimmel. I have no object to the introduction of 
the mark itself or producing the certified copy of the certi¬ 
fication, so you will have the whole case in front of the 
Court. « 

The Court. The Court will sustain Mr. Schimmel’s posi¬ 
tion. 

Mr. MacKay.. Then, your Honor, we will offer in evi¬ 
dence at this time the certified copy of the file wrapper and 
contents of registration 37365 dated October 12, 1939, is¬ 
sued to Shield Foods, Inc., Buffalo, New York, covering the 
mark ‘‘Chick-N-Like” for canned tuna fish as the exhibit 
next in order. 

Mr. Allen. We had better mark that Z. 

84 Mr. MacKay. Mark it Z. 

(File wrapper and contents referred to marked < 
Plaintiff’s Exhibit Z and received in evidence.) 

Mr. MacKay. I would also like to offer in evidence at 
this time a certified copy of registration 426636, dated Jan¬ 
uary 7,1947, covering the mark ‘‘Spring Chicken” for cod¬ 
fish in the name of Gorton-Pew Fisheries Company, Ltd., 
as Exhibit Z-2. 

They should be Z-l and Z-2. 

The Court. All right. Z-l and Z-2 received. 

(Certified copy of registration 426636 referred to marked 
Plaintiff’s Exhibit Z-2 and received in evidence.) 

Mr. MacKay. My understanding is correct, then, your 
Honor, that you will not hear the further testimony con¬ 
cerning the Spring Chicken and Chick-N-Like brands? 

The Court. Yes, that will be the ruling. 

Mr. MacKay. This is the deposition of J. George Winter. 

(Reading of Deposition:) 

4 

“J. George Winter was called as a witness by counsel for 
plaintiff and, having been first duly sworn, was examined 
and testified as follows: 


% 
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“Direct Examination 
“By Mr. MacKay: 

‘ * Q. State your name, please. A. J. George Winter. 

85 “Q. And your address. “A. 616 North Calvert 
Street, Baltimore 2, Maryland. 

“Q. What is your occupation? A. Food broker. 

“Q. Are you in business for yourself? A. Partnership, 
yes. I am the head of it right now. 

“Q. What is the name of the partnership? A- W. H. 
Bryan & Company. 

“Q. What is the address of W. H. Bryan? A. 616 North 
Calvert Street, Baltimore 2, Maryland. 

“Q. How long have you been in business as a food 
broker? A. Well, I started, of course, as a stenographer 
with the same company 43 years ago. 

“Q. You mean you have been with the same firm for 43 
years? A. Yes, all that time. 

“Q. What precisely is the nature of your work? A. Well, 
we represent manufacturers and packers and sell their 
products to wholesale distributors and chain store ware¬ 
houses, in the grocery field. 

86 “Q. Does that include canned fish? A. Oh, yes. 
“Q. Are you familiar with the products of the 

Westgate-Sun Harbor Company? A. Quite familiar. 

“Q. How long have you known of Westgate-Sun Harbor 
and its predecessor, the Westgate Sea Food Company? A. 
Well, the precise year we began representing them I am 
not quite positive, but it was around 1921 or ’22. 

“Q. Are you familiar with the use of the Breast-0 - 
Chicken brand of tuna? A. Oh, quite. We were advised 
regarding the introduction of the brand around 1927. I 
think it was brought out in ’26. There was a slight period 
before we were notified of it. We have been selling it ever 
since. 

“Q. What territory do you serve? A. We serve Balti¬ 
more—well, perhaps I had better put it this way: all of the 
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State of Maryland, and the District of Columbia, and two 
counties on the Eastern Shore of Virginia. 

“Q. In view of your experience, what does the no- 

87 tation Breast-0’-Chicken mean to you? A. Well, of 
course, Breast-O’-Chicken to me means a brand of 

tuna fish packed by Westgate-Sun Harbor Company. 

“Q. Is it a part of your work to contact wholesalers, 
jobbers, and retailers of canned fish? A. Yes. We contact 
all outlets—or, if that is not the right way to put it—who 
have to do with the distribution of canned fish. Taking in 
wholesalers, retailers, chain stores, and institutions, sup¬ 
ply houses, and anyone that handles canned fish, either 
wholesale or retail. 

“Q. Are you familiar with the use of any other brands 
of tuna fish that have as a part of the word “chicken”? A. 
I can say yes, of course, because I have heard of other 
brands and have had some little contact with them. Nat¬ 
urally not as much as the Breast-O’-Chicken, but Chicken 
of the Sea I have known for years; Chicken Salad brand is 
another one. There are one or two others that I cannot 
recall the names. 

“Q. Since the time when you first began to sell Breast- 
O’-Chicken tuna, have you ever received information as to 
any confusion arising out of the use of Breast-0 

88 Chicken with respect to any other brand of tuna ? A. 
Never. Never. Not from anyone; wholesaler, chain, 

retailer, consumer, anyone. I might, incidentally, add that 
we represent and sell other products in the grocery field 
and occasionally we do have consumer complaints regard¬ 
ing quality or some difficulty in getting brands, or what-not, 
but we have never had a complaint at all of any kind from 
anyone. 

“Mr. MacKav. Do you want to ask any questions, coun¬ 
sel? 
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‘ ‘ Cross-Examination 
“By Mr. Schimmel: 

“Q. Do you handle Chicken of the Sea? A. No, sir. 

“Mr. Schimmel. That is all. 

“Mr. MacKay. That is all.” 

Mr. Schimmel. I would like to interpose an objection to 
the portion of this deposition relating to the question of 
confusion of Breast-0’-Chicken with other brands of tuna 
' having the name “chicken” in them. It is my position, I 
think^s I indicated in my opening statement yesterday, 
that evidence with respect to confusion of these two marks 
is inadmissible in this second proceeding. It was perfectly 
all right to have introduced such evidence in the first case, 
but in this case that evidence of confusion, we be- 
89 lieve, is foreclosed by the decision of the Court of 
Appeals in the Hemphill case I referred to yesterday. 

The issue of confusing similarity between the two marks 
involved here is in essence res judicata and any reference, I 
think, to the testimony with respect to lack of confusion is 
inadmissible in this case. I would like to strongly urge that 
objection. 

The Court. The objection will be overruled but, in doing 
that, I should announce that there will be given no consid¬ 
eration or no weight if the Court comes to the conclusion 
that Mr. Schimmel is right on his proposition of law. 

Mr. Schimmel. Thank you. 

Mr. MacKay. Now, this is the deposition of William J. 
Thomas. 

(Reading of deposition.:) 

“William J. Thomas was called as a witness by counsel 
for plaintiff and, having been first duly sworn, was ex¬ 
amined and testified as follows: 
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“Direct Examination 
“By Mr. MacKay: 

“Q. State your name and address. A. William J. 
Thomas, 121 East Falls Avenue, Baltimore 2, Mary¬ 
land. 

90 “Q. What is your occupation? A. Wholesale 
grocer. 

“Q. Are you in business yourself? A. I am vice presi¬ 
dent of the Baltimore Wholesale Grocery Company. 

“Q. Where is your business located? A. At the address 
of 121 East Falls Avenue. 

“Q. And what is the business of that firm? A. Whole¬ 
sale grocery. Selling groceries to retailers. 

“Q. How long have you been in this business? A. Since 
1906. 

“Q. With the same firm? A. Yes. 

“Q. What have your duties been during that time, 
briefly? A. Well, I would sum it up by saying from office 
boy to vice president, all along the line. 

“Q. Are you familiar with the Westgate-Sun Harbor 
Company? A. Yes. 

“Q. Are you familiar with the Breast-0’-Chicken brand 
of tuna fish? A. I am. 

“Q. How long have you known of the use of 

91 Breast-0’-Chicken as a brand for tuna? A. Oh, I 
would say roughly since 1931, just about. 

“Q. Incidentally, has your firm been selling Breast-0’- 
Chicken tuna continuously since that time? A. Yes. 

“Q. In what territory? A. Well, we sell in Baltimore 
and throughout the State of Maryland. Not all points in 
Maryland, but, oh, I will say a radius of 55 or 60 miles from 
Baltimore. 

“Q. As a part of your work have you had occasion to 
contact jobbers and retailers and other purchasers of tuna 
fish? A. Retailers. We are classed as wholesalers or job¬ 
bers. We sell to retailers. 


“Q. To your knowledge has there ever been any con¬ 
fusion in the trade between the use of the Breast-0 ’- 
Chicken brand with any other tuna brand! A. To my 
knowledge, no. We handle two or three other brands. 

“Mr. Schimmel. That is a rather broad, indefinite ques¬ 
tion—‘any other brand.’ 

“The Witness. Yes. We sell other brands. 

“By Mr. McKay: 

92 “Q. I might amplify that by saying any other tuna 
brand having as a part the word ‘chicken’. A. No. 

We carry no other tuna. We carry other tunas but noth¬ 
ing with the word ‘chicken’ in it. 

“Q. No. The question was whether or not you had ever 
heard of any confusion arising between the use of Breast- 
0’-Chicken and any other brand. A. No, and we probably 
would not have, because we handle nothing else with the 
name of ‘chicken’ in it. Our other brands are Blue Rib¬ 
bon, Bumble Bee, Star Kist, and Breast-O’-Chicken. 

“Q. In the light of your experience in the food business, 
what does the notation ‘Breast-O’-Chicken’ mean to you as 
applied to fish! A. That to us is a brand of tuna packed 
by the Westgate-Sun Harbor Company of California. 

“Mr. MacKay. Any questions! 

“Mr. Schimmel. No questions.” 

Mr. MacKay. The deposition of Aaron L. Fine. 

(Reading of deposition:) 

“Aaron L. Fine was called as a witness by counsel for 
plaintiff and, having been first duly sworn, was examined 
and testified as follows: 

93 ‘ ‘ Direct Examination 

“By Mr. MacKay: 

“Q. Will you state your name and address? A. Aaron 
L. Fine, 401 West Lexington Street, Baltimore, Maryland. 

“Q. What is your business, Mr. Fine? A. We are retail 
grocers. 
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“Q. Are you in business for yourself? A. No, I work 
for Sekreiber Brothers. 

“Q. What is the address of that firm? A. 401 West Lex¬ 
ington. 

“Q. Mr. Fine, how long have you been in the retail 
grocery business? A. Since 1938. 

“Q. And will you state briefly what your duties have 
been in connection with the work at Schreiber Brothers? 
A. I am the dry grocery buyer and merchandiser of the en¬ 
tire grocery department. 

“Q. Are you familiar with the Breast-0’-Chicken brand 
of tuna fish? A. Yes, I am. 

“Q. How long have you known of the use of that brand? 
A. Oh, since about 1927. 

94 “Q. To your knowledge, has the Schreiber Broth¬ 
ers been selling Breast-0’-Chicken tuna continuously 

since that time? A. Schreiber Brothers has been selling 
Breast-0 ’-Chicken tuna since 1938. I could add that previ¬ 
ous to this time I w T as in the wholesale business, previous 
to 1938. 

“Q. And with whom? A. With A. J. Fine & Sons. 

“Q. And how long were you employed by A. F. Fine? 
A. Around 12 years. 

“Q. And what vras the business of A. J. Fine? A. Whole¬ 
sale grocers. 

“Q. To your knowledge did A. J. Fine sell Breast-0’- 
Chicken tuna? A. We did. 

“Q. In what territory did A. J. Fine distribute? A. In 
Baltimore and vicinity. 

“Q. Has it been a part of your work, Mr. Fine, to 
actually wait on the trade, so to speak, or meet the actual 
consumers? A. No, we are self-service. People come in 
and buy the merchandise. 

95 “In other words, we place the merchandise on a 
counter and people come in and pick out whatever 

they want. 
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“Q. And what is the practice with respect to canned fish? 
A. Well, our store is more or less departmentized. In other 
words, we would have one canned fish department. We 
would have a shelf, oh, it is approximately 35 feet long, 
with canned fish on it, including tuna fish and salmon, and 
a few other brands of canned fish. 

“Q. You mean various brands of canned fish? A. Vari¬ 
ous brands and various items. 

“Q. Would you say that in connection with your work 
you are familiar with the buying habits of your customers? 
A. I would say that I am. 

“Q. Would you say that, generally speaking, customers 
buy by brand? A. Generally speaking, they do. They 
either buy by brand or they will buy on account of price. 

“Q. And when they buy by brand, as far as you know 
do they normally purchase any particular brands ? A. Oh, 
yes. They would purchase particular brands. In fact, most 
of the purchasing, I would say, is done by brands, familiar 
brands. 

96 “Q. What would you say was the effect, then, of 

advertising on the sale of particular brands? A. 
Well, evidently the more people advertise the more that 
particular brand sells. 

“Q. Are you familiar with the advertising of the Breast- 
0’-Chicken brand of tuna in the Baltimore area? A. Some¬ 
what ; yes. 

“Q. Are you familiar with the use of any other tuna fish 
brands in your area that have as a part the word ‘chicken’? 
A. Yes, I am familiar with that. 

“Q. Can you name any of them? A. Well, we carry one 
called Chicken Salad brand. 

“Q. To your knowledge, as a retail grocer, has there 
ever been any indication of confusion arising between the 
use of the Breast-0’-Chicken brand and any other brand 
for tuna, having as a part the word ‘chicken’? A. Not to 
my knowledge. We have been carrying the brands for a 
good while. 

“Mr. MacKay. Your witness. 
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‘ ‘ Cross-Examination 
“By Mr. Schimmel: 

97 “Q. Did I understand you to say do you not carry 
Chicken of the Sea brand? A. We do not. 

“Q. Have you ever carried it? A. Yes, we have, to a 
very small degree. In fact, I don’t think we have had the 
brand in the store for six or seven years. 

“Mr. Schimmel. That is all.” 

Mr. Schimmel. Just to complete the record, your Honor, 
I would enter my objection to the testimony of the last tvro 
witnesses as well. 

The Court. And the ruling will be the same. 

Mr. MacKay. Your Honor, that concludes our testimony, 
and I see that it is 12:30. Does your Honor wish to hear 
arguments? 

Mr. Schimmel. I wanted to introduce to evidence the 
folder as our evidence in the case. 

The Court. Yes. 

Mr. Schimmel. The folder which includes the trade-mark 
registration 97192, Chicken of the Sea; the drawing of the 
application for registration of Breast-0’-Chicken; the ex¬ 
aminer’s statement in which the registration was refused 
and the decision of the Assistant Commissioner affirming 
its rejection by the Examiner. 

That will be our evidence. 

98 (The folder referred to was marked Defendant’s 
Exhibit No. 1 and received in evidence.) 

The Court. Mr. MacKay has asked whether the Court 
desires oral argument. 

I must indicate this: as I announced yesterday, I do have 
a matter which has been specially set for hearing at 1:30. 
At 3:30 today we have memorial exercises in the Court of 
Appeals for our deceased brothers. So it will be necessary 
for me to be there somewhat in advance of 3:30 because the 
different members of our several courts, I suppose, all as¬ 
semble. 
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So I doubt if we could do very much in the way of oral 
argument today. 

If counsel desires it, I will hear you Monday morning; if 
you prefer, I will review the matter on the written argu¬ 
ments, and I assume that what was handed me this morn¬ 
ing designated as a brief on behalf of the Plaintiff perhaps 
fully covers your contention. 

Mr. MacKay. Well, we hope it does, your Honor. 

The Court. Yes. And Mr. Schimmel asked for the op¬ 
portunity of replying to that. 

About how much time do you want for that, Mr. Schim¬ 
mel? 

Mr. Schimmel. Possibly a week would be all right for 
me, if that isn’t too much. 

The Court. Well, suppose then, if it is agreeable 
99 to counsel, that Mr. Schimmel be permitted within 
the next week, before the end of next week, to file his 
reply brief, and then—you are going back to California, I 
suppose. 

Mr. MacKay. Yes, sir. 

The Court. Would the following week give you time 
enough to make any necessary replies to new matter sug¬ 
gested by Mr. Schimmel? 

Mr. MacKay. Well, we would prefer to have a little more 
time, if the Court please. 

Mr. Schimmel. I was thinking that it takes possibly two 
or three days for the mail to get out there. 

Mr. MacKay. Yes. 

The Court. Then suppose it be understood that any reply 
which you wish to make to Mr. Schimmel’s brief, be made 
within ten days? 

Mr. MacKay. That is better, yes, sir. 

The Court. That will be ten days—let me see, Mr. Schim- 
wel’s brief will be in by June 2—well, let us say by the 15th 
of June. 

Mr. MacKay. Thank you, sir. 

The Court. That will give you time. 
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Mr. MacKay. Yes, sir. 

The Court. Very well, gentlemen. 

(Thereupon, the instant hearing was concluded.) 


Plaintiff’s Exhibit No. 12 


Filed May 23 1951 
Westgate Sea Products Company 


Annual Advertising Expenditure for Media 
4-23-51 pr 


Year 

Amount 

1928 

$ 4,000.00 

1929 

14,000.00 

1930 

30,000.00 

1931 

35,000.00 

1932 

35,000.00 

1933 

35,000.00 

1934 

39,697.00 

1935 

43,377.93 

1936 

42,359.93 

1937 

54,869.00 

1938 

53,719.13 

1939 

55,551.30 

1940 

69,342.13 

1941 

79,418.06 

1942 

86,974.53 

1943 

37,197.74 

1944 

43,037.70 

1945 

96,763.26 

1946 

114,196.60 

1947 

124,512.60 

1948 

120,542.00 

1949 

174,918.73 

1950 

467,436.53 


f Estimates 


$1,856,914.17 



Plaintiff's Exhibit No. 13 
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$96,763.26 $114,196.60 $124,512.60 $227,549.42 
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VOLUME OF SALES UNDER TRADE NAME “BREAST 
O’CHICKEN” 1934 THROUGH 1949 

RECAPITULATION 


Markets 

Total Cs. (Units) 

Total Value (Dollars) 

San Diego, Calif. 

132,018 

$1,467,890.80 

Houston, Tex. 

113,174 

1,370,428.05 

New Orleans, La. 

133,504 

1,660,688.17 

Baltimore, Md. 

328,289 

3,430,048.07 

Rochester (includ. Syracuse) 

65,549 

794,685.04 

Buffalo, N. Y. 

259,090 

2,788,550.90 

Newark, N. J. 

26,703 

172,783.96 

Pittsburgh, Pa. 

93,254 

928,378.10 

Detroit, Mich. 

314,423 

3,385,697.17 

Toledo, Ohio 

29,425 

239,624.10 

Phoenix, Ariz. 

47,675 

589,283.44 

Cleveland, Ohio 

4,791 

30,895.66 

Grand Rapids, Mich. 

50,403 

653,633.53 

San Antonio, Tex. 

871 

5,959.95 

Milwaukee, Wis. 

45,636 

626,650.76 

Dallas, Tex. 

8,966 

146,414.78 

Total Adv. Mkts. 

1,653,771 

18,291,612.48 

Total Other Mkts. 

592,298 

7,277,255.18 

Grand Total 

2,246,069 

$25,568,867.66 

Total Advertising Expenditures _ _ 

_$1,204,612.20 
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Defendant’s Exhibit No. 1 

(filed Nov. 29, 1951) 

Renewed to Van Camp Sea Food Co., Inc., a corporation of 

California. 

UNITED STATES PATENT OFFICE. 

White Stab Canning Company, of Los Angeles, 

California. 

Trade-Mark for Certain Named Foods. 

97,192. Registered May 19, 1914. 

Application filed December 22, 1913. Serial No. 74,792. 

Statement. 

To all whom it may concern: 

Be it known that White Star Canning Company, a cor¬ 
poration organized and existing under the laws of the State 
of California, and having an office in the city of Los An¬ 
geles, county of Los Angeles, and State of California, has 
adopted and used the trade-mark shown in the accompany¬ 
ing drawing, for tuna-fish and pure olive-oil and olive-oil 
with cotton-seed oil and salad-oil, in Class No. 46, Foods 
and ingredients of foods. 

The trade-mark has been continuously used in the busi¬ 
ness of said corporation since July 1912. 

The trade-mark is applied or affixed to the goods or to the 
packages containing the same, by placing thereon a printed 
label on which the trade-mark is shown. 

White Star Canning Company, 

By W. C. King, 

President. 


CHICKEN OF THE SEA 


DECLARATION 

State of California, county of Los Angeles.—ss. 

W. C. King, being duly sworn, deposes and says; that he 
is the president of the corporation, the applicant named in 
the foregoing statement; that he believes the foregoing 
statement is true; that he believes said corporation is the 
owner of the trade-mark sought to be registered; that no 
other person, firm, corporation or association, to the best 
of his knowledge and belief has the right to use said trade¬ 
mark in the United States, either in the identical form or 
in any such near resemblance thereto as might be calculated 
to deceive; that said trade-mark is used by said corporation 
in commerce among the several States of the United States; 
that the description and drawing presented truly represent 
the trade-mark sought to be registered, and that the speci¬ 
mens show the trade-mark as actually used upon the goods. 

W. C. King. 

Subscribed and sworn to before me this 4th day of De¬ 
cember, 1913. 

[us.] Lorraine E. Durrow, 

Notary Public. 

Republished, under the Act of 1946, Mar. 29, 1949, by 
Van Camp Sea Food Co., Inc., Terminal Island, Calif. 




APPLICATION 
Mol 546256 


ACT OP 1046 


BREASTO : CHI(KEN 


PROPRIETOR. 


do. 
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em Paper No. 6 

Mailed Aug 111949 

IN THE UNITED STATES PATENT OFFICE 

Applicant: Westgate Sea Products Co. 

Trade-Mark for Canned Tuna Fish 
Serial No. 546,256 
Attorney: William G. Mackay 
111 Sutter Street 
San Francisco 4, Calif. 

Before the Commissioner on Appeal. 

Examiner’s Statement 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register, under the provisions of the Act of July 5, 
1946, for “Canned tuna fish”, a mark consisting of the 
words “Breast-0’-Chicken”. 

The ground of refusal is that the mark is confusingly 
similar to the trade-mark “Chicken of the Sea”, regis¬ 
tered for tuna fish and pure olive-oil and olive-oil with cot¬ 
tonseed oil and salad oil on May 19,1914, No. 97,192, by the 
White Star Canning Company, of Los Angeles, California. 
This trade-mark was renewed on February 12, 1934, and 
was republished on March 29, 1949 under the provision of 
Section 12(c) of the Act of July 5, 1946 by the Van Camp 
Sea Food Co., Inc., Terminal Island, Los Angeles County, 
California. 

The Examiner’s final refusal is based upon the decision 
of the United States Court of Customs and Patent Appeals 
in the case of Van Camp Sea Food Co., Inc. v. Westgate 
Sea Products Co., 526 C.D. 1931; 21 T.M. Bep. 261, wherein 
it was held that the term “Breast O’ Chicken” used as a 
trade-mark for canned fish was not registrable over the 
term “Chicken Of The Sea” used upon similar goods for 
the reason that the marks were confusingly similar. The 
Act of 1946, like that of its predecessor, indicates that 
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registration should be refused when the mark presented 
so resembles a registered mark as to be likely to cause con¬ 
fusion or mistake or to deceive purchasers. Section 2(d). 
In view of the foregoing, it is believed that this Office is 
bound to adhere to the finding of the court in the above 
cited case on the question of the registrability of the mark 
in issue until otherwise advised by said court or other com¬ 
petent authority. 

Appellee contends that the Examiner has failed to give 
full weight to the decision in Van Camp Sea Food Co. v. 
Westgate Sea Food Products Co., 28 F. (2d) 957, C.C.A. 
9th Circuit. Decisions of this character, when applicable, 
ought to be and are entitled to great respect here. They 
are, however, to be regarded as persuasive but not con¬ 
clusive. Van Camp Sea Food Co. v. The Alexander B. 
Stewart Organizations 566 C.D. 1931. The district and cir¬ 
cuit court of appeals in the case cited by appellee were not 
concerned with the issue of registrability, but primarily 
with the question of use. Under the statute, it is the 
Examiner’s duty to determine the registrability of 
appellee’s mark. Our jurisdiction concerns the right to 
register, while the jurisdiction of the constitutional courts, 
in the case above referred, involved the right to use. Van 
Camp Sea Food Co. v. The Alexander B. Stewart Organiza¬ 
tion, supra; California Packing Corp. v. Tillman & Bendel, 
17 C.C.P.A. 1048, 40 F. (2d) 108, 394 O.G. 789; B. F. Good¬ 
rich Co. v. Hockmeyer, 17 C.C.P.A. 1068, 40 F.(2) 99, 394 
O.G. 795. 

For the above reasons, the refusal to register is con¬ 
sidered proper. 


H. E. Kaschttb 
Examiner 
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Docket Division 
Feb 28 1950 
Copy Mailed 

NLS 

Hearing: 

November 15, 1949. 

In the United States Patent Office 
Ex parte Westgate Sea Products Co. 

Appeal 

Vol. 171—Page No. 717 

Application for registration of a trade-mark on the 
Principal Register under the Trade-Mark Act of 1946, 
for canned tuna fish, application filed January 5,1948, 
Serial No. 546,256. 

William G. Mackay for applicant. 

This is an appeal from the action of the examiner of 
trade-marks finally refusing an application for registration 
of a trade-mark for “canned tuna fish,” under the Trade- 
Mark Act of 1946. The mark sought to be registered con¬ 
sists of the words “Breast-0’-Chicken.” Registration has 
been refused pursuant to section 2(d) of the Trade-Mark 
Act of 1946 in view of prior registration No. 97,192, of the 
trademark “Chicken Of The Sea” for tuna fish and other 
products, registered May 19, 1914, and renewed. 

In finding the marks confusingly similar, the examiner 
followed the decision of the United States Court of 
Customs and Patent Appeals in Van Camp Sea Food Co., 
Inc. v. Westgate Sea Products Co., 18 C.C.P.A. 1311, 48 
Fed. (2d) 950,decided April 29,1931. That case involved an 
opposition to an application by this applicant for registra- 
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tion of the mark here involved, the opposition having been 
brought by the owner of the prior registration on which 
the present application has been refused. The court held 
that the applicant was not entitled to registration of this 
mark, finding specifically that confusion in the mind of the 
public would result in view of the prior use of the mark of 
the registration now cited by the examiner. 

On this appeal applicant contends that the marks are not 
confusingly similar, and that the examiner should have fol¬ 
lowed certain decisions of the Circuit Court of Appeals for 
the 9th Circuit. It is further contended that the applicant 
is, in any event, entitled to a concurrent registration of its 
mark in accordance with the “concurrent use proviso” of 
section 2(d) of the Trade-Mark Act of 1946. 

The cases involving the marks here under discussion and 
others related thereto which are referred to by the 
examiner and the applicant are as follows: 

(1) Van Camp Sea Food Co., Inc. v. Westgate Sea 
Products Co., 28 Fed. (2d) 957, Circuit Court of 
Appeals, 9th Circuit, decided November 5, 1928, in 
which the court affirmed an order of the District 
Court which dismissed the complaint of the owner of 
registration No. 97,192 (the prior registration here 
relied on) against the present applicant for infringe¬ 
ment of that prior registration through applicant’s 
use of the same mark here sought to be registered. 

(2) Van Camp Sea Food Co., Inc. v. Westgate Sea 
Products Co., Court of Customs and Patent Appeals 
(18 C.C.P.A. 1311) decided April 29, 1931, in which 
the court held that applicant was not entitled to 
registration of the mark for which it now seeks 
registration because of its confusing similarity to 
the mark of the prior registration above referred to. 
This is the case above referred to which the 
examiner followed and apparently regarded as con¬ 
trolling. 


(3) Van Camp Sea Food Co., Inc. v. The Alexander B. 
Stewart Organizations, 18 C.C.P.A. 1415, 50 Fed. 
(2d) 976, Court of Customs and Patent Appeals 
decided May 27, 1931, in which the mark of the 
applicant was not involved, but in which another 
opposition, based upon the prior registration here 
considered, was sustained by the Court of Customs 
and Patent Appeals, the decision referring to the 
prior decisions mentioned under paragraphs 1 and 
2, supra. 

(4) Van Camp Sea Food Co., Inc. v. Cohn-Hopkins, et 
al., Circuit Court of Appeals, 9th Circuit, 56 Fed. 
(2d) 797, 12 U.S.P.Q. 487, decided March 14, 1932, 
which was an infringement suit brought against this 
applicant and other parties defendant, including The 
Alexander B. Stewart Organizations for infringe¬ 
ment of the same registration over which the 
applicant’s present application has been refused. 
The Circuit Court of Appeals for the 9th Circuit 
affirmed the dismissal of this infringement suit and 
held that the owner of that prior registration (No. 
97,192,) was not entitled to an injunction preventing 
this applicant’s use of the mark here involved. 

In Van Camp Sea Food Co., Inc. v. Packman Bros., de¬ 
cided September 9, 1933, 4 Fed. Supp. 522, 19 U.S.P.Q. 37 
(affirmed by the Circuit Court of Appeals, Third Circuit, 
79 Fed. (2d) 511, 27 U.S.P.Q. 1), the United States District 
Court, District of New Jersey considered an infringement 
suit brought by the owner of the prior registration here 
involved against a third party using a mark differing from 
that of this applicant but had occasion to refer to the fore¬ 
going series of cases. 

It is the applicant’s contention that there is conflict be¬ 
tween the decisions of the Court of Customs and Patent 
Appeals and those of the Circuit Court of Appeals above 
referred to and that the examiner should have followed 
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the later decision of the Circuit Court of Appeals (12 
U.S.P.Q. 487, 56 Fed. (2d) 797.) If there were conflict 
between these decisions, it would in my opinion be neces¬ 
sary to follow that of the Court of Customs and Patent 
Appeals (18 C.C.P.A. 1311). That decision passed directly 
on the statutory question of the right of registration and 
the likelihood of confusion between the marks here in¬ 
volved, which were not considered nor referred to by the 
Circuit Court of Appeals. The only question involved in 
the equity proceedings was the right of the plaintiff there 
involved (the owner of the prior registration set up by the 
examiner) to the injunction against this applicant’s con¬ 
tinued use of its mark. In the Circuit Court of Appeals 
(9th) decision (Van Camp Sea Food Co., Inc. v. Cohn- 
Hopkins et al., 56 Fed. (2d) 797, 12 U.S.P.Q. 487), the 
Court did not consider the question of confusing similarity 
of the goods and no reference to that subject appears in 
the decision. The two courts therefore had different sub¬ 
ject matter under consideration. Speed Products Com¬ 
pany, Inc. v. Tinnerman Products, Inc., 83 U.S.P.Q. 490 
(Circuit Court of Appeals for the Second Circuit); Na¬ 
tional Fruit Products Company, Inc. v. Dwinell-Wright 
Company, 47 Fed. Supp. 499, 55 U.S.P.Q. 199 (Circuit 
Court of Appeals for the First Circuit); and Skelly Oil Co. 
v. Powerine Co., 24 C.C.P.A. 790, 86 Fed. (2d) 752. In the 
case last cited the Court of Customs and Patent Appeals 
said: 

“In equity, the parties offtimes get themselves into 
such a position that there is no way to prevent result¬ 
ing confusion from the concurrent use of similar 
marks. Applicant’s contention amounts to arguing 
that since the registrations in the Patent Office show 
that there is already confusion, it should be permitted 
to further confuse the public.” 

It is also clear from the decisions of the Court of Customs 
and Patent Appeals and the Circuit Court of Appeals in¬ 
volving the mark here under consideration that neither 
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> court regarded the decisions referred to as conflicting. In 
Van Camp Sea Food Co., Inc. v. Westgate Sea Products 
Co., (summarized in numbered paragraph 2 above), [18 

> C.C.P.A. 1311, 9 U.S.P.Q. 417] the Court of Customs and 
Patent Appeals referred to the earlier decision of the Cir¬ 
cuit Court of Appeals, 28 Fed. (2d) 957, and found that 

* that decision did not indicate that the applicant’s mark 

» was entitled to registration. 

In the second decision of the Court of Customs and Pat¬ 
ent Appeals, summarized under numbered paragraph 3 
above, (Van Camp Sea Food Co., Inc. v. Alexander B. 

* Stewart Organizations, 18 C.C.P.A. 1415, 50 Fed. (2d) 
976) the court of Customs and Patent Appeals referred to 

* the first decision of the Circuit Court of Appeals and said: 

“Under the statute our duties in reviewing decisions 
of the Commissioner of Patents in trade-mark cases 
are quite different from those of a district or circuit 

* court of appeals in actions such as have been herein- 
before referred to. We determine the correctness of 
the Commissioner’s ruling on the registrability of the 
trade-mark. The district and circuit courts of appeals, 

, in the above cases, were not concerned with this ques¬ 

tion. Our jurisdiction involves the question of the 
right to register, while the jurisdiction in the cases 
above referred to involves the right to use. California 

^ Packing Corp. v. Tillman & Bendel, 17 C.C.P.A. (Pat- 

* ents) 1048, 40 F. (2d) 108, 394 O.G. 789; B. F. Good¬ 
rich Co. v. Hockmever, 17 C.C.P.A. (Patents) 1068, 
40 F. (2d) 99, 394 O.G. 795.” (Emphasis in decision 
as reported in 1931 C.D. 566.) 

In the second decision of the Circuit Court of Appeals 

> of the Ninth Circuit (summarized in numbered paragraph 
4 above) [56 Fed. (2d) 797], the court referred to the de¬ 
cision of the Court of Customs and Patent Appeals, 18 
C.C.P.A. 1311, 48 Fed. (2d) 950, and to the intervening 

„ decision of that court (Van Camp Sea Food Co., Inc. v. 

The Alexander B. Stewart Organizations, 18 C.C.P.A. 1415, 

k 50 Fed. (2d) 976, and said: 
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“These cases did not involve the question of appel¬ 
lant’s right to the exclusive use of the phrase ‘Chicken 
of the Sea’ as a trade-mark. The Court of Customs 
and Patent Appeals recognized that it had no juris¬ 
diction to decide that question. (Van Camp, etc. v. 
A. B. Stewart Organizations, 50 F. (2d) 976, supra).” 
[18 C.C.P.A. 1415] 

Applicant contends, however, that the second decision of 
the Circuit Court of Appeals of the Ninth Circuit above 
referred to, 52 Fed. (2d) 797, 12 U.S.P.Q. 487, constitutes 
a final holding that there is no confusion nor likelihood of 
confusion between the marks here involved. As already 
indicated the court did not mention this question, but held 
in effect that the plaintiff there involved had no enforce¬ 
able rights under its registration. The reference to the 
prior decisions of the Court of Customs and Patent Ap¬ 
peals on the subject of registration includes nothing which 
could be construed as indicating the existence of any con¬ 
flict. 

In Van Camp Sea Food Co., Inc. v. Packman Bros., 4 
Fed. Supp. 622, 19 U.S.P.Q. 37 (affirmed by the Circuit 
Court of Appeals, Third Circuit, 79 Fed. (2d) 511, 27 U.S. 
P.Q. 1), the United States District Court, District of New 
Jersey had occasion to comment on this same series of 
decisions and said: 

“These decisions in the Patent Appeals Court are 
based upon the duties of the Commissioner under given 
circumstances, and are clearly differentiated from the 
Ninth Circuit cases, wherein the validity of the com¬ 
plainant’s trade-mark was directly attacked.” 

In view of the foregoing I can find no basis for the ap¬ 
plicant’s contention that the decision of the Circuit Court 
of Appeals overruled, or in any way questioned, the hold¬ 
ing of the Court of Customs and Patent Appeals as to con¬ 
fusing similarity of the marks here involved. The ques¬ 
tion before the Court of Customs and Patent Appeals arose 
under the Trade-Mark Act of 1905 while the present ap- 
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plication is under the Act of 1946. The pertinent provi¬ 
sions of Section 5 of the Trade-Mark Act of 1905 and Sec¬ 
tion 2(d) of the Trade-Mark Act of 1946 appear to be in 
effect the same so far as they apply to a case such as this 
where the goods of the parties are identical. Section 2(d) 
requires refusal of the registration of a mark “which con¬ 
sists of or comprises a mark which so resembles a mark 
registered in the Patent Office # # * as to be likely, when 
applied to the goods of the applicant, to cause confusion 
or mistake or to deceive purchasers * * * .” The corre¬ 
sponding section of the provisions of Section 5 of the 
Trade-Mark Act of 1905 refers to “ # * * trade-marks * # * 
which so nearly resemble a registered or known trade-mark 
* * * appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in 
the mind of the public or to deceive purchasers • • • .” 
Accordingly as applied to identical products the Trade- 
Mark Act of 1946 requires refusal of registration of a 
mark confusingly similar to that of a prior registration, 
and the first decision of the Court of Customs and Patent 
Appeals above referred to, Van Camp Sea Food Products 
Co. v. Westgate Sea Products Co., 18 C.C.P.A. 1311, 48 
Fed. (2d) 950, specifically found that to be the case as to 
the marks here involved. That decision having been made 
in a proceeding under the Act of 1905 may not technically 
be res judicata in the instant proceeding, but the reasons 
set out therein for finding the marks to be confusingly 
similar appear persuasive and it should be followed unless 
some intervening change requires an opposite conclusion. 
Accordingly, in my opinion, the examiner was correct in 
holding that the registration sought must be refused in 
view of the prior registration No. 97,192. 

Applicant further contends that the registration of its 
mark is required under the so-called “concurrent use pro¬ 
viso” of Section 2(d) of the Trade-Mark Act of 1946. That 
section provides: 
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“ * * * That the Commissioner may register as con¬ 
current registrations the same or similar marks to 
more than one registrant when they have become en¬ 
titled to use such marks as a result of their concurrent 
lawful use.” 

It is, however, specifically provided that the Commissioner 
or a court must determine as a prerequisite to the granting 
of such a registration, that confusion or mistake or deceit 
of purchasers is not likely to result, and as to the marks 
here involved, it has heretofore been found by the Court 
of Customs and Patent Appeals that such confusion is 
likely. Applicant contends that the question of confusion 
or likelihood thereof need not be considered and that the 
only portion of the proviso which need be considered is 
that which reads: 

“ * * * and concurrent registration may be simi¬ 
larly granted by the Commissioner with such condi¬ 
tions and limitations when a court has finally deter¬ 
mined that more than one person is entitled to use the 
same or similar marks in commerce * * * .” 

It is argued by applicant that this portion of Section 2(d) 
is mandatory and requires registration without reference 
to the requirements of the proviso as to lack of likelihood 
of confusion or mistake. A reading of the entire section 
negatives this construction and it is believed that regis¬ 
tration may be “similarly granted” only when it is found 
that there is no likelihood of confusion. As already indi¬ 
cated, this was not the holding of the Circuit Court of 
Appeals of the Ninth Circuit, 56 Fed. (2d) 797, 12 U.S.P.Q. 
487, which made no reference to this question. That deci¬ 
sion had no reference to registration, and its context would 
contradict any suggestion that the court regarded marks 
such as that of applicant as registrable. In fact, if that 
decision were to be followed, it is probable that the appli¬ 
cation here involved would necessarily be refused on other 
grounds. 




The situation would, of course, be different in connection 
with any action by a court under section 37 of the Trade- 
Mark Act of 1946, in which a court might direct the Patent 
Office to take specific action, thereby in effect, supervising 
the action of the Commissioner and the examiner. Obvi¬ 
ously, this could not have been intended by the Circuit 
Court of Appeals in 1932. 

Under the concurrent use proviso of section 2(d), the 
Patent Office must in every case be satisfied that the mark 
sought to be registered may be used without likelihood of 
confusion and subject to proper conditions and limitations, 
unless the court decision is a definite direction to register 
the mark. In this instance there could have been no such 
direction. The goods are identical, and no territorial, or 
other marketing differentiation is suggested. Under these 
circumstances, either the applicant's mark resembles the 
prior registration or it does not. If it does not, no “con¬ 
current" registration is necessary. If it does, no registra¬ 
tion—“concurrent" or otherwise—is proper. 

In my opinion the examiner correctly found that the 
mark of the applicant so nearly resembles that of the regis¬ 
tration No. 97,192 as to be likely, when applied to identical 
goods, to cause confusion or mistake. 

In passing upon this application, the examiner raised no 
objections to the registrability of the mark other than those 
heretofore considered, apparently regarding those grounds 
of refusal as so fundamental that nothing else need be con¬ 
sidered. I believe that this was proper, but it should be 
noted in the event that further proceedings might make it 
material that there may well be other statutory grounds 
for refusal of the registration sought, at least on the ap¬ 
plication now presented. Such possibility is mentioned 
only to avoid possible future questions and consideration 
of them is unnecessary if not improper at this time. 

The decision of the examiner of trade-marks is affirmed. 


i 


February 28,1950 


Job E. Daniels 
Assistant Commissioner 
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Excerpt from Plaintiff’s Exhibit No. X 

APPLICATION FOR TRADE-MARK REGISTRATION 
BY A CORPORATION, PRINCIPAL REGISTER 

Breast-0 ’-Chicken 

To the Commissioner of Patents: 

Westgate Sea Products Co., a corporation duly organ¬ 
ized under the laws of the State of California, located at 
San Diego, California, and doing business at 1245 West 
Laurel, San Diego, California, has adopted and is using 
the trade-mark shown in the accompanying drawing for 

Canned tuna fish 

in Class 46: Foods and Ingredients of foods, and presents 
herewith five specimens showing the trade-mark as actually 
used in connection with such goods, the trade-mark being 
applied to labels affixed to the goods, and requests that the 
same be registered in the United States Patent Office on 
the Principal Register in accordance with the Act of July 5, 
1946. 

The trade-mark was first used on November 4, 1926 and 
first used in commerce among the several states which may 
lawfully be regulated by Congress on November 4, 1926. 

The applicant is the owner of trade-mark registrations 
No. 394,388, dated March 31, 1942 and No. 410,153, dated 
November 7,1944. 

James B. Lane, being duly sworn, deposes and says that 
he is the Vice-President of Westgate Sea Products Co., 
the applicant named in the foregoing statement, that he be¬ 
lieves that said corporation is the owner of the trade-mark 
which is in use in commerce among the several states and 
that no other person, firm, corporation or association, to 
the best of his knowledge and belief, has the right to use 
such trade-mark in commerce which may lawfully be regu¬ 
lated by Congress either in the identical form thereof or in 
such near resemblance thereto as might be calculated to 
deceive, that the drawing and description truly represent 
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the trade-mark sought to be registered, that the specimens 
show the trade-mark as actually used in connection with 
the goods, and that the facts set forth in the statement are 
true. 

The undersigned hereby appoints William G. MacKay, 
Attorney at law (California and D.C. Bars), of 111 Sutter 
Street, San Francisco 4, California, its attorney to prose¬ 
cute this application for registration with full power of 
substitution and revocation, to transact all business in the 
Patent Office connected therewith, and to receive the 
certificate. 

Westgate Sea Products Co. 

By James B. Lane 
Vice-President 


State of California ) 

County of San Diego ) 

Before me personally appeared James B. Lane, to me 
known to be the person described in the above application 
for registration, who signed the foregoing instrument in 
my presence, and made oath before me to the allegations 
set forth therein, on the 11th day of May, 1949. 

C. A. Edwards 
Notary Public 

My Commission Expires Oct. 7, 1961 




BRIEF FOR APPELLEE 


In the United States Court of Appeals 
for the District of Colombia Circuit 

\Jr;tli'j -n 


biiirtc’ >'T _ .< 


APPEAL NO. 11309 . 

; * ? 


\ 4>mlM 




. /> / ' 

/ i s *'/ r 

^ Jr /j 


Westgate-Sun Harbor Company, Appellant 

i 

Y. 

John A. Marzall, Commissioner of Patents, 

Appellee ! 


THE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


E. L. Reynolds, 

Solicitor, United States Patent Office, 

Attorney for Appellee. 

J. SCHIMMEL, 

Of Counsel 






APPEAL NO. 11,309 

STATEMENT OF QUESTION PRESENTED 

In the opinion of appellee the questions presented 
by this appeal are: 

(1) Whether in an action under R. S. 4915 involving 
an application for the registration of a trade-mark un¬ 
der the Trade-Mark Act of 1946—the application being 
identical with a prior application of the same party 
filed under the Trade-Mark Act of 1905, which trade¬ 
mark was held non-registrable in a 1931 decision of the 
Court of Customs and Patent Appeals, because con¬ 
fusingly similar to a prior registration of another— 
the Court below properly held that the decision of the 
Court of Customs and Patent Appeals was res judicata 
as to the issue of confusing similarity, and whether 
evidence on that issue, therefore, was inadmissible in 
this case; and 

(2) Whether because of a 1932 decision of the 9th 
Circuit Court of Appeals holding that appellant’s mark 
“BREAST-0’-CHICKEN” does not infringe the reg¬ 
istration “CHICKEN OF THE SEA”, it is mandatory 
on appellee to grant appellant a concurrent registra¬ 
tion, in view of Section 2(d) of the Trade-Mark Act 
of 1946. 
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for the District of Columbia Circuit 


APPEAL NO. 11,309 


Westgate-Sun Harbor Company, Appellant 

v. 

John A. Marzall, Commissioner of Patents, Appellee 

* \ 


APPEAL FROM THE JUDGMENT OF THE UN IT ED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 

BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from the judgment (App. 16) of 
the United States District Court for the District of 
Columbia, dated October 16, 1951, dismissing appel¬ 
lant’s complaint (App. 2-5) against the Commissioner 
of Patents in an action under Sec. 4915 of the Revised 
Statutes (35 U.S.C. 63 and 15 U.S.C. 1071), Civil Ac¬ 
tion 3558-50, in which appellant sought a judgment 
from the District Court authorizing the Commissioner 
to issue a certificate of registration for the trade-mark 
4 ‘BREAST-0’-CHICKEN” for canned tuna fish under 
the provisions of the Trade-Mark Act of 1946 (15 



U.S.C. Chap. 22), and based upon the application of ap¬ 
pellant’s predecessor Westgate Sea Products Co., Se¬ 
rial No. 546,256, filed January 5,1948, (App. 100). The 
drawing illustrating the mark appears at page 87 of the 
joint appendix, and a specimen of the trade-mark as 
used is shown at page 7 thereof. 

COUNTER STATEMENT OF THE CASE 

Since appellant’s statement of the case and chronol- 
ogy of the rulings relating to the involved marks (Br. 
1-5) does not present a chronological picture of the pro¬ 
ceedings, and since it has dispersed therethrough con¬ 
siderable argument, a brief recapitulation of the salient 
facts is believed necessary. 

In 1926 the Westgate Sea Products Co., appellant’s 
predecessor in interest (App. 18), filed an application 
for the registration of the mark “ BREAST-0 ’- 
CHICKEN” under the Trade-Mark Act of 1905, 
which mark was duly opposed by the Van Camp Sea 
Food Co. on the basis of a prior registration of the mark 
“CHICKEN OF THE SEA” for identical goods. In 
1927 (App. 18) Van Camp sued appellant’s predeces¬ 
sor for infringement of its mark by appellant’s mark 
in the District Court in California, and on November 5, 
1928, the Court of Appeals for the 9th Circuit affirmed 
the dismissal of the suit on the ground that the mark 
“BREAST-0’-CHICKEN” does not infringe the mark 
“CHICKEN OF THE SEA” for the reason that “the 
two combinations are similar neither in appearance nor 
in sound.” Van Camp Sea Food Co., Inc. v. Westgate 
Sea Products Co., 28 F. 2d 957 (certiorari denied, 279 
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U. S. 841). On the basis of that decision, the Patent 
Office tribunals dismissed the opposition proceedings, 
but on appeal by the opposer to the Court of Customs 
and Patent Appeals, that Court, on April 29,1931, held 
that the applicant was not entitled to register 
“BREAST-0’-CHICKEN”, because it was confusing¬ 
ly similar to the mark “CHICKEN OF THE SEA” 
Van Camp Sea Food Co., Inc. v. Westgate Sea Prod¬ 
ucts Co., 18 CCPA1311; 48 F. 2d 950. In the meantime, 
while the opposition proceeding was pending before the 
Court of Customs and Patent Appeals, the Van Camp 
Co. brought another infringement action against ap¬ 
pellant’s predecessor and others in the 9th Circuit, and 
on March 14, 1932, the decision of the District Court 
holding the mark “CHICKEN OF THE SEA” invalid 
and not infringed was affirmed by the Court of Ap¬ 
peals of that circuit. Van Camp Sea Food Co., Inc. v. 
Cohn-Hopkins et al, 56 F. 2d 797, certiorari denied, 
286, U. S. 561. 

On January 5, 1948, appellant filed the application 
at bar seeking registration of its mark “ BREAST-0’- 
CHICKEN” under Section 2(d) of the Trade-Mark 
Act of 1946. This application was identical with the 
prior application filed in 1926 under the Act of 1905. 
The Patent Office tribunals refused the registration on 
the ground that the mark sought was conf usingly simi¬ 
lar to the mark “CHICKEN OF THE SEA”, in ac¬ 
cordance with the prior ruling of the Court of Customs 
and Patent Appeals, it being the opinion of those tri¬ 
bunals that under the law (R.S. 4914, 35 TT.S.C. 62) it 
was necessary to follow the decision of that Court (App. 
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94). The District Court expressed complete agreement 
(App. 12) with the views of the Assistant Commis¬ 
sioner of Patents as set forth in his decision (App. 91). 
as well as full accord with appellee’s contention that 
the decision of the Court of Customs and Patent Ap¬ 
peals was res judicata as to the issue of confusing simi¬ 
larity of the marks in question (App. 12). The trial 
court, therefore, held that evidence submitted on that 
issue was inadmissible (Conclusion of Law No. 3— 
App. 15). Appellant’s statement of the case and of 
the question presented by this appeal omit reference 
to the res judicata holding of the trial court. 

STATUTES INVOLVED 

Appellant’s quotation of a portion of Section 2 of 
of the Trade-Mark Act of 1946 (Br. 9) is correct ex¬ 
cept that in line 10 from the bottom (page 9), the stat¬ 
ute reads “a court on appeal” not “a court of appeal”. 
Not included in appellant’s brief, but pertinent to the 
questions raised in this appeal, are the following: 

1. Section 9, Trade-Mark Act of 1905 (15 U.S.C. 
8a)—“That if an applicant for registration of a 
trade-mark ... or a party who has filed opposition 
to the registration of a trade-mark... is dissatisfied 
with the decision of the Commissioner of Patents, 
he may appeal to the United States Court of Cus¬ 
toms and Patent Appeals, on complying with the 
conditions required in case of an appeal... by an 
applicant for patent ... or a party to an inter¬ 
ference ...” 
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2. Section 5, Trade-Mark Act of 1905 (15 U.S.C. 
85)—“That no mark shall be refused registration 
... unless such mark (b) consists of...; provided, 
that trade-marks which so nearly resemble a regis¬ 
tered or known trade-mark... and appropriated to 
merchandise of the same descriptive properties as 
to be likely to cause confusion or mistake in the 
minds of the public or to deceive purchasers shall 
not be registered.” 

3. Section 4911 R. S. (35 U.S.C. 59a)—“If any 
party to an interference is dissatisfied ... he may 
appeal to the United States Court of Customs and 
Patent Appeals: provided, that such appeal shall 
be dismissed if any adverse party ... shall.. . file 
notice with the Commissioner of Patents that he 
elects to have all further proceedings conducted as 
provided in section 63 of this title ...” 

4. Section 4915 R. S. (35 U.S.C. 63)—“When¬ 
ever ... any applicant is dissatisfied with the deci¬ 
sion of the board of interference examiners, the 
applicant . . . may have remedy by bill in 
equity ...” 

5. Section 1, Trade-Mark Act of 1946 (15 U.S.C. 
1051)—“The owner of a trade-mark used in com¬ 
merce may register his trade-mark under this Act 
on the principal register hereby established: 

(a) By filing in the Patent Office— 

(1) a written application . . . Provided, That 
in the case of every application claiming con¬ 
current use the applicant shall state excep- 
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tions to his claim of exclusive use, in which he 
shall specify ... any concurrent use by others, 
the goods or services with which and the areas 
in which each concurrent use exists, the pe¬ 
riods of each use, and the goods and area for 
which the applicant desires registration;.. 

SUMMARY OF ARGUMENT 

1. In 1931 the Court of Customs and Patent Appeals 
decided that the mark “BREAST-0 ’-CHICKEN” was 
confusingly similar to the registered mark “CHICKEN 
OF THE SEA” and that it was not registrable under 
the prohibition of Section 5 of the Trade-Mark Act of 
1905. That decision is res judicata against appellant 
here, whose application for registration is identical 
with the prior application for the same mark, even 
though the instant application was filed under the 
Trade-Mark Act of 1946, for the reason that, as applied 
to identical goods, the new trade-mark act requires re¬ 
fusal of registration of a mark confusingly similar to 
that of a prior registration, just as the Act of 1905 did. 
As to these specific marks, the decision of the Court of 
Customs and Patent Appeals is controlling on the 
Patent Office. 

2. Under the rule of Hemphill v. Coe, 74 App. D. C. 
123, the decision of the Court of Customs and Patent 
Appeals is conclusive of the issues raised and decided 
therein, and appellant is foreclosed as to the presenta¬ 
tion of evidence on that issue. The law of the case was 
set by that decision and appellant is not entitled at 
this late date to relitigate the question which the de- 
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cision of that Court has conclusively determined. See 
Sinclair Refining Co. v. Coe, 79 U.S. App. D. C. 57. 

3. Appellant claims the right to a concurrent regis¬ 
tration, construing a portion of Section 2 of the Trade- 
Mark Act of 1946 as making it mandatory for appellee 
to grant the registration sought. A reading of the 
entire section negatives appellant’s construction. The 
section specifically requires denial of registration when 
there is likelihood of confusion or mistake, but permits 
the Commissioner in his discretion to grant concurrent 
registrations under certain conditions and limitations, 
and after a hearing of which all interested parties are 
to be notified. Having set up the machinery in the 
administrative agency to make these determinations, 
it is unlikely that Congress intended a court in an 
action under R. S. 4915 to do the same job. 

4. The decision of the Court relied upon by appellant 
as a basis for a concurrent registration was rendered 
20 years ago, and it is unreasonable to assume that 
Congress intended such decision to control and require 
a registration to be granted, when the facts and cir¬ 
cumstances may be entirely different. 

ABGUMENT 

The primary issue in this case concerns the doctrine 
of res judicata, because of the express holding in the 
informal memorandum of the District Court (App. 
12) and Conclusion of Law Ho. 3 (App. 15) that “the 
issue of confusing similarity of the marks ‘BREAST- 
O’-CHICKEN’ and ‘CHICKEN OF THE SEA’ is 
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res judicata against the plaintiff and cannot be re¬ 
litigated in this action.” 

The basic doctrine of res judicata is a rule of law 
applicable to adjudications of the Patent Office tri¬ 
bunals—Lothrop and the Timken Roller Bearing Co. 
v. Robertson, 61 App. D. C. 252; 61 F. 2d 404—as well 
as to those of the courts, to all types of actions or pro¬ 
ceedings—Daniels v. Coe, 73 App. D. C. 54; 116 F. 2d 
941. Whether the former proceeding was right or 
wrong or was induced by the want of the particular 
evidence that is being offered in the second proceeding 
is not the question. Blackford v. Wilder, 28 App. D. C. 
535. And with respect to the decisions of the Court of 
Customs and Patent Appeals, this Court in Hemphill 
v. Coe, 74 App. D. C. 123; 121 F. 2d 897, stated that: 

“Under Sec. 4915 an appeal from a decision of 
the Patent Office ... to the Court of Customs and 
Patent Appeals precludes later maintenance of 
a bill in equity upon the same application. The 
remedies are alternative and mutually exclusive. 
. .. The remedy elected is conclusive of the issues 
raised and of those which might have been raised. 
A party therefore by filing a second application 
cannot obtain a review of questions which were, 
or might have been determined on a review re¬ 
lating to the first.” 

Applying this rule of law to the facts of the instant 
case, it is submitted that when appellant elected to 
have the Court of Customs and Patent Appeals review 
the issue of whether there was or was not confusing 
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similarity between his mark and that of the opposer 
in the opposition proceedings instituted against the 
first application for registration filed in 1926, that 
election was conclusive upon appellant. The appeal 
in that case was taken by the opposer under the provi¬ 
sions of Section 4911 of the Revised Statutes (35 
U.S.C. 59a). By the express terms of that section that 
appeal would have been dismissed if the appellee there, 
appellant here, had elected “to have all further pro¬ 
ceedings conducted as provided in section 63 of this 
title”, i.e. by a bill in equity in the District Court. By 
failing to exercise the election given by the statute, 
appellant consented and thereby chose to have the dis¬ 
pute between it and the Van Camp Sea Food Co. de¬ 
termined and settled by the forum selected by the 
opposer, which was the Court of Customs and Patent 
Appeals. The decision of that Court, after submission 
of the case to it without protest by appellant, is con¬ 
clusive as to all the matters adjudicated by it. Taylor 
et al v. Marzall,—U. S. App. D. C.—; 196 F. 2d 592. 
While it is true that the former proceeding was an 
inter partes or adversary proceeding, and the instant 
proceeding was, in its inception, an ex parte proceed¬ 
ing, that distinction is one of form only, since the issue 
involved here, namely, whether the mark “BREAST- 
O’-CHICKEN” is confusingly similar to “CHICKEN 
OF THE SEA”, is identical with that decided adverse¬ 
ly to appellant in the case considered by the Court of 
Customs and Patent Appeals. Distinctions in form, 
but not in substance, are of no legal significance. In re 
Marconi, 38 App. D. C. 286; Mas et al v. Coca-Cola Co., 


10 


decided July 26,1952, by 4th Circuit Court of Appeals, 
94 USPQ 156. 

Since the decision of the Court of Customs and Pat¬ 
ent Appeals determined that the mark “ BREAST-0 ’- 
CHICKEN” was confusingly similar to the registered 
mark “CHICKEN OF THE SEA”, it is believed to 
be abundantly clear from the rule announced in Hemp¬ 
hill v. Coe, supra, that that issue was foreclosed as to 
any subsequent application for registration of the 
identical mark on an identical application. As pointed 
out in Taylor et al v. Marzall, supra, by appellant’s 
failure to exercise the election given it by the statute, 
it chose to have the issue of confusing similarity de¬ 
cided by that Court, and that decision is conclusive on 
appellant. Ees judicata is clearly applicable. 

Appellant urges here as he did below that the Court 
of Customs and Patent Appeals erred in its decision 
in 1931 by failing to follow the decisions of the consti¬ 
tutional courts (Br. 6) and that it operated on the 
theory that it was concerned with the right to register 
a mark and not with the right to use a mark, though 
the question of confusing similarity was the same 
(Br. 7). 

This contention of appellant runs directly counter 
to express rulings by the Court of Customs and Patent 
Appeals in Van Camp Sea Food Co., Inc. v. Westgate 
Sea Products Co., 18 CCPA 1311; 48 F. 2d 950, and in 
Van Camp Sea Food Co., Inc. v. Alex. B. Stewart Or¬ 
ganizations, 18 CCPA 1415; 50 F. 2d 976, wherein the 
Court discusses at some length the holding of the 9th 
Circuit Court of Appeals in Van Camp Sea Food Co., 
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Inc. v. Westgate Sea Products Co., 28 F. 2d 957, and 
clearly differentiated its jurisdiction from that of the 
District Court and the Court of Appeals. Further, at 
18 CCPA 1312 in discussing the decision of the Court 
of Appeals it stated: 

“To what extent it was influenced in holding 
that the involved marks were not confusingly sim¬ 
ilar, by its views that they were descriptive, we 
do not know. But, however that may be, if the in¬ 
volved marks are descriptive, the tribunals below 
erred in holding that appellee was entitled to have 
its mark registered.’ 7 

And in the penultimate paragraph of its decision (18 
CCPA 1313) stated that 

.. considering the similarity of the marks and 
other facts and circumstances of record, it would 
seem to be clear that the use by appellee of its 
trade-mark concurrently with the use by appellant 
of its trade-mark would cause confusion in the 
mind of the public ...” 

Under these circumstances, it is evident that the Court 
gave full weight to the decision of the Court of Ap¬ 
peals and that it clearly distinguished therefrom. 

But even if it be assumed, arguendo, that the decision 
of the Court of Customs and Patent Appeals was erro¬ 
neous, nevertheless, res judicata would apply. On this 
phase of the matter, the question is not whether that 
decision was right or wrong. Blackford v. Wilder, 28 
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App. D. C. 535. The sole question is whether a final 
judgment of a court of competent jurisdiction has been 
rendered on the matter in issue here. Since it is abun¬ 
dantly clear that the 1931 judgment of that Court was 
final, that it had jurisdiction of the matter in contro¬ 
versy, and that it expressly held that the marks in 
question were confusingly similar, it is submitted that 
under the cited authorities a clear case of res judicata 
exists. Appellant should not be permitted to question 
in this proceeding the very issue which was decided 
against him in the prior decision. 

Appellant urges that the Court of Customs and 
Patent Appeals is an administrative agency having 
limited jurisdiction, and that it is well settled that 
decisions of that Court, insofar as the use of a mark is 
concerned, are not res judicata (Br. 16). However, it 
is conceded that it has jurisdiction upon the right to 
register a mark under the controlling statute (Br. 16). 
Since the 1931 decision of that Court was concerned 
with the right of appellant’s predecessor to register 
the mark “BREAST-0’-CHICKEN”, and since the 
instant proceeding concerns also the right to register 
the identical mark, appellant’s contention is wholly 
without merit. Moreover, this Court’s decisions in the 
Hemphill case, the Sinclair case, and the Taylor et al 
case, all supra, clearly establish so far as this jurisdic¬ 
tion is concerned that in patent and trade-mark mat¬ 
ters the decisions of the Court of Customs and Patent 
Appeals are res judicata in a court of general juris¬ 
diction. 
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It is not clear from appellant’s argument (Br. 8) 
whether it is being urged that the passage of the Trade- 
Mark Act of 1946, in and of itself, prevents the opera¬ 
tion of the doctrine of res judicata in this case. Not¬ 
withstanding appellant’s statements anent the purpose 
of that act and the rights and remedies said to be 
provided thereby (Br. 8, 9) it is submitted that, as 
pointed out in the decision of the Assistant Commis¬ 
sioner (App. 97) the pertinent provisions of Section 5 
of the Trade-Mark Act of 1905 and Section 2(d) of 
the Trade-Mark Act of 1946 are essentially the same, 
so far as they apply to a case, such as the one at bar, 
where the goods of the parties are identical. Section 
2(d) requires that registration of a mark be refused 
if it so resembles a registered mark as to be likely to 
cause confusion or mistake, and the corresponding 
provision of Section 5 of the Act of 1905 required re¬ 
fusal of registration to a mark which so nearly re¬ 
sembles a registered mark owned and used by another 
as to be likely to cause confusion or mistake in the 
mind of the public. From a comparison of these pro¬ 
visions of the two acts, it is evident that the 1946 Act 
re-enacted the prohibition of the 1905 Act that no mark 
shall be registered which would be likely to cause con¬ 
fusion or mistake in the public mind. The same theme 
is stated and reiterated many times throughout the 
various sections of the 1946 Act. Safeguarding of the 
public interest—freedom from the likelihood of con¬ 
fusion—is a vital part of the enactment. A paramount 
purpose of Section 2(d) of the 1946 Act is the protec¬ 
tion of the public from the registration of marks which 
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would be likely, when applied to the goods of the appli¬ 
cant, to cause confusion or mistake or deceive pur¬ 
chasers. The Pep Boys v. Guth Co., 39 CCPA—; 94 
USPQ 158. Therefore, it is clear that as to confusingly 
similar marks, the Act of 1946 created no new right. 
Clearly, if appellant had filed a second application 
under the 1905 Act for the identical mark, and had 
sought an adjudication from the District Court on the 
basis of an action under R. S. 4915, the rule of Hemp¬ 
hill v. Coe would foreclose any right to present evi¬ 
dence on the issue of confusing similarity, for the 
reason that the decision of the Court of Customs and 
Patent Appeals on that question would be conclusive. 
Inasmuch as the 1946 Act creates no new or different 
rights, insofar as confusingly similar marks are con¬ 
cerned, and actually requires the denial of registration 
to such marks, it is submitted that the fact that the 
application for registration was filed under the provi- 
visions of the 1946 Act cannot and does not affect or 
abrogate the operation of the doctrine of res judicata 
in this case. 

Appellant directs attention to the fact that at the 
trial evidence was offered to show the long and exten¬ 
sive use of appellant’s mark not merely to prove the 
value of the mark (Br. 19) but also to point out that 
the mark has been used over a long period of time 
without confusion in the trade (Br. 20). Also, appel¬ 
lant points to the fact that the Patent Office has granted 
certain certificates of registration to others, which it 
is inferred are likewise confusingly similar to the mark 
“CHICKEN OF THE SEA”, and that because the 
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granting of these marks shows that appellee has not 
consistently followed the 1931 decision of the Court 
of Customs and Patent Appeals, appellee should not 
be permitted to rely upon that ruling now (Br. 20). 

Since the decision of the Court of Customs and Pat¬ 
ent Appeals was held by the trial court to be res judi¬ 
cata as to the issue of confusing similarity, that Court 
under the rule set forth in Hemphill v. Coe, supra, 
excluded the evidence submitted on that issue (App. 
13, 15). Appellant has alleged no error on the part 
of the trial court in excluding this evidence. Much of 
the evidence referred to is not in the record before this 
Court, and appellant’s self-serving statements as to 
its effect (Br. 19) should be disregarded. Also, the 
suggestion that appellee should be estopped and not 
permitted to rely on the ruling of the Court of Customs 
and Patent Appeals because of an alleged inconsistency, 
deserves little comment other than that the error in 
issuing those registrations, if it be error, affords no 
sound reason for committing further error in the in¬ 
stant case. (Lanolin Plus Cosmetics, Inc. v. Marzall, 
Appeal No. 11,207; 196 F. 2d 591). Surely, if confusion 
exists in the public mind because of the registration 
of marks confusingly similar to that relied upon here 
(’’CHICKEN OF THE SEA”), this Court should 
not allow appellant to add to the confusion by author¬ 
izing the registration of another confusingly similar 
mark. 

Appellant urges also that appellee has a duty man¬ 
datory under the statute (Section 2(d) of the Trade- 
Mark Act of 1946) to grant to appellant a registration 
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under the Act because a court has decided that the two 
marks “BEEAST-0’-CHICKEN” and “CHICKEN 
OF CHE SEA” are in lawful use in commerce, and 
that in an action under R. S. 4915 this Court may order 
a concurrent registration (Br. 13). In connection with 
this contention of appellant, it is important to note 
that appellant concedes that it “is not seeking to reg¬ 
ister its mark ... on the basis of concurrent use in the 
narrow sense contemplated by the first portion of Sec¬ 
tion 2(d).” (Br. 13). The basis for appellant’s claim 
is said to lie in the suggested interpretation of that 
portion of the section of the act which states that 

“; and concurrent registrations may be similarly 
granted by the Commissioner with such conditions 
and limitations when a court has finally determined 
that more than one person is entitled to use the 
same or similar marks in commerce.” 

In asserting that it is entitled to registration under 
this language of the section, appellant suggests (1) 
that proper statutory construction requires a holding 
that the quoted portion of the Act is wholly independent 
of the requirements or limitations of the first portion 
of the section, primarily because of the use of a semi¬ 
colon between the two portions (Br. 11) ; and (2) that 
the word “may” therein must be construed to mean 
“shall”, so that the Commissioner is required to reg¬ 
ister a mark, when a court has decided that two marks 
may be used concurrently (Br. 12, 13). 

In the first place, as previously pointed out, a pri¬ 
mary and paramount purpose of Section 2(d) of the 
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Act is the protection of the public against the regis¬ 
tration of marks which would be likely to cause con¬ 
fusion or mistake or to deceive purchasers. That is 
the congressional intent plainly expressed in the first 
sentence of the section. Having definitely set forth 
that purpose, Congress attached a proviso which au¬ 
thorizes the Commissioner to register as concurrent 
registrations the same or similar marks (1) when there 
has been lawful concurrent use in commerce by the 
applicants prior to the filing dates of the applications 
involved; (2) when there has been a determination by 
the Commissioner or a court on appeal that confusion 
or mistake is not likely to result from the continued 
use of said marks under conditions and limitations as 
to the mode or place of use or the goods in connection 
with which such registrations may be granted, which 
conditions and limitations shall be prescribed in the 
grant of the concurrent registrations thereof. It is 
significant that the proviso speaks of applications, ap¬ 
plicants and registrations, and notice should be taken 
of the fact that under Section 1 of the Act, applications 
for concurrent use must contain certain special aver¬ 
ments not required of other applications. The appli¬ 
cation involved in this proceeding (App. 100) is a 
regular application, not the special application for 
concurrent use set forth in the proviso of Section (a) 
(1) of the Act. It is significant also that the language 
particularly relied upon by appellant as establishing 
an independent right to a concurrent registration, is 
the second portion of this proviso. While it is true 
that it is separated from the first portion by a semi- 


13 


colon, a reading of the entire first sentence negatives 
the construction suggested by appellant, for despite 
the semi-colon, the intention of Congress is clear and 
unmistakable that concurrent registrations may be 
“similarly granted” only when there is no likelihood 
of confusion. Where, as here, there has been an express 
holding that there is likelihood of confusion by a court 
on appeal (the 1931 decision of the Court of Customs 
and Patent Appeals) the language relied upon is in¬ 
operative to create a right to registration. Moreover, 
even the language itself refers to the granting of 
registrations “with such conditions and limitations”, 
referring obviously to the first portion of the proviso 
which defines the “conditions and limitations” as those 
“as to the mode or place of use or the goods in con¬ 
nection with which such registrations may be granted.” 
Furthermore, the sentence following the portion relied 
upon by appellant requires as a condition precedent 
to passing a mark for registration based on concurrent 
use that “The Commissioner shall give not less than 
thirty days written notice to all applicants, registrants, 
and users specified by any of the parties concerned of 
any application for concurrent registration and of the 
time and place of the hearings thereon.” After having 
set up this procedure in the Patent Office for the pur¬ 
pose of determining whether concurrent registrations 
should be granted, and endowing the Commissioner 
with discretionary powers in the premises, it does not 
seem reasonable that Congress meant to burden a court 
in a R. S. 4915 proceeding with that work, apart from 
the fact that the court would have no jurisdiction over 





the other parties and would be adjudicating their rights 
without due process of law, if appellant’s contention 
be accepted. In addition, as pointed out previously, 
appellant’s application (App. 100) is not the special 
application required by Section 1 of the Act, if con¬ 
current registration is sought, which would require 
amendment of the application if the Court is to order 
a concurrent registration, as appellant contends it 
should (Br. 13). However, this Court has held that its 
decision must be based upon the application as con¬ 
sidered by the Patent Office—Lucke et al v. Coe, 63 
App. D. C. 61; 69 F. 2d 379; Gilbert et al v. Marzall, 
182 F. 2d 389—and that there is no authority in law 
for a remand, Knutsen et al v. Gallsworthy et al, 82 
U. S. App. D. C. 304, 314; 164 F. 2d 497; the Court of 
Customs and Patent Appeals has held that it would 
have to remand to the Patent Office for further pro¬ 
ceedings—Baxter Laboratories Inc. v. Don Baxter 
Inc., 38 CCPA 786, 790; 186 F. 2d 511; and the District 
Court of Missouri has also held that it has no right in 
a proceeding under R. S. 4915 to permit amendment 
or change in the application for registration presented 
to the Patent Office, where the evidence shows that the 
statement in the application as to the goods to which 
the mark is applied is incorrect. Mont-O-Mint Sales v. 
Wyeth Inc., 86 USPQ 315. Under the concurrent use 
proviso of Section 2(d), the Commissioner must be 
satisfied in every case that the mark sought to be reg¬ 
istered may be used without likelihood of confusion 
as to the mode or place or goods. Appellant’s construc¬ 
tion and the course urged by him would cast upon the 



court the duty and discretion placed by Congress in 
the Commissioner, and would completely nullify the 
procedure established in the same section to aid the 
Commissioner in making the decision to grant or not to 
grant concurrent registrations. 

In the second place, it is desired to emphasize here 
as it was in the decision of the Assistant Commissioner 
(App. 98) that there has been no express holding by 
any court that the marks in question are not confus¬ 
ingly similar. The decisions of the 9th Circuit Court 
of Appeals held only that the owner of the mark 
“CHICKEN OF THE SEA” had no enforceable rights 
against appellant because of its use of the mark 
“BREAST-0’-CHICKEN”, and also that the former 
mark was invalid because descriptive. While it might 
be inferred from that decision that the court felt that 
the marks were not confusingly similar, there was no 
positive statement on that issue. The only court to 
pass directly on the question of confusing similarity 
and to hold confusion likely was the Court of Customs 
and Patent Appeals in 1931, and the court below in the 
instant proceeding. Under these circumstances, and 
in view of the fact that no differentiation as to mode or 
place has been suggested by appellant, it is submitted 
that appellant’s interpretation and construction of 
section 2(d) is not only strained and unreasonable, 
but is such as to negate completely the congressional 
intent and purpose. 

In the third place, it should be noted that the proviso 
refers to “concurrent registrations”. If the court is 
to order concurrent registrations in accordance with 
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the dictates of the section, it can do so only if the other 
party or parties to receive such registrations are before 
the court. The ‘‘CHICKEN OF THE SEA” regis¬ 
tration was granted in 1914, and renewed and repub¬ 
lished under the Trade-Mark Act of 1946 on March 
29, 1949 (App. 84, 85). To all intents and purposes it 
is a valid subsisting registration. It cannot be changed, 
altered or amended in this proceeding. Hence, a con¬ 
current registration as suggested by appellant is im¬ 
possible. The fallacy inherent in appellant’s suggested 
interpretation of this section of the Act is manifestly 
clear. 

And finally, it does not seem likely or reasonable that 
Congress intended that a decision handed down in 1932 
under the facts and circumstances at that time should 
form the basis for a registration today, twenty years 
later, when the facts and conditions could be and un¬ 
doubtedly are materially different. The right to a 
concurrent registration was new with the Trade-Mark 
Act of 1946. It is not thought that the intention was 
to grant that right retroactively in cases which existed 
long prior to its passage, but rather to cases contempo¬ 
raneous therewith and those which developed in the 
future. In this connection the language of the statute 
is “when a court has finally determined”, indicative 
of the present state of facts, not some prior ancient 
state of facts. 

In concluding, it is desired to point out here, as it 
was in the decision of the Assistant Commissioner 
(App. 98) that, if appellant’s contention that the de¬ 
cision of the 9th Circuit Court of Appeals is controlling, 
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were to be adopted by this Court, it is suggested that 
appellant is, nevertheless, not entitled to the registra¬ 
tion sought. That Court in deciding that the 
* 4 CHICKEN OF THE SEA” mark is invalid because 
descriptive stated that: 

“... the word chicken ... we held was descriptive 
because it indicated young and tender fish, but it 
further appears from the evidence in this case 
that there is an even stronger reason for concluding 
that the word is descriptive because the product 
is not only young and tender but also looks and 
tastes like chicken.” 

In view of that holding it would be manifestly clear 
that ‘ 4 BREAST-0 ’-CHICKEN ’ ’ is likewise descrip¬ 
tive, since “CHICKEN” is descriptive, and 
“BREAST-0’-” is merely indicative of the portion 
of the fish from which the product is taken which cor¬ 
responds to or is similar to the breast of a chicken, or 
that it is similar in taste and appearance to the breast 
of chicken. Section 2(e) of the Trade-Mark Act of 
1946 provides that no mark shall be registered which 
“when applied to the goods of the applicant is merely 
descriptive or deceptively misdescriptive of them.” 
If the decision of the 9th Circuit Court of Appeals is 
to be controlling on the question of confusing similarity, 
it should, likewise, be controlling on the question of 
descriptiveness. Accordingly, in the event that the 
holding the trial court on the issue of res judicata be 
reversed, this Court is urged to consider whether it 
may properly adjudge that appellant is entitled, “ac- 
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cording to law” to a registration, as requested by ap¬ 
pellant, in the light of that Court’s decision on descrip¬ 
tiveness. 


CONCLUSION 

It is respectfully submitted that for the reasons de¬ 
tailed herein the decision of the Court of Customs and 
Patent Appeals in Van Camp Sea Food Co., 18 CCPA 
1311; 48 F. 2d 950, is res judicata on the question of 
confusing similarity of appellant’s mark “BREAST- 
O’-CHICKEN” and the Van Camp mark “CHICKEN 
OF THE SEA”; that the ruling of the trial court that 
appellant is foreclosed from presenting evidence on 
that question was proper under the rule of Hemphill 
v. Coe, 74 App. D. C. 123; and that no concurrent reg¬ 
istration under Section 2(d) of the Trade-Mark Act 
of 1946 can or should be granted on the application 
involved in this proceeding. 

The decision appealed from should be affirmed. 

Respectfully submitted, 

E. L. Reynolds, 

Solicitor, United States Patent Office, 
Attorney for Appellee . 

J. Schimmel 
Of Counsel 

August 1952 
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TRADEMARK OF APPELLANT DEEMED REGIS¬ 
TRABLE UNDER PROVISIONS OF ACT OF 1946 

In order that there be a just dispositon of the issues in 
this proceeding, and in view of the importance of the matter 
to the appellant, it is deemed to be necessary to make a full 
reply to the brief of the appellee, particularly since it is 





believed that the statements made are confusing and con¬ 
tradictory in character. 

In the first place, the appellee is apparently coming before 
this Court with a truly surprising argument, which in plain 
language is that this Court is bound by the doctrine of res. 
adjudicata in view of a ruling by an administrative court, 
but at the same time an administrative court is not bound 
under the same doctrine by three decisions of constitutional 
courts. If this were the law, the effect would be startling. 

The main issue in connection with the right to use and 
the right to register is exactly the same, that is, whether 
or not the marks are likely to be confused. As pointed out 
in the chronology in the appellant’s brief, District Judge 
Henning on February 20, 1928, held that no amount of 
evidence could change the fact that the marks are clearly 
dissimilar. Again, on November 25, 1928 the Court of 
Appeals for the Ninth Circuit held flatly that the marks 
are similar neither in appearance nor in sound. Again, on 
December 27,1930, District Court Judge James held plainly 
and clearly that the mark Breast-0’-Chicken does not 
infringe the mark Chicken of the Sea. Ordinarily, of 
course, one judicial determination on a principal issue 
should be sufficient, but in spite of this, the administrative 
court, the Court of Customs and Patent Appeals, new and 
inexperienced at the time, held erroneously on April 29, 
1931 that the marks are likely to be confused, and held 
erroneously that such a conclusion was justified because 
the right to register was being considered, and not the right 
to use the mark in question. It is almost inconceivable that 
the admininstrative court, while presuming to act in a quasi¬ 
judicial role, could so casually disregard the three decisions 
of constitutional courts on the point in issue. It may be 
observed again that in order to do this the Court of Cus¬ 
toms and Patent Appeals had to reverse the rulings by the 
Commissioner of Patents and the Examiner of Inter¬ 
ferences. 
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It would hardly be possible to imagine a case in which 
the doctrine of res adjudicata could apply more completely 
as to a material issue than in the earlier case, and this is 
indeed important in working out a correct solution to 
the problem in this present case, because the appellant 
comes before this Court under a new and remedial statute, 
which in plain language gives the Court authority to act. 
The appellant has discussed with particularity in its open¬ 
ing brief the various provisions in Section 2(d) of the Act 
of 1946 and has urged that in that section there are inde¬ 
pendent provisions under the terms of which the Court may 
take suitable action, and it is important to observe that this 
appellant is not concerned in the slightest degree with that 
portion of Section 2(d) relating to marks having a concur¬ 
rent lawful use prior to the filing dates of applications 
involved. The appellant feels strongly that the final sen¬ 
tence in the section which reads: 

“Concurrent registrations may be ordered by a court 
in an action under the provisions of Section 4915, Re¬ 
vised Statutes, under such conditions and limitations 
as the court considers proper in accordance herewith.” 

means exactly what it says, and that the Congress intended 
to give to the Courts complete authority to correct a situa¬ 
tion of this kind. 

As a matter of fact, the appellee in its brief chose to 
ignore the reference made to another section of the 1946 
Act, which is broad in its terms and pertinent in this case, 
and we refer to the following provision: 

“Sec. 37. In any action involving a registered mark 
the court may determine the right to registration, order 
the cancellation of registrations, and otherwise rectify 
the register with respect to the registrations of any 
party to the action. Decrees and orders shall be cer¬ 
tified by the court to the Commissioner, who shall make 
appropriate entry upon the records of the Patent Office, 
and shall be controlled thereby.” (15 U.S.C.A. Sec. 
1119). 
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In view of the above, the appellant believes that the 
District Court in the present proceeding was completely in 
error in placing a rubber stamp upon the 1931 decision of 
the Customs and Patent Appeals Court and on the ruling 
by the Assistant Commissioner rendered February 28,1950. 
The District Court failed to give proper consideration to 
the pertinent and controlling provisions of the 1946 Act and 
to the glaring error of the Customs and Patent Appeals 
Court in 1931 when it neglected to apply the doctrine of 
res adjudicata with respect to the primary issue of a like¬ 
lihood of confusion when there were three decisions of 
constitutional courts holding flatly that the trade-marks 
are not similar or likely to be confused with each other. 

The wording of Section 37 of the 1946 Act is indeed 
clear that “In any action . . . the Court may determine the 
right to registration” and surely this should be sufficient 
for the purpose. It is understood that prior to the enact¬ 
ment of the 1946 Act the Patent Office tribunals were bound 
simply as a matter of policy by the 1931 decision of the 
Court of Customs and Patent Appeals, but the 1946 law 
gives the Commissioner of Patents ample authority to 
register the trade-mark of the appellant. At this point it 
is fitting to mention again that, subsequent to the ruling 
of the Customs and Patent Appeals Court in 1931, we have 
still another final judicial determination by the Court of 
Appeals for the Ninth Circuit on May 1, 1932, holding 
once more that the trade-marks are not confusingly similar. 
In the light of four decisions by constitutional courts that 
the marks are not similar, certainly this appellant is justi¬ 
fied in urging that the issue has been decided conclusively, 
and that the trade-marks are not confusingly similar. 

The first question to be determined by this Court is 
whether or not it must accept without further consideration 
the decision of an inferior court, which is unthinkable to the 
appellant, or whether it may consider the decisions of a 
court of equal dignity on a major issue, in this instance the 
likelihood of confusion. 


As previously indicated in the briefs there are two con¬ 
flicting lines of authority. The first rests upon the deci¬ 
sion of the Court of Customs and Patent Appeals (48 F. 
2d 950) in which it was held that the appellant’s predeces¬ 
sor was not entitled to register the trade-mark under the 
Act of 1905. 

The second line of authority culminated in the two de¬ 
cisions of the Court of Appeals for the Ninth Circuit (28 
F. 2d 957) and (56 F. 2d 797) in which the Court held that 
the marks are not confusingly similar and determined that 
the appellant had “the right to use” the trade-mark 
Breast-0 ’-Chicken. 

It is pointed out by appellee (see page 13 of brief) that 
the test under both acts is the same, but it must be observed 
that the Act of 1946, while directing the Commissioner to 
refuse to register marks which might be confusingly simi¬ 
lar, broadened the base for the determination of confusion 
or a likelihood of confusion. Whereas in the Act of 1905 
the Commissioner was limited in his discretion, Congress, 
recognizing the unfavorable consequences of the limita¬ 
tions, broadened the base and gave to him under Section 
2 of the 1946 Act a clear authority to consider “the right 
to use” a mark as being an important factor. In other 
words, if a court of competent jurisdiction has finally de¬ 
termined that a party has the “right to use” the mark, 
the Commissioner may and should consider that in deter¬ 
mining the “right to register” the mark. Therefore, the 
matter of the “right to register” is plainly not the same as 
existed under the Act of 1905. For this reason, if for no 
other, this Court is not bound by the ruling of the Court 
of Customs and Patent Appeals as the appellee would have 
us believe. This being so, it is clear now that this Court 
may consider the decisions of the Court of Appeals for the 
Ninth Circuit, a Court of equal dignity, and need not feel 
that its hands are tied by an opinion of the Customs and 
Patent Appeals Court, which had before it a different 
question based upon a different law and between different 
parties. 


6 


It must be borne in mind that there had been prior deci¬ 
sions by the District Court and by the Court of Appeals for 
the Ninth Circuit to the effect that the appellant’s prede¬ 
cessor had the right to use the trade-mark. In working 
around these decisions the Court of Customs and Pat¬ 
ent Appeals, seeking to avoid the effect of res adjudicata, 
very carefully stated that it was not determining the right 
to use the mark, but only the right to register under the 
terms of the Act of 1905. The terms of that Act are no 
longer the basis upon which a registration will or will not 
be granted. The basis upon which registration will be 
granted has been broadened by the 1946 Act and the terms 
of that Act would be meaningless if it was not intended to 
reconcile the right to register with the right to use a mark. 
From the standpoint of sound law, the Court of Customs 
and Patent Appeals was in error when it failed to under¬ 
stand and to hold that the question of likelihood of con¬ 
fusion had already been determined conclusively by the 
three decisions of constitutional courts having jurisdiction 
over the subject matter. 

EFFECT OF CHANGE IN LAW 

As the appellant pointed out in its opening brief (pages 
6 and 7), it would definitely be error to hold that the doc¬ 
trine of res adjudicata is determinative in this case as 
against the appellant. At the risk of being repetitious, the 
appellant wishes to point out clearly and concisely why 
this court is not bound by the prior decision of the Court 
of Customs and Patent Appeals. 

The Prior Judgment Was Under the Act of 1905, Which 
Has Been Repealed and Replaced by a New Law 

It is clear that a change in the law applied in arriving at 
a judgment defeats the operation of that judgment as res 
adjudicata. (Freeman on Judgments, 5th Edition, Vol. II, 
Section 713). This rule has been followed many times. 
For example, this Court itself has held that a change in 
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the law or a change in the facts defeats res adjudicata. See 
Mellon v. Minneapolis, St. Paul d S. S. M. Railway, 11 F. 
2nd 332; Markham v. Markham, 70 F. 2nd 760; and Cum¬ 
mings v. Hardee, 102 F. 2nd 622. 

The leading case of United States v. United Shoe Ma¬ 
chinery, 258 U.S. 451, specifically holds that although the 
Government was unsuccessful in holding that certain shoe 
machinery leases were illegal under the terms of the Sher¬ 
man Act, such a holding would not be binding upon the 
Government when the Sherman Act was amended by the 
Clayton Act and the United Shoe Machinery Company 
could find no comfort in the prior decision. 

In State Farm Mutual Auto Insurance Company v. Duel, 
324 U. S. 154, 65 Sup. Ct. Rep. 573, our Supreme Court held 
that generally res adjudicata is no defense, where between 
the time of the first judgment and the second action there 
has been a change in the law, which creates an altered situa¬ 
tion, as in this case where the 1946 Act creates a new right. 

The Court of Appeals for the First Circuit in Com. Int. 
Rev. v. Arundel-Brooks Concrete Corporation, 152 F. 2nd 
225, held that the well-established rule that a right which 
is distinctly put in issue and is determined by a Court must 
be taken as conclusively established between the parties in 
a second suit, even though the second suit may be for a 
different cause of action, does not control in the event that 
a relevant change in the law has occurred since the first 
decision. 

We deem it well settled in the light of the foregoing 
that in the event the law has changed, a Court is not bound 
by the doctrine of res adjudicata. It should be borne in 
mind that the purpose of the doctrine is to put an end to 
litigation, but not to rights. In some respects it may be 
said to be a rule for the convenience of the Court, but 
obviously it is not intended to deprive a party of a right 
which Congress intended to give to that party. 

To apply the doctrine of res adjudicata at this time 
against the appellant would preclude the appellant from 
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securing registration under the 1946 Act, even though the 
law as now written provides (Section 2) that where there 
has been a decision by a Court of competent jurisdiction 
that confusion does not exist, the Commissioner may grant 
a registration, and (Section 37) that a Court may deter¬ 
mine the right to registration. No similar provisions ex¬ 
isted in the prior Act. The 1905 Act applied solely to the 
“right to register” under the specific terms of that law. 
The Court of Customs and Patent Appeals took the position 
that the appellant did not have the “right to register” its 
trade-mark under the 1905 Act, and reached this erroneous 
conclusion by failing to apply properly the doctrine of res 
adjudicata on the issue of confusing similarity, when there 
were three judicial determinations that the marks are not 
similar. However, the “right to register” has been 
changed, and is not the same question of law or fact deter¬ 
mined erroneously by the Court of Customs and Patent 
Appeals in 1931. Under the present law a party definitely 
has the right to register, as pointed out above, when a 
Court of competent jurisdiction has determined that he has 
the right to use the mark. 

In 1931 the Court of Customs and Patent Appeals went 
to some length to emphasize that it was not determining 
the right to use the mark, and this was quite unnecessary, 
since it is well recognized in trade-mark law that there is 
no possible theory under which the Court of Customs and 
Patent Appeals could have determined the right to the use 
of a mark, having only by statute a limited jurisdiction 
relating to registrability. 

With respect to the matter of giving full consideration 
to all of the provisions of Section 2 and Section 37 of the 
Act of 1946, it is indeed well settled law that effect is to be 
given, if possible, to every word, clause, and sentence in 
a statute. See: United States v. Lexington Mill & Elevator 
Co., 232 U.S. 399, 58 L. ed. 658, L. R. A. 1915B, 774, 34 
Sup. Ct. Rep. 337; Washington Market Co. v. Hoffman, 101 
U.S. 112, 115, 25 L. ed. 782, 783; Lake County v. Rollins, 
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130 U.S. 662, 32 L. ed. 1060, 9 Sup. Ct. Rep. 651; United 
States v. First Nat. Bank, 234 U.S. 245, 58 L. ed. 1298, 34 
Sup. Ct. Rep. 846; Derm ex dem. Scott v. Reid, 10 Pet. 524, 
9 L. ed. 519; Bate Refrigerating Co. v. Sulzberger, 157 U.S. 
1, 39 L. ed. 601, 15 Sup. Ct. Rep. 508; Madden’s Case, 222 
Mass. 487, L.R.A. 1916D, 1000, 111 N. E. 379. 

PROCEDURE IN EARLIER CASE IRRELEVANT 

It would appear to the appellant that the appellee in its 
brief seeks to raise all sorts of irrelevant issues. On page 
9 it is stated that when the losing party, Van Camp Sea 
Food Co. took an appeal from the decision of the Commis¬ 
sioner, which was favorable to this appellant, the appellant 
could have elected to proceed under Section 4911 of the 
Revised Statutes (35 U.S.C. 63). Aside from the fact that 
this is mere idle conjecture, common sense tells us that the 
appellant, having received favorable decisions on the exact 
same point from the Commissioner of Patents and the 
Examiner of Interferences, and with three favorable Court 
decisions, to support its position, would naturally expect 
that the Court of Customs and Patent Appeals would surely 
hold also that there is no confusing similarity between the 
marks of the parties. 

COMMISSIONER HAS NOT REGARDED 1931 
DECISION AS CONTROLLING 

It seems only fair to reiterate that the Commissioner 
himself has, with apparent deliberation, brushed aside the 
1931 decision of the Customs and Patent Appeals Court 
as a test on the question of the likelihood of confusion. 
In fact, it is apparent that he has disregarded it completely 
because, as emphasized on page 20 of appellant’s opening 
brief, the Commissioner registered Chick-N-Like for fish 
on December 12, 1939 and Spring Chicken for fish on 
January 7, 1947. The appellee on page 15 of its brief in¬ 
dulges in a distortion of the facts when he seeks to refer 
to such action as error. There is assuredly no error in- 
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volved. The Commissioner simply concluded that Chick- 
N-Like and Spring Chicken are not confusingly similar 
to Chicken of the Sea and this was eminently proper. 

It is a fundamental principle in our law that all should 
have the same fair consideration. Obviously, when the 
Commissioner could register without question Chick-N- 
Like in 1939 and Spring Chicken in 1947, he should not be 
heard at this time to say that he cannot register Breast-O- 
Chicken, when he has full authority under the terms of 
the 1946 Act to do so. 

COMMISSIONER HAS RECOGNIZED EFFECT OF 1946 
ACT REGARDLESS OF DECISIONS RENDERED 
UNDER PRIOR ACTS. 

It is quite apparent that the Commissioner has found no 
difficulty in giving relief to others seeking to protect trade¬ 
marks of value under the broad terms of the 1946 Act. For 
example, it may be observed that the same Court of Cus¬ 
toms and Patent Appeals decided in 1936 and 1937 In re 
Canada Dry Ginger Ale, Inc., 86 F. 2nd 830, 87 F. 2nd 
736, 737, that the applicant did not have the * 1 right to 
register” the mark Canada Dry under the terms of the 
Act of 1905, but judicial notice may be taken of the fact 
that the Commissioner has registered Canada Dry under 
the terms of the Act of 1946, completely disregarding the 
decisions mentioned. It is clear, of course, that a mark of 
this character would be registrable under the broad terms 
of the 1946 Act on the basis of extensive use and secondary 
meaning in connection with the goods to which the mark is 
applied. 

CONCLUSION 

The appellant believes that it has been demonstrated 
convincingly that the Court of Customs and Patent Appeals 
was in error in 1931, when it failed to hold that the marks 
are not confusingly similar, that the District Court in this 
case was clearly in error when it failed to recognize the 
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effect of the enactment of the 1946 Act and held that res 
adjudicata should apply as against this appellant. It is 
urged, therefore, that the judgment be reversed and that a 
decree issue directing registration of the trade-mark 
Breast-0 ’-Chicken for canned tuna fish. 

Respectfully submitted, 
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